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PART I 


TRADE-MARK OPPOSITIONS AND THE 
DECLARATORY JUDGMENT ACT 


A Commentary on Merrick and Kneebone v. Sharp & Dohme 


By Grorce E. M1IppLeton* 


On March 26, 1951, the Supreme Court of the United States denied certiorari 
in Merrick and Kneebone, doing business as Brookfield Laboratories v. Sharp & 
Dohme, Incorporated and thus wrote finis to a unique and interesting controversy 
the seeds of which were sown three years and ten days earlier when Sharp & 
Dohme filed an ordinary little notice of opposition under 15 U. S. C. 1063 to the 
registration of a trade-mark by Messrs. Merrick and Kneebone, d.b.a. etc. This 
opposition, based on the confusion-in-trade clause of the statute, 15 U. S. C. 
1052, and reciting two prior marks owned and in use by the opposer, was no 
different from hundreds of other oppositions asserting likelihood of confusion 
and, like its fellows, would have proceeded uneventfully to a final adjudication 
of Merrick’s and Kneebone’s right to register their mark had not those applicants 
shattered the bureaucratic calm one memorable day by suing the opposer for 
declaratory judgment under 28 U. S. C. 2201, a thing no applicant had ever done 
before (apparently )—nor is likely to do again. 

The suit was brought in the United States District Court for the Northern 
District of Illinois, the district within which Merrick and Kneebone resided and 
in which Sharp & Dohme happened to be doing business. Venue was properly 
laid under 28 U. S. C. 1391, and the jurisdictional requirements of 28 U. S. C. 
1332—diversity of citizenship and amount in controversy—were satisfied. But 
what of 28 U. S. C. 2201? Were the requirements of that section met? Now, a 
federal court is without power to declare rights under 28 U. S. C. 2201, the 
Declaratory Judgment Act, unless there exists between the parties before it an 
“actual controversy within its jurisdiction,” and unless such a controversy is 
pleaded and proved the complaint must be dismissed. Thermo-Plastics Corp. v. 
International Pulverizing Corp.;1 Johnson v. Interstate Transit Lines.2 What, 
then, was the actual controversy between the parties asserted to be within the 
jurisdiction of the District Court for the Northern District of Illinois? That 
an actual controversy between the parties existed was clear enough, but it was 
the controversy touching Merrick’s and Kneebone’s right to register their mark, 
as to which issue had been joined in the opposition, a controversy peculiarly and 
exclusively within the jurisdiction of the Patent Office in the first instance. It 
was not a controversy within the jurisdiction of the District Court for the 
Northern District of Illinois, although that Court might in time have acquired 
such jurisdiction under R. S. 4915 (as indeed it did, as we shall see), but only 





*Member of the New York Bar. 
1. 42 F. Supp. 408. 
2. 163 F. 2d 125. 
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after the Patent Office had rendered its decision in the matter. No, the actual 
controversy on which Merrick and Kneebone based their demand for a declara- 
tion was said to have been created by the confusion-in-trade allegations of the 
notice of opposition itself, the complaint averring that: 

“there is inherent in Defendant’s allegations in said Notice of Opposition a charge 

of infringement and a threat of suit... .” 
These allegations were said to have given rise to a new and separate controversy 
over which the Court did have jurisdiction. No direct charge of infringement was 
alleged. 

The declaration sought was that the use of plaintiffs’ trade-mark on their 
goods “is not likely to cause confusion or mistake, or to deceive purchasers 
in respect of Defendant’s use of its trade-marks,” and that “Defendant is not 
entitled to prevent Plaintiffs’ use of [their] trade-mark ... .” 

It may be noted in passing that the declaratory judgment action was not 
filed until April 18, 1949, some thirteen months after the filing of the notice 
of opposition. Why the plaintiffs should have suffered “the sword of Damocles” 
(their classical, metaphorical allusion to “the threat of suit” inherent in the 
notice of opposition) to hang precariously over their heads so long before 
seeking to exercise it, was never satisfactorily explained. But if things were 
quiet before April 18, 1949, they moved swiftly thereafter, events in the declara- 
tory judgment action following one another in rapid succession, counterpointed 
by events in the opposition. I shall recount them briefly. 


Chronology 


On May 9, 1949, the defendant moved, under Rule 12 (b) FRCP, to dismiss 
the complaint on two grounds: (1) that the Court lacked jurisdiction over the 
subject matter of the suit, and (2) that the complaint failed to state a cause of 
action upon which relief could be granted. The motion was argued before 
Judge Barnes on June 13, 1949 and denied from the bench; whereupon the 
Judge delivered an oral opinion and entered an order in which he held that the 
allegations of the notice of opposition did create an “actual controversy,” that 
the Court had jurisdiction of it under the Declaratory Judgment Act, and that 
the complaint stated a cause of action.® 

On September 26, 1949, the Examiner of Interferences, after due proceed- 
ings had, held “that the marks in issue bear such near resemblance that their 
concurrent use in trade upon goods as closely related as those of the parties 
is reasonably likely to cause confusion or deception of purchasers,” sustained 
the defendant’s notice of opposition, and adjudged that the plaintiffs were not 
entitled to the registration for which they had made application. 

The declaratory judgment action came on for trial before Judge Barnes on 
December 20, 1949. The plaintiffs put in proofs; the defendant put in none, 
reaffirming the grounds on which it had relied in its motion to dismiss. There- 
after, on January 23, 1950 the Court made its findings of fact, reached its con- 
clusions of law, and entered fina] judgment in favor of the plaintiffs, adhering 


3. 84 F. Supp. 1008. 
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to the position it had taken earlier on the motion to dismiss: that the allegations 
in the notice of opposition filed by defendant charged infringement of defendant’s 
trade-marks by plaintiffs and raised an actual controversy under the Declaratory 
Judgment Act, a controversy over which the Court had jurisdiction* The 
defendant’s notice of appeal to the Court of Appeals was filed February 21, 1950. 

Meanwhile, on October 13, 1949, the plaintiffs had appealed from the 
decision of the Examiner of Interferences to the Commissioner of Patents who, 
on April 6, 1950, reversed the Examiner, holding that in view of the differences 
in the marks and in the goods the plaintiffs’ mark did not so nearly resemble 
those of the defendant’s prior registrations as to be likely, when applied to the 
goods of the plaintiffs, to cause confusion or mistake or to deceive purchasers.® 

On June 3, 1950, the defendant, being dissatisfied with the decision of 
the Commissioner, filed its notice of appeal to the United States Court of 
Customs and Patent Appeals under the provisions of 15 U. S. C. 1071; where- 
upon, on June 13, 1950, the plaintiffs, under the provisions of the same statute, 
elected to have all further proceedings under 35 U. S. C. 63 (R. S. 4915), and 
filed notice with the Commissioner of Patents of their election, as provided by 
35 U. S. C. 59a (R. S. 4911). Pursuant thereto, the defendant, having no choice 
in the matter, on June 22, 1950 filed its complaint against plaintiffs under 35 
U.S. C. 63 (R. S. 4915) in the Northern District of Illinois, seeking to authorize 
the Commissioner of Patents to refuse registration of the plaintiffs trade-mark. 

On September 30, 1950, the appeal in the declaratory judgment action was 
argued before the Court of Appeals for the Seventh Circuit, and on December 
22nd that Court handed down an opinion holding that the confusion-in-trade 
allegations of a statutory notice of opposition, in particular those allegations 
in the one filed by Sharp & Dohme, do not and did not constitute a charge of 
infringement and a threat of suit and that, therefore, no actual justifiable con- 
troversy existed, and so reversed the District Court.® 


On February 19, 1951 Merrick and Kneebone petitioned the Supreme Court 
for certiorari, and on March 26th the petition was denied.” 


The Questions Involved 


The Court of Appeals, in the opening paragraph of its opinion, succinctly 
stated the question involved in this litigation: 

“Does the filing in the Patent Office of a statutory notice of opposition to the regis- 

tration of a trade-mark, which opposition is based upon the confusion-in-trade 

clause of the statute, create an actual controversy between the parties justifiable 

by a Federal Court ynder the Declaratory Judgment Act?” 


The answer to this question depended upon the answer to another and more 


fundamental question: 


“Do the confusion-in-trade allegations of a statutory notice of opposition constitute 
a charge of infringement and a threat of suit?” 


84 U. S. P. Q. 182; 89 F. Supp. 139. 
85 U. S. P. Q. 82. 

185 F. 2d 713; 41 T. M. R. 228. 

88 U. S. P. Q. IL 





390 TRADE-MARK BULLETIN 41 T.M.R. 


For as this same Court had lately said in Tuthill v. Wilsey,® 


“ 


. unless defendant here had charged plaintiffs with infringement . . . there could 
be no controversy .. . and no right to relief under the Declaratory Judgments Act.” 


The District Court had answered these questions in the affirmative. The Court 
of Appeals in reversing the District Court answered them in the negative. I 
think the District Court was wrong and the Court of Appeals was right, for 
reasons which I shall presently elaborate. But before we can intelligently 
appraise the situation we must first understand clearly what a trade-mark 
opposition is and what it is not, and at the risk of affronting the learned readers 
of the Bulletin, to most of whom oppositions are pretty elementary stuff, I will 
devote a little space to a consideration of. 


The Nature of a Trade-Mark Opposition 


The Trade-Mark Act of 1946 provides for the registration of trade-marks 
used in commerce which may be lawfully regulated by Congress, prescribing the 
requirements for registration and the procedure to be followed in achieving it. 
Excerpts from relevant sections follow : 


Sec. 1. Requirements for registering trade-marks on the principal register 


The owner of a trade-mark used in commerce may register his trade-mark under 
this Act on the principal register® hereby established : 


(a) By filing in the Patent Office— 


(1) a written application, in such form as may be prescribed by the Commis- 
sioner,... (15 U. S. C. 1051). 


Sec. 2. Trade-marks registrable on the principal register. 


No trade-mark by which the goods of the applicant may be distinguished from 
the goods of others shall be refused registration on the principal register on 
account of its nature unless it—. . 


(d) Consists of or comprises a mark which so resembles a mark registered in 


the Patent Office or a mark or trade name previously used in the United 
States by another and not abandoned, as to be likely, when applied to the 
goods of the applicant, to cause confusion or mistake or to deceive pur- 


chasers ... (15 U. S. C. 1052). 


Sec. 12 (a). Examination of application—Publication of mark when entitled 
to registration. 

Upon the filing of an application for registration and payment of the fee herein 
provided, the Commissioner shall refer the application to the examiner in charge 
of the registration of marks, who shall cause an examination to be made and, 
if on such examination it shall appear that the applicant is entitled to registration, 
the Commissioner shall cause the mark to be published in the Official Gazette of 
the Patent Office. (15 U. S. C. 1062a.) 


Thus it is the duty of the Patent Office to refuse registration of a mark which 
so resembles a previous mark owned and in use by another “as to be likely, 


8. 182 F. 2d 1006. 
9. Marks registered on the supplemental register (Secs. 23-28) are not published for 
opposition; hence the supplemental register provisions may be disregarded. 
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when applied to the goods of the applicant, to cause confusion or mistake or 
to deceive purchasers.” 


But trade-mark examiners, being human, are fallible, and under the pressure 
of ex parte prosecution, sometimes hold registrable, marks that should not be 
registered. To guard against such errors, as well as may be, the Act provides 
in section 12 (a), quoted above, that before a mark is registered it shall be 
published for opposition in the Official Gazette of the Patent Office and the 
aid of an alert and interested public enlisted in an effort to keep unregistrable 
marks off the register. So we have— 


Sec. 13. Opposition to registration of marks on the principal register. 


Any person who believes that he would be damaged by the registration of a 
mark upon the principal register may, upon payment of the required fee, file a 
verified notice of opposition in the Patent Office, stating the grounds therefor, 
within thirty days after the publication under subsection (a) of section 12 of this 
Act of the mark sought to be registered... (15 U. S. C. 1063). 


Although no grounds for opposition are prescribed (nor were any pre- 
scribed in the opposition section of the 1905 Act), the ground most frequently 
alleged and sustained is confusion in trade; that the opposed mark so resembles 
opposer’s mark, previously used, “as to be likely, when applied to the goods 
of the applicant, to cause confusion or mistake or to deceive purchasers,” and 
that therefore the opposer believes he would be damaged by the registration 
of the opposed mark. In short, the opposer, stimulated by his own self-interest, 
becomes a voluntary but invaluable aid to the Patent Office in the discharge 
of its statutory duty, and should, by all means, be encouraged in the perform- 
ance of this laudable public service. 


Just what is the self-interest that spurs the opposer to scorn delights and live 
laborious days as an unpaid adjunct to the examining corps of the Patent Office? 
Simply this: registration of the opposed mark would vest the applicant, become 
registrant, with prima facie exclusive rights to the use of the mark (15 U. S. C. 
1057 (a), Sec. 7a), rights that might in time become incontestable (15 U. S. C. 
1065; Sec. 15). Thus registration would put an offensive weapon in the appli- 
cant’s hands, a weapon that might, conceivably, be used against the opposer. 
Much better that the weapon be denied the applicant in the first place than wrested 
from him in some future infringement suit in which the opposer would be the 
defendant. 


But an opposition can never serve as substitute for an infringement suit 
in which the opposer would be the plaintiff. If the applicant’s use of his mark 
offends the opposer he must sue for infringement; he will get no such relief in an 
opposition where the only issue involved is the applicant’s right to register his 
mark. By the very terms of the statute under which an opposition is brought, 
the Patent Office has no power to determine anything else, as the Court of 
Customs and Patent Appeals and the Commissioner have frequently observed. 
And even if the Patent Office were so fatuous as to pass on conflicting rights 
to use, it would be impotent to enforce its judgments. 
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In George H. Ruth Candy Co. v. Curtiss Candy Co.,)° the Court said: 


“We would emphasize the fact that the proceeding before us is statutory, and 
the question of whether appellant has the right to use said mark is not before us. 
We simply hold, for the reason hereinbefore stated, that appellant’s mark is not 
registrable under the provisions of said section 5.” 


In White Rock Mineral Springs Co. v. Adolph Neurad,™ the Commissioner 
said: 
“Considerable stress is placed upon petitioner’s alleged right to use his mark 
on the goods described in his application, and the asserted fact that opposer is 
estopped to question such right. This, however, is a matter that may not be deter- 
mined by the Patent Office. The Commissioner has jurisdiction to decide only an 
applicant’s statutory right to register a trade-mark, and not his right to its use.” 


Again in General Motors Corp. v. The B. A. Wesche Electric Co.,}* the Com- 
missioner said: 

“Because ‘applicant has used the trade-mark in the sale of its motors since 
June, 1918, without protest from the opposer,’ it is argued that opposer is estopped 
by laches to maintain this proceeding. But while it may well be that opposer has 
lost the right to prevent applicant’s use of its mark, it seems clear that the doctrine 
of laches is inapplicable to opposer’s statutory right of opposition. Manifestly the 
application to register could not be opposed until filed, nor could opposer be dam- 
aged by the proposed registration unless it issued. And applicant’s right to use the 
mark is not here in question. All that is decided ts that applicant’s ownership is not 
exclusive, and that opposer would thus be damaged were the registration granted, 
which would constitute ‘prima-facie evidence of ownership.” (Italics mine.) 


Although these cases were decided under the 1905 Act, they state the law 
as it exists under the 1946 Act, which made no change in the nature of an 
opposition. 

If then, opposition proceedings merely determine the right of applicant 
to register his mark, and if his right to use it is not involved, then obyiously 


The Confusion-in-Trade Allegations in a Notice 
Of Opposition Do Not Constitute a Charge 
Of Infringement and a Threat of Suit 


As the Court of Appeals correctly held: 


“A notice of opposition, in proper form, should not be construed to be a charge 
of infringement or a threat to proceed to redress past infringements or to prevent 
future infringements. In the case at bar, the notice of opposition merely seeks to 
prevent the registration of the proposed mark.” 


Now, although the only issue involved in an opposition is the applicant’s 
right to register the opposed mark, his right to use it not being involved, neverthe- 
less, an opposer, basing his opposition on a mark of his own, must allege con- 
fusion arising out of the applicant’s use of the opposed mark, saying to the Patent 
Office in effect: “If you had fully apprehended the facts you would not have 


10. 49 F. 2d 1033, C. C. P. A. 
ll. 33 U. S. P. Q. 413. 
12, 70 U. S. P. Q. 454. 
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passed the applicant’s mark for publication, but would have refused registration 
under section 2 (d) of the Act on the ground that his mark so resembles mine 
as to be likely, when applied to his goods, to cause confusion, mistake or to deceive 
purchasers.” In other words, although an opposer’s purpose is to forestall regis- 
tration of the applicant’s mark, the only way he can effectuate that purpose is by 
persuading the Patent Office to refuse registration on the statutory ground that 
confusion would result from use of the opposed mark. Confusion in trade must, 
therefore, be pleaded if a notice of opposition is not to be dismissed as fatally 
defective. 


In Mishawaka Rubber & Woolen Mfg. Co. v. Bradstone Rubber Co.,!* the 
Examiner of Interferences had said: 
“There remains to consider the language found in the confusion-in-trade clause. 
Inspection of the allegations contained in the notice of opposition fails to show that 
it is there alleged that the mark used by the opposer and that used by the applicant 
would conflict in any way if both were used in trade, by way of confusing pur- 


chasers, or that they would be likely to do so... The notice of opposition is there- 
fore dismissed.” 


The Examiner was affirmed by the Commissioner, who, in turn, was affirmed by 
the Court of Customs and Patent Appeals which found the notice “fatally defec- 
tive.” The Mishawaka Rubber case arose, it is true, under the 1905 Act, but the 
confusion-in-trade provisions of the 1905 and 1946 Acts are not materially 
different. 


Thus, if Merrick and Kneebone had been upheld, every future opposer 
would have been faced with a dilemma: if, in his notice of opposition, he were 
to have alleged confusion in trade arising out of the applicant’s use of the 
opposed mark, he would have been liable to a declaratory judgment action; 
if on the other hand, he were to have omitted this allegation, his notice of oppo- 
sition would have been fatally defective and would have been dismissed. Sharp 
& Dohme in opposing the registration of Merrick and Kneebone’s mark was 
exercising the statutory right and duty of an opposer to determine the regis- 
trability of a mark confusingly similar to his own. If in the exercise of this 
statutory right and duty an opposer were to make himself liable to a declara- 
tory judgment action at the instance of the applicant, the intent of the statute 
might well be frustrated. Congress could not have intended to create such a 
liability. 

For an opposer serves as an invaluable voluntary aid to the Patent Office 
in keeping unregistrable marks off the register. He performs this arduous and 
often costly public service in the not unreasonable hope that he may thereby 
save himself the even more arduous and more costly misfortune of a future 
suit for infringement at the instance of the applicant, become registrant. That 
he should be encouraged in his praiseworthy efforts to protect the register 
seems clear, but the judgment of the District Court in this case was hardly 
calculated to do that. If, in an attempt to avoid future litigation, the opposer 
is faced with the clear and present danger of a declaratory judgment action 





13. 109 F. 2d 219,C.C. PLA. 
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the moment he files his notice of opposition, he may think twice before he files 
it. Under such circumstances he would be well-advised to hold his peace alto- 
gether—and that, I submit, is precisely what he would do, thereby depriving 
the Patent Office of his useful, if hardly disinterested, services. This would be 
a pity. As the Court of Appeals said: 
“The opposition proceeding before the Patent Office is of an administrative 
nature. It is held in the interest of the public with the Patent Office as the public’s 
representative.” 


And with the opposer—the Court might have added—as amicus O fficii. 


Although this appears to have been the first time an opposed applicant for 
registration of a trade-mark had sued his opposer for declaratory judgment, it 
was not the first time a federal court of appeals had considered the effect of the 
confusion-in-trade allegations of a statutory notice of opposition. In Emerson 
Electric Mfg. Co. v. Emerson Radio & Phonograph Corp.** the decision turned 
on whether or not the plaintiff had given the defendants timely notice of its 
claim of trade-mark infringement. The plaintiff took the position that such 
notice had been given by its opposition to the registration of the defendants’ 
mark. But the Court, speaking through Judge Learned Hand, denied this, 
saying (911): 

“The case at bar therefore comes down to whether the defendants had notice 

of the plaintiff’s claims before they had built up their business. Of these the plain- 
tiff never advised them until it brought suit, unless it was by its opposition to the 
defendants’ registration in 1933 of the name, ‘Emerson Radio and Television,’ for 
radios and television. That opposition was not a claim to the exclusive use of the 
name, ‘Emerson,’ upon radios; all that was at stake was the defendants’ own exclu- 
sive right to it; if they failed, it by no means followed that the plaintiff was 
entitled to exclude them. Each party might be free; and by that time probably 
each party in fact was free, because already the defendants’ business had become 
very substantial. Only a plain assertion that the plaintiff meant to monopolize the 
name, would have been notice to charge the defendants, and would have put at 
risk the continuance of their business. The appeal seems to us peculiarly without 
merit.” 


It is true, as Merrick and Kneebone were at pains to point out,—and this 
indeed was the nub of their case—that the language of section 2 (d) of the 
Trade-Mark Act reciting certain negative tests of registrability parallels to 
some extent the language of section 32 (1) which defines infringement. Thus the 
former interdicts the registration of 


“ a mark which so resembles a mark registered in the Patent Office or a mark 
or trade name previously used in the United States by another and not abandoned, 
as to be likely, when applied to the goods of the applicant, to cause confusion or 


” 


mistake or to deceive purchasers; .. .”, 


while the latter declares that 
“Any person who shall, in commerce, (a) use, without the consent of the regis- 
trant, any . . . colorable imitation of any registered mark in connection with the 
sale, offering for sale, or advertising of any goods or services on or in connection 
with which such use is likely to cause confusion or mistake or to receive pur- 


14. 105 F. 2d 908. 
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chasers as to the source of origin of such goods or services; . . . shall be liable to 
a civil action by the registrant for any or all of the remedies hereinafter pro- 
vided, .. .” 


Thus it becomes necessary to examine the context of the language in order 
to determine its effect. The allegations of a notice of opposition challenge only the 
applicant’s right to register his mark and and not his right to use it. They are 
derived from section 2 (d) of the Act, not section 32 (1). Language that would 
constitute a threat of suit when embodied in a warning letter, becomes innocuous 
when embodied in a notice of opposition. 


Declaratory Judgment Ought Not to Be Used to Circumvent the 
Statutory Activities of Administrative Agencies 




































Although no previous case has been found in which a federal district court 
had been asked to usurp the jurisdiction of the Patent Office in a trade-mark 
opposition, there are decisions in cases involving factually analogous situations 
which indicate that the federal courts are without jurisdiction to do what the 
District Court attempted to do here. Borchard, in Declaratory Judgments, Second 
Edition, 1941, page 878, states the general rule: 


“The declaratory judgment cannot and is not designed to cut down the statu- 
tory requirements for administrative review.” 


This rule has been applied in the following cases, inter alia: Miles Laboratories 
v. Federal Trade Commission, et al.15 and in Aircraft & Diesel Equipment 
Corp. v. Hirsch, et al.1® 


The plaintiffs in their declaratory judgment action asked the District Court 
to decide one of the basic issues of the opposition: the confusing similarity of 
the parties’ trade-marks. The judgment of the District Court, although not 
binding on the Patent Office (Van Camp Sea Food Co. v. A. B. Stewart Organiza- 
tions ;17 Postum Cereal Co. v. California Fig Nut Co.1*), would, nevertheless, 
have been res adjudicata in the ensuing action under R. S. 4915, which the 
plaintiffs forced the defendant to bring. McNamara v. Powell Muffler Co.1® In 
effect, therefore, the District Court was asked to oust the jurisdiction of the 
Patent Office, a jurisdiction bestowed by Congress under the Trade-Mark Act 
of 1946. For the prevailing party in the declaratory judgment action, if jurisdic- 
tion had been upheld, must have prevailed in the opposition. 


Let us consider what actually happened in this case. The Examiner of 
Interferences, having sustained the defendant’s notice of opposition, the plain- 
tiffs appealed to the Commissioner of Patents, who reversed the Examiner; 
whereupon the defendant filed its notice of appeal to the United States Court of 
Customs and Patent Appeals under the provisions of 15 U. S. C. 1071. Had 
this appeal been permitted to mature, an independent judgment of the Court 
of Customs and Patent Appeals would have been had on the controverted issue 
of likelihood of confusion, a judgment as to which the judgment in the declara- 

15. 140 F. 2d 683. 
16. 331 U. S. 752. 
17. 50 F. 2d 976. 


18. 272 U. S. 693. 
19. 38 F. Supp. 180. 
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tory judgment action would not have been res adjudicata. But the appeal to the 
Court of Customs and Patent Appeals was not permitted to mature; the plain- 
tiffs in the declaratory judgment action, having won in the District Court exer- 
cised their election under 15 U. S. C. 1071 to have all further proceedings under 
R. S. 4915 and compelled the unsuccessful defendant to bring such an action 
in the District Court for the Northern District of Illinois. As the judgment of 
that Court on the question of likelihood of confusion in the declaratory judgment 
action would have been res adjudicata in the 4915 action pending before it, the 
winner in the former on the merits would inevitably have been the winner in 
the latter; that is to say in the opposition of which the 4915 action was, in effect, 
a continuation.?° 

The Court of Appeals recognized the jurisdictional ouster latent in the 
declaratory judgment action, saying: 

“Congress has confided the registration of trade-marks to the Patent Office 

of the United States. The courts of the United States have no jurisdiction over reg- 

istration 21 proceedings except that appellate jurisdiction given them by the Trade- 

Mark Act.” 

To Sum Up 


Merrick and Kneebone (possibly aided and abetted by their astute and 
ingenious counsel) had devised what appeared to be a pretty effective scheme 
for discouraging opposers. A notice of opposition based on confusion in trade 
(as the great majority of oppositions are based) must, perforce, allege likelihood 
of confusion arising out of the applicant’s use of his mark in trade, and 
this, said Merrick and Kneebone, is inherently a charge of infringment and a 
threat of suit, giving rise to an actual controversy justiciable under the Declara- 
tory Judgment Act. Now, there was a sword of Damocles for you, right enough, 
but suspended over the head of the poor opposer. Luckily the Court of Appeals 
for the Seventh Circuit apprehended the mischief that would have followed upon 
this misuse of the declaratory judgment and promptly held that the confusion- 
in-trade allegations of a notice of opposition do not constitute a charge of in- 
fringement and a threat of suit creating an actual controversy justiciable under 
the Declaratory Judgment Act. 

The Constitution declares of senators and representatives that “for any 
speech or debate in either house they shall not be questioned in any other place.” 
Opposers, happily, enjoy a comparable immunity, mutatis mutandis, when op- 
erating within the limited ambit of a statutory notice of opposition. 





20. It is doubtless true that the judgment of a federal court in a 4915 action would be 
res adjudicata as to common issues in a subsequently decided declaratory judgment action 
between the same parties; but a declaratory judgment action brought promptly after the 
filing of a notice of opposition will generally be decided before the opposition. That hap- 
pened in the case under discussion although the declaratory judgment action was not 
brought for thirteen months after the opposition had been filed. But even assuming an 
earlier adjudication in the 4915 action so that the res adjudicata works in reverse; what 
then? Under those conditions it is the declaratory judgment action that becomes nugatory— 
hardly an impressive argument in its favor. 

21. The reference here is doubtless to section 21 of the Act which provides for pro- 
ceedings under R.S. 4915 in trade-mark cases; but the jurisdiction of the federal courts 
> such cases is not, strictly speaking, appellate, because actions under R.S. 4915 are actions 

€ novo. 
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THE IMPORTANCE OF TRADE-MARKS TO PUBLISHERS* 
By Edgar S. Bayol** 


In spite of all its trials, turmoil and strife, the year just past marked the 
very pinnacle of the American productive system. Our factories produced more 
of practically every kind of goods than ever before in history, and our retail 
merchants alone did a business amounting to more than one hundred and forty 
billion dollars. 


In order to move this vast quantity of merchandise from factories and store 
shelves into the homes of America our merchants and manufacturers invested 
more than five billion, six hundred million dollars in advertising—an all-time 
record high. And they put the lion’s share of over thirty-six per cent of that 
amount into newspaper advertising, giving newspapers for the fifth consecutive 
year still another all-time record high. 


Now, I wonder if you have ever thought seriously about the basis of this 
phenomenal volume of business and the source of this tremendous amount of 
advertising. Only a comparatively small number of people realize, I believe, 
that all of it can be traced to the development of a handy, but often misunder- 
stood, device called a trade-mark. Yes, I believe I can show you that the trade- 
mark is the basis of both the American mass distribution system and the adver- 
tising system. And further—that it is one of the very cornerstones in the struc- 
ture of the free press of our country. 


Because most of us are inclined to regard trade-marks as a technical, per- 
haps legal, subject—something for the lawyers to bother about—we seldom 
give them a second thought. We just take them for granted, like lots of other 
things in our good American business system. And even if we should think of 
them—casually in passing—we are very likely to consider them as something 
new and modern. Actually, however, trade-marks are one of the oldest human 
institutions. 


Ancient Trade-Marks Evident 


Wherever civilizations have existed, traces of trade-marks have been found. 
One of the early evidences was found on the island of Crete when an industrious 
scholar, digging in the refuse heaps of an ancient Greek city, discovered the 
trade-mark of a lamp maker on bits of broken clay he uncovered. Several thou- 
sand years ago in Egypt, laws were made requiring the owners of brickyards to 
put their name, as well as the name of the individual slave, on every brick 
produced. 

This was also characteristic of the Guild System of the Middle Ages. Then, 
all manufacturers, or misteries, as they were called, were confined to trade 
unions. No one could engage in trade unless he was a member of a guild. The 








*Reprinted by special permission from Southern Advertising and Publishing. 
**Member of Virginia and District of Columbia Bars; Press Counsel, The Coca-Cola 
Company. 
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guild statutes required that every article bear the guild mark accompanied by 
the mark of the particular artisan. This was for two purposes: The guild mark 
was to show that the article was not non-union and the individual craftsman’s 
mark was to fix the responsibility for bad workmanship so that a slovenly 
artisan could be identified and disciplined by the guild. 

During the same period the laws of France required the makers of cross- 
bows, for example, to put their mark on every bow. The helment makers and 
armorers also had to identify their work by distinctive marks. Some craftsmen 
naturally being better than others, by the gradual process of evolution, certain 
marks came to connote good workmanship, and hence to symbolize goodwill. 
With the break-up of the guild system, marks of this kind survived and with 
them the modern idea of trade-marks symbolizing the reputation of the manu- 
facturer or producer. 


So much for the origin. 


From the very beginning trade-marks performed three important functions 
—all serving the public interest: For convenience we may call them the identity 
function, the guaranty function and the reward function. First, the mark iden- 
tified the work or goods of a particular maker and thus afforded the buying 
public an opportunity to exercise freedom of choice in the articles they wanted 
to buy. Secondly, a trade-mark in effect guaranteed the quality of the goods 
on which it appeared, because it made it possible for the buyer to hold the 
maker responsible for their quality. And third, because the trade-mark was the 
symbol of the maker and his reputation—if he produced goods that met with 
public favor, he was rewarded by repeat sales and ever-increasing patronage. 


Application to Advertising 


With the development of printing, a very important fourth function came 
into being:—the advertising function. For a trade-mark when used on the 
printed page soon proved to be the most convenient and effective means of 
spreading the good reputation of a producer of goods. This, in turn, brought 
more and more sales and a growing public acceptance. The realization of this 
fact by astute merchants and manufacturers is directly responsible for the 
growth and development of the periodical publishing industry. 

The first newspapers were published as trade bulletins, or in order to 
express the views of some political leader or party. They were dependent for 
their income upon the patronage of some individual or group. But when the 
remarkable power of advertising was discovered, newspapers and other periodi- 
cals were freed of the incubus of patronage and subsidy. For they were enabled 
to sell the by-product of white space for advertising to an extent that made 
them independent of outside financial support and the unwelcome dictation of 
policy that nearly always went with it. 

Let us always bear in mind that without advertising revenue newspapers 
would have to return to the unwholesome system of subsidy. And the only insti- 
tution big enough to subsidize the press of our land is the government. As we 
all know, government subsidy of newspapers would mean government control of 
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newspapers and—as we have witnessed time and time again—government con- 
trol of the press leads inevitably to dictatorship and a loss of the freedoms of 
democracy. 


Destructive Forces 


Everyone might not be aware of it, but there are two destructive forces 
which can do a great deal of damage to the trade-mark system and one of them, 
if left uncurbed, would kill it entirely. Fortunately, this one is easy to recognize 
for its exponents are not at all backward or shy in their efforts to foist it upon 
us. I am referring to the consumer-and-grade-labelling movement, which 
received such great notoriety during the depression years of the thirties and 
came perilously close to adoption by the government during the war years of 
the early forties. We haven’t heard so much about it lately, and perhaps you 
have dismissed it as a threat of the bygone past. But it is still very much with us. 

Listen to this excerpt from a column of C. B. Larabee, publisher of Print- 
ers’ Ink. Writing not so long ago on the effect of the consumer grade-labelling 
movement on advertising he said: “You may think that this movement is dead. 
But actually many of its phases are just becoming effective. The anti-advertising 
ideas which it promulgated, today are more insidious than they were in those 
times, as they are based on apparent acceptance by the consuming public. The 

. movement is far from being dead—it is perhaps more alive today than it 
ever was.” 

Now, let me give you an example. This is a statement by a prominent 
college professor, which appeared in the law journal of one of our most influen- 
tial institutions of higher learning: Speaking of trade-marks, this professor said, 
“The law of trade symbols is one of modern development . . . its impetus comes 
from the demands of modern advertising, a black art whose practitioners are 
part of a larger army which employs threats, cajolery, emotions, personality, 
persistence and facts, in what is termed aggressive selling.” 

“Advertising,” he said, “is not true competition . . . it only costs the con- 
sumer higher prices and pays the producer higher profits. For the economy as a 
whole the conclusion seems inescapable that the resources . . . going into adver- 
tising result only in a curtailed output of real goods.” 

And that was followed by forty pages of well-documented argument in that 
very same vein. That type of propaganda is being spread not only in our col- 
leges but in women’s clubs, civic organizations and even in our public schools 
in many parts of the country today. Fortunately, we can easily recognize 
the fallacy of these socialistic, anti-business ideas, and so long as we do recog- 
nize them and keep them out in the open—expose them to the light of day and 
to the light of reason—we can successfully cope with them. 


Another Destructive Force 


But there is another force which does great harm to the trade-mark system 
that has not been sufficiently recognized, but which I am sure is entirely inno- 
cent. Shockingly enough it exists right in the publishing industry itself. 
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Yes, this subtle but powerful detrimental force is in your hands. It lies in 
the manner in which trade-marks are used by your writers, reporters and editors 
and more particularly in the typographic treatment they are given in your columns. 

As we have seen, the prime purpose of trade-marks is to protect the public 
—to permit us to identify the product of our choice and to hold its maker 
responsible for its quality. This can be done only when the trade-mark continues 
to perform its identity function. For that reason one of the peculiarities of 
trade-mark law is that a trade-mark—whether registered or not—is valid only 
so long as its distinguishes specific goods. When it loses its distinctiveness in 
the minds of the buying public and becomes a generic term—that is, when it 
connotes a class or type of goods, it also loses its standing as a valid trade-mark. 
As we all know, the printed word has a powerful influence upon the public mind. 
You remember the old saw—“It’s not what you say but how you say it that 
counts.” Well, that goes double when you print it. 

Therefore, when a publication prints a trade-mark in a manner that 
suggests it is a class name and not the name of a specific product, or when a 
reporter uses it as an adjective or pluralizes it, and particularly when it is printed 
as a common noun without a capital initial, the impression is given to the reader 
that the word is not a trade-mark. If this is done often enough, unfortunately, 
the public soon ceases to regard it as the name of a specific product, but thinks 
of it merely as a part of the common language. Thus, its real value is lost to 
both the producer and the public—and this without benefiting anyone. 

Here are a few specific instances. Aspirin was a trade-mark but is now 
a common noun. Yes, Aspirin was a coined word to designate the patented 
medicinal product of the Bayer Company. But in the minds of the public it 
came to represent a class of medicine and so lost its trade-mark status. The 
same thing was true of Cellophane. And one of the most recent instances was 
Escalator. This was originally a trade-mark, but through misuse it came to 
mean any type of automatic stairway. The mark “Kodak” very nearly suffered 
this fate, as did ‘Frigidaire.’ The owners of “Technicolor” right now are 
having great difficulty in preventing their trade-mark from becoming generic. 
The same is true of “Band-Aid,” “Benzedrine’”—and I could cite a dozen others. 

But there is still another side to it: 

In addition to the danger of making a valid mark generic, its misuse in 
print may become damaging evidence in court against its true owner. 

Surprisingly enough there are manufacturers who like to take advantage of 
the expenditure of time, effort and money by other manufacturers and—innocently 
or otherwise—try to appropriate their trade-marks. We are very conscious of 
this fact at The Coca-Cola Company—if you will pardon a personal reference— 
because there have been more than nine hundred attempts to take ours in one 
way or another—particularly our trade-mark, “Coke.” As long ago as 1920 the 
Supreme Court ruled that “Coke” when applied to beverages was the abbreviation 
of “Coca-Cola” and therefore the exclusive trade-mark of The Coca-Cola 
Company. 

Notwithstanding that ruling which you might think would have settled the 
matter for all time, we have had to go to court several hundred times since then 
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in order to protect it. When taken to account, these piratical people introduce in 
evidence clippings from publications such as yours in which a trade-mark has 
been used without a capital initial. They claim that the mark has become a 
common generic term, and they cite your usage of it in proof of that claim. 


The Lanham Act 


Since the Lanham Trade-Mark Act went into effect in 1947 the typographic 
problem has been further aggravated. Although this Act is by far the most 
comprehensive piece of legislation ever enacted on the subject of trade-marks 
and had the best interests of both business and the public as its objective, it is 
not without its flaws. It contains one clause, for example, that actually places 
an extra burden upon trade-mark owners. This clause provides that a trade- 
mark may be lost by its owner, if it is abandoned. Now that on the face of itself 
seems reasonable enough. But the clause goes further and says that abandonment 
may be construed as any course of conduct by the owner which results in the loss 
of the distinctiveness of his mark—that is, which causes it to become generic. 
Now this has the effect of requiring every trade-mark owner to make a provable 
protest to any misuse of his mark, or stand the risk of having it declared aban- 
doned. Let me say this to publishers: When trade-mark owners write you on 
the subject—and this includes my company, of course—please don’t take offense. 
Remember they are merely trying to protect the most valuable asset they have 
and are complying with the technical requirements of this Act of Congress. 


And if you agree that the trade-mark system is important to our economy 
and that it is particularly important to your own industry, may I urge your 
cooperation in protecting it. How can you do this? Really it is quite simple. 


Keep a Weather Eye 


First, keep a weather eye out for the socialistic grade labelling boys and 
expose them whenever you can. Second, make sure trade-marks are treated 
properly when they appear in your columns. Since to designate a product, 
there is really no accurate substitute for its trade-mark, use the mark whenever 
it is appropriate to the story. Mind you, we’re not seeking free publicity. If 
you do not see fit to mention a trade-mark, we realize that is your privilege 
as an editor. But if it is germane, why not use it? And if you do, use it in a 
specific manner, as the name of a specific thing and not in a way that erroneously 
suggests a type of kind of thing. It will be helpful if you do not pluralize it. 
But, by all means, if you use it, CAPITALIZE it. 


If you do this, I know you will receive the grateful thanks of all legitimate 
producers of trade-marked merchandise. You will help preserve the basis of 
mass distribution—the source of advertising and the cornerstone in the founda- 
tion of a free and thriving press in America. 
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COMMENTS ON SECTION 6 OF THE 
NORWEGIAN TRADE-MARK ACT 


By Harold Bryn* 











Section 6 of the Norwegian Trade-Mark Act by its text categorically forbids 
transfer of a registered mark unless the “activity” in which the trade-mark is 
used is at the same time transferred. This would seem to say everything, and 
further discussion of possibilities of transferring trade-marks independent of 
the business should be superfluous. However, in connection with practical use 
of the Trade-Mark Act one meets Section 6 as an obstacle to the natural develop- 
ment of national or international trade activity, and it is soon found that this 
section has more or less outlived its usefulness, or that the interpretation thereof 
and its use in practice have through the years been adapted to the present 
requirements. Even if Section 6 appears to limit closely the possibility of 
transferring registered trade-marks, it also contains the word “activity,” the 
significance of which may be interpreted in rather widely varied ways. In my 
opinion this fact is the theoretical basis for the practice which has, in the course 
of several decades, been adopted by the Registrar. 

If we consider a big company, for example O. Mustad & Son, which manu- 
factures a large number of different goods, such as for example: 

















Nails, ships nails, wire nails and tacks, doubleheaded nails, boat nails, tacks, shoe 
tacks, shoe sole protectors, wood screws and generally nails and tacks of any type, 
axes, bark removers, cards, slide locks, thumb-pins, binders, pins, safety-pins, hair- 
pins, buckles, clasps, fishers hooks, artificial fishers flies, chains and helicals for 
mattresses, seats and the like, casted products, for example stoves, grates, pans, 
kettles, wafer-irons, 










it would seem obvious that said phrase in the Trade-Mark Act, viz., “the activity 
in which the trade-mark is used,” can not be so interpreted that the “activity” 
or the firm O. Mustad & Son must be transferred, together with such trade- 
mark or marks which might be desired transferred. 


Such a big firm may very well have and as a rule has, separate marks for 
each separate type or quality of goods. Thus the firm or company may be 
considered as being built up of a plurality of activities, each having its own 
trade-mark and each forming a part of the entity. Thus each separate trade- 
mark is used in an activity which may comprise manufacturing, wholesale or 
retail trade. Since, however, each of these three separate links is not solely 
engaged in a unitary article registered under a trade-mark, it could not be 
transferred together with such mark. Transferable together with the trade- 
mark is, however, that good-will which resides in the mark and, eventually, 
the connection to wholesale dealer or retail dealer. In practice this will in most 
cases constitute all that can be transferred. 

It appears that the registrar has recognized these circumstances; and the 
consequence is that today, and at least for the past twenty years, trade-marks 
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have been transferred in Norway and such transfer registered in the Patent 
Office, if the owner of the registered mark files in the Patent Office, a declara- 
tion reading as follows: 


EE i bE A 5 owner of trade-mark no. .........00 
declare herewith that we have assigned and transferred tO ......c.scccssssesssseseseeeeceeeseees the 
Norwegian trade-mark no. ........c.sescseceseeee together with the goodwill of the business 


in connection with which said trade-marks are used in Norway.” 


Such transfers have taken place by the hundreds, possibly thousands, and 
the validity never has been contested. If the validity were to be contested who 
would be in a position to institute the proceeding ? 


In addition to the transfer of a registered trade-mark, in many cases, sit- 
uations may arise in which the registered trade-mark owner wishes to permit 
one or more others to use that mark, or in other words to license the mark. 


Whereas several foreign trade-mark acts contain special rules for licensing 
of trade-marks and registration of such licenses, the Norwegian trade-mark act 
contains nothing to this effect. Therefore it is impossible in Norway, to obtain 
registration by the authorities of a contract regarding licensing of a trade- 
mark. It has been alleged, that since the Norwegian trade-mark act contains 
no distinct rules as regards licensing, it is to be interpreted as prohibiting 
licenses. The result of such a view would be that if such permission for use 
was given, the mark would lose its value and the right to the mark would cease 
to be effective. 


Since the trade-mark act contains no provision making it possible for a 
third person to institute proceedings to get a trade-mark invalidated on this 
ground, in my opinion the above interpretation of the trade-mark act is 
incorrect. 


On the other hand, the development of international commerce has been 
such in the last decades, that it has often become necessary for trade-mark 
owners to grant exclusive or partly exclusive or simple user rights in a mark 
to domestic or foreign firms. In my practice as adviser in trade-mark questions 
I have encountered a great number of firms which have been compelled to take 
a stand on such questions, and I have always come to the conclusion that the 
trade-mark right is in no way weakened by a trade-mark owner permitting 
another to use the mark for a short or long period, provided that this is not 
done with the object of deceiving purchasers. In support of this viewpoint I 
need to refer only to Section 10 of the Trade-Mark Act, giving the rules for 
invalidation of a registration. 


Different conditions in the trade may necessitate such a right of user. In 
one case an American firm owned a registered mark in Norway and had itself 
used the mark. Due to the exchange conditions, however, manufacture of the 
article in England would be more profitable for sale in Europe. The American 
firm therefore made a time limited contract with a British firm, which now is 
manufacturing and selling the same article under the same trade-mark in 
Norway, the trade-mark remaining, of course, the property of the American 
firm, since said contract is limited as to time. Obviously no outside person is 
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aggrieved by this fact, and at any rate there exists no person who, by means of 
the trade-mark act, can prevent it. 

Other cases where it has proved necessary in practice to grant user’s rights 
in trade-marks are those in which the article originates in part from a foreign 
trade-mark owner and is bought as a half-product and finished by a domestic 
industry for distribution. 

Such cases are typical for mineral waters and in this connection I refer to 
the various registrations of “Solo.” The trade-mark “Solo” was originally 
used by the Swedish firm “Kommanditbolaget Nordisk Import, Allan Stenkvist,” 
and in Norway was registered under Reg. No. 21905 by the Norwegian repre- 
sentative of said firm, viz., Gulliksrud, Oslo. Later on Gulliksrud cancelled his 
registration for the benefit of the Swedish firm, which obtained Reg. No. 28182 
for said mark. 

The article consisted of an orange concentrate, which through Gulliksrud 
was sold to a number of manufacturers of mineral water in Norway with per- 
mission to use the trade-mark “Solo” within different districts of the country. 
Obviously the Swedish firm could not manufacture the mineral water in Sweden 
and then ship it to Norway for distribution, because the finished mineral water 
is too heavy and the freight too expensive. It was even impossible for the 
Swedish firm to manufacture the mineral water in Norway for distribution 
throughout the country. Bottled mineral water is too heavy and freight charges 
and return of empty bottles would be too expensive. The Swedish firm could 
do nothing else in the use of their mark except permit a number of manufac- 
turers scattered over Norway to make use of the mark. 

In the year 1947 the Swedish firm cancelled their registration for the 
benefit of Nora Fabriker A/S, which firm, as far as I know, has permitted a 
number of mineral water manufacturers scattered over Norway to use the mark, 
each manufacturer within his own district. 

As further examples of permissive user without transfer I refer to the 
well known marks in the detergent industry, viz., Persil, Ata, Persil and Henko, 
all registered by the German firm Henkel & Cie G.m.b.H. and used in Norway 
by the Norwegian firm Persilfabriken A/S. Could anybody think that these 
trade-marks have lost their value to the owner because they have been lent to 
another firm by contract? Other examples from daily life could be multiplied 
without difficulty, but I have mentioned only such marks as are extremely well 
known to the man in the street in Norway. 

In my opinion it is clear—and in accordance with the judicial decisions— 
that a contract regarding permission to use a trade-mark is not only entirely 
good in law between the parties, but that the contract also in relation to a third 
person establishes right for the user to use the trade-mark within the frame of 
the contract. 

I think that the above gives a general view and a summary of the practice 
which for years has been used and established in Norway in connection with 
Section 6 of the Trade-Mark Act and notwithstanding the fact that said act 
contains no license section. 
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ERRATUM 


In the February, 1951 issue (41 T. M. R., No. 2), the article by D. C. Maday, 
entitled Recognition of “Related Companies” in Switzerland, should terminate 
with the word “taxation,” at the end of line 16 on page 125. The last three 
paragraphs of Dr. Maday’s article were printed through error and should have 
been deleted. 





TRADE-MARK REPORTER 


PART II 


MARZALL v. LIBBY, McNEILL & LIBBY 
No. 10753—C. A. D. C.—March 29, 1951 


OpposITIONS—J URISDICTION—FEES 


While Commissioner of Patents has statutory duty to collect fees promptly, Section 
13 of 1946 Act held not to impose invariable “jurisdictional” rule that every notice of 
opposition must carry $25 fee, paid within 30 day period after publication of protested 
mark. 


Patent Office Rules, issued under 1946 Act, held not to contain clear indication as to 
when fees should be paid in connection with filing of unverified notice of opposition. 


Opposition proceedings ordered instituted where timely unverified notice of opposi- 
tion was filed with $15 fee, balance of $25 fee was paid as soon as notification was 
given, though after expiration of 30 days from publication of application opposed, and 
verified notice of opposition was filed within time limit set by statute and rules. 


Clarification of Patent Office Rules required if Commissioner desires to avoid this 
result in future cases. 


Appeal from District of Columbia. 


Suit for mandatory injunction by Libby, McNeill & Libby against John A. 
Marzall, Commissioner of Patents, to compel institution of trade-mark opposi- 
tion proceedings. Defendant appeals from judgment for plaintiff granting 
mandatory injunction. Affirmed. 


Joseph Schimmel (E. L. Reynolds on the brief), of Washington, D. C., for ap- 
pellant. 


Francis C. Browne (Nelson J. Jewett on the brief), of Washington, D. C. for 
appellee. 


Before PRETTYMAN, Proctor and WasHINGTON, Circuit Judges. 
WasHINGTON, C. J.: 

This case relates to the refusal of the Patent Office to institute certain trade- 
mark opposition proceedings, on the ground that the statutory fee was not paid 
within the permitted time. 

On November 15, 1949, there was officially published an application by 
F. A. Gosse Company for a certain trade-mark. On December 15, 1949 (i. e., 
within the following 30 days), the Libby Company filed with the Patent Office 
a paper entitled “Notice of Opposition,” protesting the Gosse application, ac- 
companied by a check for $15.00. The document was not verified. On De- 
cember 23, 1949, after having been notified by the Commissioner that the proper 
fee was $25.00, the Libby Company sent a check to the Patent Office in the 
amount of $10.00. On January 14, 1950, it filed a verified notice of opposition, 
the substance of which was the same as the paper previously filed. The Com- 
missioner of Patents, on January 30, 1950, made a final refusal to institute the 
opposition proceedings, and ordered the Gosse application to be passed to issue. 

The Libby Company thereupon brought suit in the United States District 
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Court for the District of Columbia, seeking a mandatory injunction directing 
the Commissioner to accept the fee paid and allow the opposition proceedings 
to go forward. Motions for summary judgment were made by both parties. 
The District Court granted the plaintiff’s motion, and this appeal followed. 

The governing statute is the Trade-Mark Act of 1946, which provides in 
sections 13 and 31: 


“13. Any person who believes that he would be damaged by the registration of 
a mark upon the principal register may, upon payment of the required fee, file a 
verified notice of opposition in the Patent Office, stating the grounds therefor, within 
thirty days after the publication under subsection (a) of section 12 of this Act of the 
mark sought to be registered. For good cause shown, the time for filing notice of 
opposition may be extended by the Commissioner, who shall notify the applicant. 
An unverified opposition may be filed by a duly authorized attorney, but such op- 
position shall be null and void unless verified by the opposer within a reasonable 
time after such filing to be fixed by the Commissioner. (15 U. S. C. §1063) 


* * * * * * 


“31. The following fees shall be paid to the Patent Office under the Act: 
“* * *- on filing notice of opposition or application for cancelation, $25; * * *.” 
(15 U. S. C. §1113) 


The Commissioner’s brief contends that the statute requires that the “op- 
poser must present his notice of opposition, be it verified or unverified, within 
the 30-day period specially set forth, and * * * that notice, be it verified or un- 


verified, must be accompanied by the full fee specified in Section 31 of the 
Act.” (Br. 7). The plaintiff contents that the only notice of opposition which 
is effective under the statute is the verified notice which must ultimately be filed, 
and that the fee is not due until an effective notice, i.e., a verified notice, is filed. 

There is no doubt that the primary pattern envisaged by the statute was 
that notices of opposition should be filed within 30 days of publication of the 
trade-mark application ; that such notices should be verified; and that a fee of 
$25.00 should be paid. There can also be no doubt that the prompt collection 
of fees is a duty resting on the Commissioner, and that the courts should not 
be hasty in taking any step which might thwart him in the performance of that 
task. But to say that much and no more will not decide this case. 

Section 13 reposes a large measure of discretion in the Commissioner. He 
may extend the time for filing of opposition in a particular case. This would 
seem to indicate that he also has authority to extend the time for payment of 
the fee; the statute could hardly mean that the opposer must always pay the 
fee within 30 days even though the Commissioner has granted him some longer 
period within which to file the notice of opposition. In addition, the Commis- 
sioner is authorized to fix a time (a “reasonable” time) within which an un- 
verified opposition may be verified; if not verified within the time so fixed, the 
opposition “shall be null and void.” 

We cannot, therefore, conclude that section 13 imposes an ironclad and in- 
variable “jurisdictional”! rule that every notice of opposition, verified or un- 

1. Compare Weaver v. Blair, 19 F. 2d 16; Reliance Mfg. Co. v. Blair, 19 F. 2d 789; 


Turkett v. United States, 76 F. Supp. 769; Griffin v. United States, 13 Ct. Cl. 257; Eastern 
Band v. Cherokee Nation, 19 Ct. Cl. 35. 
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verified, must carry with it a fee of $25.00, paid within the original 30-day 
period after the publication of the protested trade-mark. Under the Act, the 
Patent Office issued and published Rules of Practice. None of their terms cov- 
ered the question of the time when a fee must be paid in respect of an unverified 
notice. But two rules are pertinent: 
“1, Rule 20.1—Any person who believes that he would be damaged by the 
registration of a mark upon the Principal Register may, upon payment of the re- 
quired fee, oppose the same by filing a verified notice of opposition in the Patent 


Office within thirty days after the publication (Rule 15.1) of the mark sought to be 
registered. 


“2. Rule 20.3.—An unverified notice of opposition may be filed by a duly 
authorized attorney, but such opposition will be null and void unless verified by the 
opposer within thirty days after such filing, or within such further time after such 
filing as may be fixed by the Commissioner upon request made before the expiration 
of said thirty days.” 


Under these Rules, there was no clear indication to the public regarding 
the time when a fee should be paid in connection with the filing of an unverified 
notice. Rule 20.1, which alone specifically refers to fees, applies only to verified 
notices. By Rule 20.3 the Commissioner has extended the time for filing a veri- 
fied notice by 30 days if an unverified notice is first filed. Certainly, in view of 
the fact that under the statute only a verified notice was effective, plaintiff’s 
construction of the statute and Rules as requiring only that the fee be paid at 
the time of filing a verified notice was not unreasonable. Nothing in the pub- 
lished Rules or the statute contradicted it explicitly or by clear implication. 

This court has no desire to prevent the Patent Office from taking any steps 
within its statutory authority which it may deem necessary or desirable to en- 
force the prompt collection of fees, including the promulgation of any lawful 
rule. The obligation placed on the Commissioner to collect the sums pre- 
scribed by law must be taken seriously not only by him but by those who wish 
to obtain the benefit of the patent and trade-mark laws. But in the circum- 
stances of the present case we consider that the plaintiff is entitled to relief. It 
filed its notice on a timely basis; it relied, in the absence of a clear published 
rule, on a reasonable construction of the statute and regulations; it paid the full 
fee of $25.00 as soon as notification was given? (none of this, by the way, has 
been refunded to it); it verified the opposition within the time limit set by the 
statute and Rules. Under the statute, the Commissioner would have power to 





2. The Commissioner’s letter of December 21, 1949, which was plaintiff’s first com- 
munication from him in this matter, said: 
“Opposer: Libby, McNeill & Libby 
Opposition No. 29093 
Applicant: F. A. Gosse Company 
Serial No. 567,575 


“The above identified opposition was filed on December 15, 1949. 

“The opposition is informal because the statutory fee (Section 31) of $25.00 is not 
included (Rule 2.1). Such fee should be received within the thirty days allowed by 
statute from the date of publication of the trade-mark opposed. Partial fee of $15.00 
was received with informal opposition.” 


This letter is, to say the least, ambiguous. Plaintiff treated it as an invitation (if not a 
demand), and paid the additional $10. Further, the letter assigns a number to the opposi- 
tion proceedings—an indication, perhaps, that they were officially regarded as having been 
commenced. 
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rule that these steps properly commenced the opposition proceeding. We con- 

sider that he should have so ruled. Technicalities should not override equities 

in the absence of a clear warning that a particular procedure must be followed.*® 

If the Commissioner desires to avoid this result in future cases, clarification by 

him of the Rules of the Patent Office would seem to be a suitable first step. 
The judgment of the District Court is therefore affirmed. 


JEWEL TEA COMPANY, INC. v. KRAUS 
No. 10154—C. A. 7—March 6, 1951 


TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION — SCOPE OF RELIEF — PARTICULAR 
INSTANCES 
Injunction against defendant’s use of the word “Jewel,” as modified, though couched 
in general terms, held not aimed at defendant’s handling in the ordinary course of busi- 
ness products of other concerns which use “Jewel” as part of their trade name on their 
products, where the wrappers containing such products give appropriate notice of the 
origin of such goods. 
Courts—PLEADING AND PrRAcTICE—PETITIONS FOR RE-HEARING 
Petition for re-hearing denied with order that modified injunction be further modified 
to include express exemptions from restrictions which defendant contends are too 
broad but which the Court holds cannot be reasonably so interpreted. 


Appeal from Northern District of Illinois. 

Trade-mark infringement and unfair competition suit by Jewel Tea Com- 
pany, Inc. against Charles Kraus. Defendant appealed from judgment granting 
injunction which was modified and affirmed [41 T. M. R. 134]. Defendant’s 
petition for rehearing denied with further modification of injunction ordered. 
Leshe M. Parker and Avern B. Scolnik, of Chicago, IIl., for plaintiff. 

Francis V. Healy, Robert G. Dreffein, and Arthur Abraham, of Chicago, IIl., for 
defendant. 


3efore Major, Chief Judge, and Kerner and Durry, Circuit Judges. 
Durry, C. J.: 

Defendant’s petition for rehearing insists that the injunction as modified in 
our opinion filed December 5, 1950 [41 T. M. R. 134], is too broad. His conten- 
tions were heretofore duly considered, and were disposed of in our opinion, except 
possibly in one respect. 


Defendant contends the injunction is so broad that he would be prohibited 
from selling products such as Swift’s Jewel oleo margarine, and the products of 
the Jewel Paint and Varnish Company, and that he would not be permitted to 
buy or sell other products on which the word “Jewel” has been registered as a 
trade-mark. We do not think that the injunction as modified can reasonably be 
interpreted as defendant contends. 





3. It may be noted that the Administrative Procedure Act requires Government agen- 
cies to publish in the Federal Register descriptions of their organization, procedure and 
rules, adding: “No person shall in any manner be required to resort to organization or 
procedure not so published.” Act of June 11, 1946, §3, 60 Stat. 238, 5 U. S. C. §1002. See 
Attorney General’s Manual on the Administrative Procedure Act, pp. 17-22 (1947). 
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The injunction as modified, although couched in general terms, is not aimed 
at defendant’s handling in the ordinary course of business the products of other 
persons or concerns who use the word “Jewel” as part of their trade name or 
on their products where the wrappers or cartons containing such products give 
appropriate notice of the origin or sponsorship of such persons or concerns. Let 
the wording of the injunction be modified to expressly exempt the defendant 
from such restrictions. 

It is so ordered, and the petition for rehearing is denied. 


GOODALL-SANFORD, INC. v. THE LANDERS CORPORATION 
No. 5763—C. C. P. A.—February 27, 1951 


TRADE-Marks—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Textile fabrics used in manufacture of lightweight clothing and heavy napped 
textile treated and coated so as to serve as leather substitute for palm of work gloves 
held so different in quality, texture, appearance and use, though broadly they may be 
held to possess same descriptive properties, that it would not be good sense to state 
they possess such common properties as to bring them within the liberal interpretation 
which the courts have given to the phrase “goods of the same descriptive properties.” 


TrAvDE-Marks—Marks Not ConFusiINcGLy SIMILAR—PARTICULAR INSTANCES 
“Palmtex” held not confusingly similar to “Palm Beach,” used on radically different 
goods, under 1905 Act. 


TRADE-MARKS—ACQUISITION OF RIGHTS—EXTENSION OF BUSINESS 
On facts of record, held that petitioner’s claimed right of natural and normal exten- 
sion of use of its fabrics to manufacture of gloves is untenable. 


CANCELATIONS—DEFENSES—GENERAL 
Under Rule 8 of Federal Rules of Civil Procedure, it is proper to plead incon- 
sistent defenses, whether based on legal or equitable grounds or both, therefore respond- 
ent is not now estopped to deny that marks are confusingly similar after having counter- 
claimed for cancelation of petitioner’s mark. 


Appeal from Commissioner of Patents. 

Trade-mark cancelation proceeding by Goodall-Sanford, Inc. against The 
Landers Corporation. Petitioner appeals from dismissal of petition for cancela- 
tion. Affirmed. 

Benjamin Burrows, for Petitioner-appellant. 
Owen & Owen (Charles W. Owen, of counsel), for Respondent. 
Before Garrett, Chief Judge, and Jackson, O’CoNNELL, JOHNSON and WorLEy, 

Associate Judges. 

Jackson, J.: 

This is an appeal in a cancelation proceedings pursuant to the provisions 
of the Trade-Mark Act of February 20, 1905, from a decision of the Commis- 
sioner of Patents, 81 U. S. P. Q. 291, affirming that of the Examiner of Inter- 
ferences dismissing a petition by appellant to cancel the registration of the 
expression “Palmtex.” 

Appellee, in its answer to the petition, filed a counterclaim praying for the 
cancellation of appellant’s registrations for the expression “Palm Beach.” The 
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counterclaim was dismissed by the Examiner of Interferences and no appeal 
was taken by appellee to the Commissioner. Therefore, the disposition of the 
counterclaim will not be considered here. 

It appears that the trade-mark of appellant was duly registered in the 
United States Patent Office on February 15, 1916, Registration No. 108,511 (re- 
newed), as applied to piece goods consisting of mohair piece goods, woolen piece 
goods, and piece goods of combinations of cotton, wool, mohair, alpaca, camel 
hair, silk, and artificial silk. The registration was issued to Goodall Worsted 
Company, the corporate name of which was changed on October 3, 1944, to 
Goodall-Sanford, Inc., and notice thereof was filed in the Patent Office on No- 
vember 14, 1944. Appellant also owns Registration No. 97,416, dated June 2, 
1914 (renewed), of its mark as applied to wool piece goods; knitted, netted, and 
textile fabrics. In addition to the words “Palm Beach” the registrations show 
palm branches associated therewith. 

The registered mark of appellee, No. 418,697, is dated January 8, 1946, on 
an application filed February 8, 1945. It is applied to treated cotton textile piece 
goods for use in making work gloves and is alleged to have been continuously used 
and applied to said goods in appellee’s business since June, 1931. The mark 
consists of the word “Palmtex” in arcuate form over a representation of a 
gauntlet glove. 

Appellant sets out as grounds for cancelling appellee’s registered mark the 
usual allegation that it bears so close a resemblance to the mark “Palm Beach” 
as to be likely to cause confusion in trade, and that the marks of the parties 
are used on goods of the same descriptive properties. Appellant also alleged 
that appellee had not used the trade-mark “Palmtex.” 

Testimony was taken by both parties and many exhibits were introduced. 
Briefs were filed and the parties were represented by counsel at the hearing. 

It appears that appellant, a corporation organized under and by virtue of 
the laws of the state of Maine, is engaged in the manufacture of textile fabrics 
and has been using its trade-mark on its manufactured goods since about 1909. 
The textile fabrics are sold to various merchants and manufactured by them 
into lightweight summer clothing such as suits, neckties, hats, caps, dresses, 
shirts, suspenders, and the like. The manufacturers of those finished products 
are issued a license by appellant and, affixed to the manufactured product, is a 
label upon which the appellant’s trade-mark appears. 

Appellee is an Ohio corporation and is engaged in the business of coating 
and processing textile fabric materials, primarily of cotton and jute. Its trade- 
mark is applied to a heavy napped cotton textile which has been treated with a 
~ combination of crude or synthetic rubber or plastic materials thoroughly im- 
pregnating the fabrics so that after treatment the fabric is a coated, heavy, 
leather-like material. The material is designed solely for use as a leather sub- 
stitute on the palms of work gloves. It appears that it is water-proof and 
durable, possessing high tensile strength, resistance to abrasion and generally 
has all the qualities that are sought for in an industrial work glove. 

The goods of appellee are sold only in the bolt and only to licensed manu- 
facturers of work gloves. The sales are made by direct and indirect solicitation 
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by correspondence and the furnishing of samples. Appellee’s mark does not 
appear on the finished product. 

The Examiner of Interferences held that the products of the parties are in 
no degree competitive in character and that they are sold to different classes of 
purchasers for essentially unrelated uses. He observed that there was some testi- 
mony offered on behalf of appellant to the effect that possibly appellant’s Palm 
Beach products could be used in the manufacture of gloves. He stated, however, 
that it would not be commercially practical to use the fabric for such a purpose 
and that such mere possibility may not properly enlarge the scope of right which 
appellant might otherwise possess in its mark, citing, among others, the case of 
Procter & Gamble Co. v. Sweets Laboratories, Inc., 30 C. C. P. A. (Patents) 1294, 
137 F. (2d) 365, 58 U. S. P. Q. 611. 

The examiner was of opinion that the marks of the parties have substantial 
differences in that “Palmtex” is a coined, unitary word and “Palm Beach” is a 
generally familiar expression; that the word “Palm” possesses different mean- 
ings as used in the marks of the parties. The examiner dismissed the petition 
of appellant holding that the differences between the marks and also between 
the goods of the parties are amply sufficient to warrant a concurrent use in 
trade without likelihood of confusion. 

The Commissioner in his decision observed that the attitude of the courts 
has been liberal in the interpretation of the phrase “goods of the same descrip- 
tive properties” as applied to textile fabrics. He held that in the instant case 
the products of the parties differ so much in appearance, characteristics, and 
potential use that there was a grave doubt whether or not under liberal rules 
they possess the same descriptive properties. 

The Commissioner stated that even if there were doubt that the marks were 
so alike as to cause likelihood of confusion, such doubt would be dispelled when 
the marks of the parties are considered with the differences in the goods. He 
cited in support of that holding Puerto Rico Distilling Co. v. The Coca-Cola Co., 
28 C. C. P. A. (Patents) 1143, 120 F. (2d) 370, 49 U. S. P. Q. 660; and Ciba 
Pharmecutical Products, Inc. v. Abbott Laboratories, 28 C. C. P. A. (Patents) 
1315, 121 F. (2d) 551, 50 U. S. P. Q. 139. 

With respect to the contention by counsel for appellant that the counter- 
claim for cancellation of appellant’s registration and by certain testimony ap- 
pellee conceded that the marks are confusingly similar, the Commissioner stated 
that the record did not sustain appellant’s contention and the pleading of incon- 
sistent matter is authorized by the rules. 

On the question of the alleged non-use of the mark by appellee, the Com- 
missioner held that the record did not sustain the claim of non-use. 

It is our opinion that the tribunals of the Patent Office committed no error. 
It is clear to us that while, broadly, the goods of the parties may be held to 
possess the same descriptive properties, they are so utterly different in quality, 
texture, appearance, and use that it would not be good sense to state that they 
possess such common properties as to bring them within the liberal interpreta- 
tion referred to by the Commissioner. 

As to the marks themselves, it is clear that they have not the same 





41 T. M.R. TURCO PRODUCTS v. TYKOR PRODUCTS 413 


sound, that their meanings are utterly different, and that there is no similarity 
in appearance. Since, in our opinion, the marks are not at all alike and the 
goods to which they are applied are radically different from each other and the 
manner of purchase and sale so distinctly different, we are convinced that they 
may both be concurrently used as applied to the respective goods without any 
likelihood of confusion. 

We agree with the holding below that the claimed right of natural and 
normal extension of business is untenable on the record here. 

We are satisfied, as were the tribunals of the Patent Office, that the record 
in no way supports the contention of appellant that no trade-mark use was 
shown by appellee of its mark. 

With respect to the contention by counsel for appellant that appellee is now 
estopped from denying that there is confusing similarity between the marks be- 
cause of its counterclaim seeking the cancelation of the mark of appellant, it is 
clear that under Rule 8(e)(2) of the Federal Rules of Civil Procedure it is 
proper to plead inconsistent defenses whether based on legal or equitable grounds 
or both. Af. Snower & Co. v. United States (C. C. A. 7th), 140 F. (2d) 367. 

We deem it unnecessary to discuss the many cases that have been cited by 
both parties for the reason that it would unduly lengthen this opinion. 

For the reasons herein stated, the decision of the Commissioner is affirmed. 
O’ConNELL, J. (concurring in part and dissenting in part) : 

I agree that the decision of the Commissioner of Patents, acting through 
Daniels, former Assistant Commissioner of Patents, should be affirmed. I am 
unable, however, to accept the doctrine expressed in the language upon which 
the questions here in issue have been determined in the prevailing opinion. In 
that respect, I wholly agree with the well reasoned views upon which the Assist- 
ant Commissioner of Patents based his conclusion in the reported decision, 81 


U. S. P. Q. 291. 


TURCO PRODUCTS, INC. v. TYKOR PRODUCTS, INC. ETC. 
No. 5778--C. C. P. A.—February 6, 1951 


OpposITIONS—LIKELIHOOD OF CONFUSION—EVIDENCE 
Evidence of use of opposer’s marks on cleaning compounds held not relevant to 
issue whether concurrent use of marks of the parties as trade-marks for insecticides 
would be likely to cause confusion or mistake in the mind of the public. 
OpposiITIONS—PLEADING AND PRACTICE—GENERAL 
Paragraph one of opposer’s notice of opposition held a sufficient pleading of use 
of word “Turco” standing alone. 
OppositiIons—Proor oF Use—GENERAL 
On facts of record, opposer held to have established priority of use of its registered 
marks on insecticides as well as cleaning compounds but to have failed to establish 
trade-mark use of “Turco,” for either product, except in association with other features 
of the registered marks of opposer. 
TrapE-Marks—Marxs Nor ConFrusincLly SIMILAR—PaARTICULAR INSTANCES 
Composite mark consisting of word “Tykor,” displayed within a panel, above which 
is representation of receptacles of type used in chemical laboratories, all of which 
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being inclosed within a circle, held not confusingly similar to composite marks consist- 
ing of the word “Turco” displayed in association with a bearded and turbaned head and a 
scimitar, used on similar goods, under 1905 Act. 


Appeal from Commissioner of Patents. 

Trade-mark opposition by Turco Products, Inc. against Tykor Products, 
Inc., The Borden Company, assignee, substituted. Opposer appeals from dis- 
missal of notice of opposition. Affirmed. 

Mason & Graham (Collings Mason and Donald A. Gardiner, of counsel) for 

Opposer-appellant. 

John A. Wortman and Mansfield C. Fuldner (Harris D. Hineline, of counsel) 
for applicant. 

Before Garrett, Chief Judge, and Jackson, O’Connell, Johnson and Worley, 
associate judges. 

Garrett, C. J.: 

This is an appeal from the decision of the Commissioner of Patents, 
speaking through the Assistant Commissioner, reversing the decision of the 
Examiner of Trade-Mark Interferences (hereinafter referred to as the examiner) 
in a trade-mark opposition proceeding, 81 U. S. P. Q. 548. 

The mark which appellee seeks to register under the Trade-Mark Act of 
February 20, 1905, for “insecticides, insect and stock sprays” is a composite 
mark which, as described by the Assistant Commissioner, “consists of the word 
‘Tykor,’ which is displayed within a panel, above which appear(s) the repre- 
sentation of certain receptacles, apparently of the type used in chemical 
laboratories. All of these are inclosed within a circle.” 

Appellee’s application was filed October 30, 1946, use being alleged therein 
since April 17, 1946.1 

Paragraphs 1 and 2 of appellant’s notice of opposition read: 

1. Long prior to any date of use alleged by said applicant and prior to April 

17, 1946, opposer adopted and began using the trade-mark “Turco” for abrasive 

and detergent cleaning compounds, and for insecticides, and continuously from said 

adoption has used said trade-mark upon said goods in both interstate and intra- 
state commerce, and in foreign commerce, and opposer is still so using the said 


trade-mark. 
2. Opposer has registered its said trade-mark “Turco” in the United States 


1. At the hearing of this case before the tribunals of the Patent Office appellee made 
a contention, which the Assistant Commissioner relates, together with his disposition of it, 
as follows: 

* * * applicant contends that it is the owner of a prior registration of the mark “Tykor” 

for a core binding compound, and that it and its parent company i Borden Co.] 


have, for many years, been “interested in” the sale of insecticides, and have participated 
in educational and developmental activities in their use in the dairy industry. The regis- 
tration for a core binding compound is prior to opposer’s first date of use, but the core 
binding compound is apparently, as found by the examiner of interferences, a chemical 
agent used primarily in foundries for the purpose of holding together the core elements 
| a mold during a casting operation. As such it appears to be so entirely different 
from the material here involved that it cannot be relied upon by applicant as carrying 
back its date of use nor can such registration or applicant’s “interest” in the insecticide 
field be considered pertinent to this proceeding in any way. 

The question so disposed of was not brought before us for determination. The 


trade-mark was registered in 1921. 
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Patent Office, Certificates Nos. 270,966, dated May 20, 1930, and 281,541, dated 
March 24, 1931, for abrasive and detergent cleaning compounds, said trade-marks 
and the registrations thereof now being the property of opposer and have been the 
property of opposer since said adoption. 


It will be noted that the products for use upon which 270,966 was registered 
are “detergent cleaning compounds in flake, pulverized and liquid form,” and 
those named in 281,541 are “abrasive and detergent cleaning compounds in flake, 
pulverized, paste, and liquid form.” The difference as to products may be dis- 
cerned from the words which we have italicized. 

The word “Turco” mentioned in paragraph 1, supra, as having been used as 
a trade-mark “for abrasive and detergent cleaning compounds, and for insecti- 
cides,” concededly has never been registered. That word, standing alone, is 
alleged to have been used for insecticides, and evidence was introduced indicat- 
ing use of the registered marks, particularly No. 281,541, for insecticides. 

The two registered marks are almost identical. No. 281,541 consists of the 
word “Turco” printed in somewhat unusual type. Immediately below the word 
is a representation of a man’s head, the face heavily bearded, surmounted by a 
turban of the type commonly seen on pictures of male Turks. A representation 
of a scimitar, or Turkish sword, is shown at the left side of the head, its lower 
point directed toward the chin. The “T” in “Turco” is distorted or fashioned 
so that it has the appearance of a scimitar located on the right side of the figure 
with its points directed toward the head. 

The type with which “Turco” is printed in No. 270,966, while fanciful, 
differs from that in registration No. 281,541, and the “T” is not fashioned to 
represent a scimitar. Otherwise, the two marks are identical. The exhibits 
introduced in evidence show No. 281,541 as being used most frequently. 

It should be understood that there is no claim before us that cleaning com- 
pounds and insecticides are goods of the same descriptive properties, and the 
evidence of use of the marks on cleaning compounds is not deemed relevant to the 
issue before us, which is whether the concurrent use of the marks of the respec- 
tive parties as trade-marks for insecticides would be likely to cause confusion or 
mistake in the mind of the public or to deceive purchasers. 

The Assistant Commissioner stated: 

* * * The opposer [appellant here] has made of record certain registrations of 
its mark for abrasive and detergent cleaning compounds, and has satisfactorily 
proven use of its mark upon insecticides since a date prior to any use claimed by 
applicant. As presented in the registrations, and as displayed on nearly all of the 
specimens of record, opposer’s word “Turco” is displayed in association with a 
bearded and turbaned head which opposer’s president described as a “Turk’s head” 


and a scimitar. In many of the specimens, the stem of the “T” in “Turco” is also 
extended in the form of the blade of the scimitar. 


No question is raised as to opposer’s use of its mark on insecticides being prior 
to any use by applicant of its mark on insecticides, * * *. 


It is not clear to us whether “mark” in the clause reading “has satisfac- 
torily proven use of its mark upon insecticides since a date prior to any use 
claimed by applicant” refers to one of the marks registered for the cleaning 
compounds or to the admittedly unregistered word “Turco” standing alone. 
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We quote the following from the brief for appellee (omitting references 
to pages of the record as indicated by asterisks) : 


By paragraph 2 of its notice * * * appellant specifically identifies its com- 
bination mark, described in the preceding one as “Turco,” by two pleaded regis- 
trations Nos. 270966 and 281541 * * *. Each registration covers the word “Turco” 
in close association with a bearded, turban covered head of a Turk and a sword 
identified by appellant’s sole witness and president as a Turkish scimitar * * *. 

Appellant’s combination mark is clearly and prominently displayed on all its 
many exhibits, with the exception of irrelevant Nos. 1, 38 and “A.” Certain others 
show the word “Turco” in association with the entire pleaded and proven combina- 
tion mark (Exhibits 24, 26, 33 and others), or the word “Turco” and the entire 
combination mark on different parts of the same exhibit item with equal promi- 
nence (Exhibits 10, 18, 27 and others). No specific use of the unpleaded single 
word “Turco” has been proven nor would it be revelant and appellant has not 
pleaded nor could it prove any United States Registration, in its name, covering 
such a mark for any goods. 


It is our view that the reference in paragraph 1 of the notice is a sufficient 
pleading of use of the word “Turco” standing alone and that if such use were 
satisfactorily shown to have been a trade-mark use it might have some relevancy 
to the issue, although upon all the facts here appearing we would not regard 
it decisive. 


We are of the opinion that the evidence, while meager, is sufficient to 
establish that appellant’s registered marks, particularly No. 281,541, registered 
March 24, 1931, for cleaning compounds, were used also for insecticides prior 
to April 17, 1946, the first date claimed by appellee for use of its composite 


mark on insecticide products, but we are not convinced that the evidence is 
sufficient to establish trade-mark use of the word “Turco,” except in association 
with the other features of the registered marks hereinbefore described, for 
either cleaning compounds or insecticides. 

The only witness testifying on behalf of appellant company was its presi- 
dent, Mr. Sydney Grant Thornbury. Through him some thirty-nine documentary 
exhibits were introduced in evidence and he gave testimony concerning quite 
a number of them. We have studied the exhibits and the testimony concerning 
them carefully. Exhibit 1, which purports to be a label showing the manner 
in which “Turco” unassociated with the other features hereinbefore described 
is used, is the only exhibit showing such use on insecticides, and such testimony 
as Mr. Thornbury gave concerning it does not convince us that it merits any 
serious consideration here. 

The Assistant Commissioner states: 


“ 


* * * Opposer’s president testified that “in almost all cases” opposer uses “a 
label which contains both elements,” the name, the Turk’s head and scimitar, but 
that “there are a few cases where only the word ‘Turco’ appears without the Turk’s 
head.” 


We may say that, except as to Exhibit 1, the merchandise covered by 
exhibits having the word “Turco” without the Turk’s head consisted of cleaning 
compounds. Those are appellant’s Exhibit 38 and appellee’s Exhibit “A.” We 
doubt the sufficiency of the proof to show trade-mark use of those, but, in any 
event, they are not relevant here. 
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The Assistant Commissioner found, we think correctly: 


An examination of the exhibits submitted indicates that the mark as used in- 
cludes all the features thereof in practically every instance, and apparently where 
the word is not used with the Turk’s héad design, it always, or almost always, 
appears elsewhere on the label in reasonably close association with the other use 
of “Turco.” 


It is our view that, upon the record presented, the issue must be determined 
upon the basis of a comparison of the composite mark of appellee with the 
registered composite marks of appellant, the marks of both parties being 
considered as entireties. 

It seems to us that the respective word features of the marks have been 
unduly emphasized by counsel for appellant. The words of both parties are 
taken from their respective corporate names. There is nothing in the record 
before us which would seem to intimate that any objection to appellee using that 
part of its corporate name would be sustained in a judicial proceeding. 

Incidentally, it may be said, as hereinbefore recited in a footnote, that the 
word “Tykor” is shown to have been registered in 1921 (a date prior to October 
15, 1927, when appellant alleges it began using its registered trade-marks) by 
a predecessor of appellee for use as a trade-mark for a chemical agent used in 
foundries to hold together the core elements of a mold during a casting opera- 
tion. We assume it to be a misspelling of “tie core.” 

Applied to insecticides “Tykor” has no suggestiveness or meaning what- 
ever so far as we can discern, and the same apparently is true of “Turco.” 

In meaning, therefore, there is no resemblance between the words taking 
them alone, and, in our opinion, that is true with respect to appearance. Cer- 
tainly when the respective composite marks are considered as entireties there 
is no resemblance in appearance. 

With respect to sound, of course, only the words can be considered and it is 
only by mispronouncing the first syllable of “Tykor” and failing to pronounce the 
“r” at the end of the word that there could be any resemblance in sound. We are 
of opinion that a possibility of this character, based upon a mistake in pronouncia- 
tion, is too remote for predicating upon it a likelihood of confusion or deception 
of purchasers. 

The decision of the Commissioner is affirmed. 

O’ConNELL, J., dissenting. 

It is my firm conviction that the decision of the Acting Commissioner of 
Patents should be reversed in this case and the opposition sustained for the 
reasons stated in the decision of H. H. Kalnpy, Examiner of Interferences, the 
controlling summary of which reads as follows: 


The applicant seeks registration of a composite mark of which the only spoken 
portion, and the dominant feature thereof, is the notation “Tykor’ as applied to 
“insecticides, insect and stock sprays.” 

The opposer’s right of action is predicated primarily on an allegation of prior 
use and ownership of the notation “Turco,” as a trade-mark for insecticides. 

While it is true, as contended by the applicant, that its mark differs somewhat 
from that of the opposer, the examiner is nevertheless of the opinion that the 
notations “Turco” and “Tykor” are too nearly alike in sound to be used concur- 
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rently for the substantially identical goods here involved, without reasonable likeli- 
hood of confusion in trade. Therefore, the only statutory issue for determination 
herein relates to priority of use as between the parties. 

The record satisfactorily establishes that the opposer is here the prior user of 
its mark as applied to insecticides. * * * 


TELECHRON, INC. v. TELICON CORPORATION 
No. 934—U. S. D. C. D. Del.—March 8, 1951 


TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—BASIS OF RELIEF—GENERAL 

Trade-mark infringement and unfair competition are related because the common 
law of trade-marks is but a part of the broader law of unfair competition. 

Where there is “colorable imitation” of registered mark, upon or in connection with 
sale of merchandise of substantially the same descriptive properties as those covered by 
registration, there is statutory infringement and plaintiff is entitled to injunction, account- 
ing and other relief. 

Facts which support suit for infringement and those forming basis for unfair com- 
petition are substantially the same; but circumstances may justify equitable relief where 
there is no statutory trade-mark infringement. 

Simulation which may induce ordinary purchaser to buy goods to which mark is 
affixed as product of owner of the mark infringes and equitable relief will be granted. 

“Instrument of fraud” rule applies to trade-mark infringement. 

Relief may be had when goods, though different, are so related as to fall within mischief 
which equity should prevent. 

Each decision in this type of litigation is controlled by its own particular facts. 

Intent to deceive is not a prerequisite of statutory infringement. 

TRADE-MARK INFRINGEMENT—CONFUSING SIMILARITY—GENERAL 

Side by side comparison is not the test of infringement. 

Proof of actual confusion is not required; but on facts of record, plaintiff held to 
have established that confusion and deception did occur. 

TRADE-MARKS AND TRADE NAMES—CONFUSING SIMILARITY—PARTICULAR INSTANCES 

“Telicon” held an infringement of “Telechron,” used on similar goods. 

Defendant’s use of “Telicon,” in corporate name, held unfair competition. 

TRADE-MARK INFRINGEMENT—EVIDENCE—PROOF OF CONFUSION 

Confusion among sales clerks held enough to establish infringement. 

TRADE-MARK INFRINGEMENT AND UNFAIR CoMPETITION—DEFENSES—EFFECT oF NOTICE 

Continued use of mark after challenge may block defense against deliberate imitation. 

TRADE-MARKS—Worps CAPABLE OF ExCLuSIVE APPROPRIATION—PARTICULAR INSTANCES 
“Telechron” held a valid arbitrary trade-mark for electric clocks, motors, timing 
devices, selectors, and radios, and neither generic, descriptive nor weak. 
TRADE-MARKS—ACQUISITION OF RIGHTS—GENERAL 
Suggestive quality of word does not prevent its being a valid trade-mark. 
TRADE-MARK INFRINGEMENT—PLEADING AND PRACTICE—BURDEN OF PROOF 

Plaintiff’s burden of proof held fully discharged where adoption and use of a regis- 
tered arbitrary trade-mark has been established and confusing similarity of defendant's 
mark on goods of the same class has been demonstrated. 

Proof of intent to deceive is not required where mark is validly registered. 

TRADE-MARK INFRINGEMENT AND UNFAIR CoMPETITION—DEFENSES—PUBLICI J URIS 


TrapveE- MarKS—ABANDONMENT—GENERAL 
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Whether mark applied to patented product becomes generic and passes into public 
domain depends upon facts. 

Arbitrary term applied to whole line of products cannot be generic; and “Singer 
doctrine” held not applicable. 

TRADE-MARKS—ACQUISITION OF RIGHTS—PARTICULAR INSTANCES 

While plaintiff is not required to prove secondary meaning in arbitrary mark, on 
facts of record, held that “Telechron” connotes source of products in plaintiff. 

Trade-mark infringement and unfair competition suit by Telechron, Inc. against 
Telicon Corporation. Judgment for plaintiff granting injunction. 


Jame F. Hoge, Lenore B. Stoughton and George M. Chapman (of Rogers, Hoge 
& Hills), of New York, N. Y., Hector M. Holmes (of Fish, Richardson & 
Neave), of Boston, Mass., and Hugh M. Morris and Alexander L. Nichols 
(of Morris, Steel, Nichols & Arsht), of Wilmington, Del., for plaintiff. 

Philip Handelman, Elliot A. Wysor and Walter N. Schulman (of Handelman & 
Ives), of New York, N. Y., for defendant. 


Leany, C. J.: 


This is an action by Telechron, Inc. against the Telicon Corporation for 
trade-mark infringement and unfair competition. A preliminary injunction 
issued. D.C. Del., 70 F. Supp. 439. Final hearing was on plaintiff’s right to 
a permanent injunction. Later, but before decision, defendant moved to reopen 
the case for the introduction of additional evidence. Proffer was to show “Tele- 
chron” was in the public domain. The motion was granted and the trial reopened. 


The matter is here for final decision. 


I adopt most, if not all, of the original findings on the basis of which the 
preliminary injunction issued where I suspected infringement; unfair competi- 
tion ; prospective potential confusion ; and actual confusion.! 


TRADE-MARK INFRINGEMENT AND 
UNFAIR COMPETITION ISSUES 


1. The first question is whether the factual burden of proof has been 
assumed by plaintiff. Plaintiff began to use its mark “Telechron” in December 
1919. It registered on November 13, 1923 (No. 175,808) for clocks and on 
August 5, 1924 (No. 187,400) for electric motors; both registrations have been 
renewed.? Plaintiff’s use of its mark has been continuous. Mr. Kokins, who 
had been with plaintiff since 1926, testified to his personal knowledge of continuous 
use of the mark since that date and before? and PX. 1 was identified show- 
ing gross sales, as to number of units and money value, and general advertising 
expense for various ““Telechron” products from 1923 through the first ten months 
of 1948.4 The figures of PX. 1 show extensive and long-continued use of “Tele- 


1. In 70 F. Supp. 439, 442 [37 T. M. R. 267], I stated in general I opposed “trial by affi- 
davits” but, as to the case at bar, “* * * this is a case where I fail to see what new proof 
could be offered which would be of assistance in determining the bare legal questions 
involved. There is little dispute of fact; and a ‘full dress trial’ would simply present the 
same issues.” 

2. PX. 25 and 26. 

3. Tr. pp. 10-11, 16, 19, 23. 

4. Mitchell Dep. in PX. 61, pp. 4-6. 
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chron” and the large amount of national advertising. These figures do not 
include extensive dealer advertising.® 

In addition to its name-use on electric clocks and motors it has been used 
in the radio field. PX. 1 lists various “Telechron” products including electric 
clocks, master clocks, motors, preselectors, radios, switch alarms, and timers. 
Kokins® discussed the “Telechron” electric clocks for household and commercial 
uses, motors and instruments for timing purposes such as time switches and 
other devices; preselectors, switch timers, radios, master clocks, range signal 
timers and other switch timers ; and the world time clock, chiefly for radio users. 
The last war caused a limitation of plaintiff’s manufacture of articles to which 
it applied its mark, but the use throughout the period of the war was continuous. 
Mr. Mitchell’ testified that during three years beginning in 1943, “because of 
governmental regulations, we were limited in the production of clocks to alarms, 
so that we were unable at that time to make the preselectors” ; but PX. 1 shows 
continuous sales of other “Telechron” products, and an interval of only three 
war years with preselectors. 

Plaintiff has used “Telechron” as part of its corporate name since April 1926. 
Plaintiff was organized in May 1914 under the name of Warren Clock Company. 
From 1926 until May 1, 1946 its name was Warren Telechron Company. From 
May 1, 1946 its name has been Telechron, Inc. A certified copy of the charter 
with certificates of amendments of the changes of name in 1926 and 1946, is in 
evidence ;* Kokins testified with respect to the successive names; and Mitchell 
testified that the change to Telechron, Inc. was discussed with approval by 
plaintiff's Board of Directors on October 22, 1945, with action taken at a meeting 
on April 1, 1946.19 The change of corporate name was made because wide 
advertising of plaintiff's mark “Telechron” has caused it to become familiar 
to the public. Kokins™ so testified and explained that for some years, and before 
the appellation Warren was dropped from the corporate name, plaintiff had 
inserted an advertisement in the Manhattan (N. Y.) telephone directory on the 
“Tel” page because the public was looking for plaintiff’s name under “Telechron” 
rather than under Warren—to the extent that plaintiff had tried in about 1940 
to 1942 to get listed under the name “Telechron.”!* Mr. Bigelow testified before 
Warren was discontinued in the corporate name letters were frequently received, 
addressed to Telechron Clock Company, or Telechron Company, or some similar 
designation without the word Warren.!® Letters so addressed were commonly 
received and for a substantial period of time, and specimens are in evidence.14 

Defendant on June 1, 1942 changed its name from Telechron Corporation 
to Telicon Corporation. It was organized on May 21, 1942 under the former 


Tr. pp. 207-8. 

Tr. pp. 15, 24-5, 27-8. 
Mitchell, tbid., p. 6. 

PX. 27, Tr. pp. 7, 9. 

Tr. pp. 11, 12. 

Mitchell, ibid., pp. 7-9. 
Tr. pp. 11-14, 13-15; PX. 29. 
Mitchell, ibid., p. 10. 
Bigelow Dep. in PX. 61, p. 17. 
Bigelow, tbid., pp. 18-19, 20; and PX. 4. 
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name. Thereafter, defendant began the manufacture of piezo electric crystals 
which are devices for controlling frequency in radios, types of radio transmission 
and clocks. Such crystals are used in connection with radio and television 
transmitters and receivers, and clocks.!5 Defendant has been in the radio field 
since November 1945 although its advertisements since 1944 show its prime 
purpose is to operate in the radio and television fields. DX. 25 and 26 are Telicon 
advertisements which appeared in “Electronics” for October 1944 and January 
1945.16 Its earliest marketing of a Telicon radio was in the Spring of 1946 and 
the earliest consumer advertising of defendant’s radios was in March 1946. The 
earliest such advertisement in the record is DX. 22, published by R. H. Macy 
Department Store on March 14, 1946.17 DX. 23 and 24 are advertisements pub- 
lished by other concerns in June and July 1946.18 It would appear the Telicon 
television receivers were first shown to the public in October 1946.19 


In 1931 plaintiff sold “Telechron” electric clocks to RCA to be used with 
radio sets which RCA was manufacturing. Approximately, between 5600 and 
5700 clock assemblies were sold in 1931 to that company.?° Also in 1931 plaintiff 
sold 3000 of its electric clocks to Grigsby-Grunow Company to be placed into 
the Majestic radios of that company.*1 The dials of these radio clocks all had 
the trade-mark “Telechron.” Mr. Fisher so testified ; he produced a sample of the 
dials; and a photostat of the Majestic dial is in evidence.** In 1934, 5000 of 
plaintiff’s clocks bearing the same trade-mark were sold to Atwater-Kent Com- 
pany. Kokins stated clocks were sold to Atwater-Kent prior to 1940.2 Fisher 
testified to the sale in 1934 of approximately 2600 to 2700 clock movements to 
Atwater-Kent for use in their radios, and produced a sample of the Atwater- 
Kent preselector clock unit with a “Telechron” nameplate on the back casing.*4 


In 1935 plaintiff offered for sale under its mark a preselector to be plugged 
into a radio and adjusted to turn the radio on and off at pre-set intervals. This 
preselector enables the radio to be used as an alarm clock as it may be set to 
turn on the radio at whatever hour one desires to awake. Kokins discussed the 
“Telechron” preselectors or switching devices and their use in turning on 
radios and other appliances*® and the very similar “Telechron” switchalarm, 
also used in connection with radios. He stated the original “Telechron” pre- 
selector unit was started in 1935 and is still being sold. The figures showing 
substantial use appear in evidence ;?® the manner of use by the radio user 
appears in advertisements.?7 Kokins’ testimony shows plaintiff was “interested 
in thinking about the possibility of using Telechron synchronizing devices, 


Baldwin Dep. in PX. 63, pp. 60-9, 74-7; PX. 13, 14 and 15. 
Tr. p. 275. 

Tr. p. 270. 

Tr. pp. 272-3. 

Tr. pp. 261-2. 

Fisher Dep. in PX. 61, p. 50. 
Fisher, ibid., pp. 50-1; Tr. 50-1. 
Fisher, ibid., pp. 50-1; PX. 7. 
Tr. p. 52. 

Fisher, ibid., pp. 51-3; PX. 8. 
Tr. pp. 24-5, 29-30, 31. 

PX. 1. 


PX. 40. 
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apparatus for controlling television.”?* Plaintiff sells a large proportion of its 
preselectors to radio manufacturers for incorporation in their radio sets.*® 

These preselectors were advertised and sold from 1935 to 1942, at which 
time production was stopped. Mitchell testified that for three years beginning 
with 1943, governmental regulations limited plaintiff's production of clocks 
to alarms, so that plaintiff was unable to make the preselectors.°° The sales 
figures from 1935 to 1943 and from 1945 to November 1948 are set forth in 
PX. 1. After war production had been resumed, sales figures for 1946 and on 
through the first ten months of 1948 show more than 125,000 preselectors were 
sold during the whole period from 1935 on and they are still being sold.*! 

In 1937 plaintiff offered the “Telechron” world time clock. This item put 
out in 1937 sold up to 1940, but dropped in 1941 when the war came on. It was 
then adapted for use with radio communication. It shows the time throughout 
the world and is used with short wave radio receiving sets.°* 

During the war, plaintiff produced a clock for the armed services for 
timing radio signals and radio communications. These were sold to the Army, 
Navy, Maritime Commission and Signal Corps and became known to thousands 
of radiomen in the armed services. This clock was produced at the request 
of the Army and Navy chiefly for use in communication centers. PX. 39 lists 
its many uses, and “quite a few thousand” of these clocks were sold to the 
armed services during the war.** 

In 1940 plaintiff began plans for a “Telechron” radio with a built-in pre- 
selector. The idea was to put out a radio with an alarm combination, so that 
by means of the selector mechanism the radio could be set to come on when 
desired. (This was the radio which was subsequently marketed as the “Tele- 
chron” Musalarm.**) In 1941 these plans were set aside because of the war, 
although a sample was made, and plans had to be dropped because plaintiff was 
then concerned more with war work than the development of new devices.*® 
In 1944, as war demands relaxed, work on this project was resumed. The plan 
was revived as soon as plaintiff had time to concern itself with new devices; the 
plans were made and the production of a chassis was authorized in 1944.%6 
Plaintiff’s sales representatives were notified of the new line in April 1945. 
Plaintiff’s district managers were requested to estimate what the demand would be. 
PX. 42 is a copy of a notice dated April 2, 1945 and sent to all district managers, 
announcing the products intended to be put out in 1945, including the radio ;°7 
PX. 59 is an order received in August 1943 for 5,000 of such radios.** It had 
intended to bring the radio out earlier in 1945°® but there was delay in making 


28. Tr. p. 64. 

29. Tr. p. 90. 

30. Mitchell, ibid., p. 6. 
31. Tr. pp. 30, 89; PX. 1. 
32. Tr. pp. 27-8. 
33. Tr. p. 28. 

34. Tr. pp. 31, 49. 
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the molds and delay in getting plastic materials for the case.4° In October 1945 
samples were submitted to all of the district managers so that they could show 
customers what plaintiff intended to sell.*? 

Demands of distributors exceeded plaintiff's productive capacity; and 
response from district managers was enthusiastic; they said the item would sell 
in large quantities. Plaintiff could not promise the quantities and had, therefore, 
to allocate.** Beginning in December 1945 plaintiff advertised radios to the 
trade. PX. 43 is a “Telechron” bulletin of the new radio, which was sent to the 
district managers and also to distributors.4® The “Telechron” radio was ad- 
vertised quite extensively to the consumer public prior to the time when plaintiff 
could fill any demand for it.44 PX. 52 is a “Telechron” Musalarm advertisement 
which appeared in the Saturday Evening Post of May 25, 1946. Actual distribu- 
tion of the product was in June. By October 1946, 39,291 of plaintiff's radios 
were on the market. There was one model in 1946 and another in late 1947 or 
1948.45 PX. 1 and DX. 7 show the gross sales figures including 90,405 radios 
in 1946, 186,739 radios in 1947 and 70,775 in the first ten months of 1948.46 
Plaintiff was still selling radios at the time of the trial,” and plans have been 
under way for a new model to be out.*® 

2. Facts show clearly the good-will attaching to plaintiff’s trade-mark 
“Telechron.” Five basic factors were noted in my earlier opinion*® on the pre- 
liminary injunction. Since then, they have been established after full trial. 
They are 

1. The wide use of “Telechron” synchronous motor which since 1924 has 
sold 5,500,000 for sales prices of $9,000,000;5° 2. the wide sale of the “Tele- 
chron” master clock which is used to control the frequency of the alternating 
current output of power stations and which is used by 99% of electric power 
stations in the United States ;51 3. the great distribution of the “Telechron” 
electric clock of which 7,000,000 have been sold at sales prices of more than 
$25,000,000 ; the “Telechron” clock was the first electric clock; and they have 
been sold in nationwide distribution.5? For several years the “Telechron” was 
the only electric clock on the market; today approximately 30% of all electric 
clocks are “Telechron” clocks ;5% 4. plaintiff’s advertising—which consists of 
distributing 100,000 catalogues each year to dealers, distributors and consumers, 
and circulars to the amount of 750,000 each year—which shows between 1924 
and 1945 advertising expenditures of $3,168,398 ;54 and 5. the sale of “Tele- 
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chron” products through the same outlets as pertain to radio and electric appli- 
ance equipment throughout every state through 580 wholesale distributors. The 
“Telechron” products such as radio clocks, radios, preselectors, and so on, are 
sold in radio stores, department stores, through jewelry stores, throughout the 
country, and they are handled by very close to 700 wholesale distributors and 
between 75,000 and 100,000 retail dealers.55 Several of defendant’s witnesses 
testified to the sale of “Telechron” radio sets, ‘““Telechron” clocks, and “Telicon”’ 
radio sets in the retail stores with which they are connected.®°® These are the 
same outlets which would buy and deal in piezo electric crystals and other 
electrical and radio equipment. The crystals and crystal assemblies are sold at 
retail stores which normally carry radios and electric clocks.57 

3. After my first consideration of this case I observed®® that “Both to 
sight and sound Telechron and Telicon are similar. The mere utterance of the 
two words approaches an absolute identity in sound.” I pass over the particular 
defense of the dissimilarity of one style of printing “Telechron” and one style 
of printing “Telicon,” for the former is used both in script form and in other 
styles of type,5® on plaintiff’s several structures “depending upon the type of 
design,”®° and on letterheads and business papers.®! Defendant’s “Telicon” is 
printed in different styles, too.6? The reality, here, is—aside from the printer’s 
art—not only prospective potential confusion but also present live confusion. 
Evidence of actual confusion with respect to the two marks was demonstrated: 

Mrs. R. C. Desenberg, Sr. She lives in York, Pennsylvania. She bought a 
“Telicon” radio in 1946. She owned two electric clocks with the name “Tele- 
chron” on them for about eight years. She thought the same people made the 
clock and the radio. She bought the radio “thinking it was the same people that 
I had the clocks from.” The radio was not satisfactory and she sold it.** When 
Mr. Chapman (one of plaintiff's attorneys) came to see her husband, she 
thought he was from Telicon, the radio concern, and that is when she found out 
it was two different companies®* “although I had my clocks a long time, but I 
thought it was from the same place.” She was under the impression the radio 
was by the same manufacturer as the clocks, which are marked “Telechron.’’® 
The radio had “Telicon” on it.66 The type of the two words is different but 


PX. 1, by specimen advertisements, catalogues, and bulletins in evidence as PX. 29, 30, 31, 
33-40 inclusive, 45, and 49- 54 inclusive; by PX. 55-58 inclusive, consisting of lists of maga- 
zines in which “Telechron” advertisements have appeared ; and by the testimony describing 
and identifying these exhibits (Tr. pp. 16, 17-18, 20-23, 24- 26, 28-29, 30 and 204-211) ; see also 
Mitchell, ibid., p. 6, and Tr. pp. 207-208, as to a considerable amount of dealer adv ertising in 
addition. 

55. Tr. pp. 39, 40. 

56. DX. 17; Smith Dep. pp. 3, 4, 15; Bolet Dep. pp. 49, 50, 52, 54; Stein Dep. pp. 58-9, 
68,9; Curtis Dep. pp. 96, 98, 108; Haizen Dep. pp. 116-17, 119, 127. 

57. Baldwin, tbid., p. 63, PX. 13. 

58. 70 F. Supp. 439, 441 [37 T. M. R. 267]. 

59. Tr. pp. 73, 74. 

60. Tr. pp. 205, 239; PX. 39 (“Telechron” clock catalogue with six different models in 
block letters) ; PX. 45 (various styles, “Electronics,” Nov. 1945). 

61. Tr. pp. 205, 224, 225, 226. 

62. Tr. pp. 226-27. 

63. Tr. pp. 111-113. 

64. Tr. pp. 114, 128, 130-1. 

65. Tr. p. 123. 

66. Tr. p. 125. 
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“you must admit they sound alike.” She never noticed the difference; never 
knew it until about two months before the trial.®* 

Mr. Desenberg, her husband, also testified. He paid $175 for the radio; had 
a new record player put in it and had different radio men come in and look at 
the radio. “They couldn’t fix it.” He sold it for $125.® He thought defendant’s 
radio was a “lemon.”7° When he wrote a letter of complaint he thought it 
was the same company that had made the clocks. He got the “Telicon” name 
off the radio. His letter had nothing to do with clocks but he thought it was 
all the same company.7! When Chapman came, Desenberg said “he mentioned 
the Telicon name and right there I blowed my top. Then he said he was from 
the Telechron Company. Then I looked. I didn’t know until that day that it 
was two different companies that sounded very near alike like that. I was under 
the impression it was the same company.” 

Mr. Gherman H. Haines of Price Electric Corporation, Frederick, Mary- 
land, testified with respect to PX. 47 and 48. In June 1946 he was requested to 
communicate with Telechron Corporation about a synchronous motor his com- 
pany wanted. He prepared the telegram and phoned it to Western Union. He 
sent the telegram to defendant’s address, 851 Madison Avenue, New York City, 
an address he obtained from the New York-Manhattan phone directory. That 
was his first contact with the Telechron Company; he had never heard of the 
Telicon Company, and had never heard the name Warren in connection with 
“Telechron.”78 When he looked Telechron up in the phone directory, “I came 
upon this name which now turns out to be Telicon. It was late in the evening 
and I was anxious to go home, and I assumed that was what I was looking for. 
I put the address down and just neglected to check the spelling of the telephone 
directory and what I had previously put on the blank. I found what I thought 
at the time was what I was looking for, which now turns out to be Telicon. I 
was looking for Telechron . . . and just through haste I just found the word 
‘Telicon’ and assumed that was what I was looking for.”’74 

Carl L. Titus identified PX. 5, a letter and envelope of Armour Research 
Foundation, dated June 21, 1946 and addressed to “Warren Telicon Company,” 
inquiring as to one of plaintiff’s products. “Warren Telechron Company” was 
intended and both Mr. Titus and his secretary were confused. Titus dictated 
and signed the letter but did not notice the name was “Telicon” rather than 
“Telechron” when the letter came back to him from his secretary. He said 
“the extreme likeness of the two names made it—well, made it not noticable that 
there was actually an error in the spelling of the word, ‘Telechron,’ for whom 
I intended the letter” and “the extreme likeness of these two names would most 
certainly confuse a secretary to whom such a letter may have been dictated. 
Miss Seymore had been with me for approximately three years and was well 


Ibid. 

Tr. pp. 126, 127. 
Tr. pp. 132-135. 
PX. 46; Tr. p. 135. 
Tr. pp. 138-39. 

Tr. pp. 135-36. 

Tr. pp. 147-51, 153. 
Tr. pp. 154-5. 
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acquainted with the files. However, again the likeness of the names confused 
even her.”75 

Confusion is found where on three instances orders were received for 
plaintiff’s radios (Telechron) and defendant filled those orders and sold its own 
radios (Telicon). Eric H. Palmer was employed at Fordham Radio Supply 
on June 25, 1946, when Mr. Piper called there and asked him to order a “Tele- 
chron” radio from Telicon Corporation. Palmer telephoned Telicon Corporation 
and inquired about a “Telechron” radio, and was told they could supply a 
“Telechron” table model. He then made out an order and mailed it to defend- 
ant. About July 15th a messenger arrived from Telicon with a radio in a carton 
bearing the word “Telicon.” He and Piper examined the radio and found it 
was a “Telicon” radio.76 

Defendant admitted X. 3 to plaintiff’s Request for Admissions’? was a 
true copy of an order received by defendant from Veterans Amusement Co. 
for a “Telechron” radio, and that a “Telicon” radio was shipped in response 
to this order. 

Harold A. McGee testified about the letter written by Kolman Grollman 
of Grollman Hardware, Inc., to defendant, requesting a “Telechron” radio table 
model, and identified the “Telicon” radio received by Mr. Grollman.7* Defend- 
ant admitted that X. 1 to plaintiff’s Request for Admissions’? was a true copy 
of the order received from Grollman for a “Telechron” radio, and that defend- 
ant shipped to Grollman a “Telicon” radio in response to this order. 

A clerk in Macy’s radio department when asked to point out plaintiff’s 
product was concerned with demonstrating defendant’s product. Piper, accom- 
panied by his wife, asked the clerk at Macy’s if they had the “Telechron” radio; 
the clerk said he did, and led them over to a “Telicon” set.8° There were other 
instances of confusion on the part of many other store employees of different 
concerns. On June 28 and 29, 1946, Piper, accompanied by his wife, visited 
eight department stores in New York and Brooklyn.*! Piper’s instructions were 
to find the stores which sold “Telicon” radios. He had Mr. Precious make 
this preliminary investigation.** Piper then called on some of these stores to 
ask for “Telechron” and see what happened.** On the same day at Blooming- 
dale’s he asked the clerk if they had a “Telechron” radio and the clerk replied: 
“Telicon? We have a table model.”®* One June 29th Mr. and Mrs. Piper called 
at a Davega Radio Store, and Piper asked the clerk if he had a “Telechron” 
radio. The clerk said “Yes” and led them over to a “Telicon” radio and phono- 
graph combination. Piper asked “Is this Telechron made by the same manu- 
facturers who make the Telechron clock and radio combination where you 


Titus Dep. in PX. 62, pp. 4, 5, 6 
ones oe in PX. 63, pp. 2, 3, 4, 5, 8, 9, 26, 27, 29, 53; PX. 9. 


~— Dep. in PX. 63, pp. 94-5, 101-04; PX. 18, 20, 68. 
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set the time for arising before going to bed the night before?” and the clerk 
said “Right, yes, that is right.”®5 One June 29th Mr. and Mrs. Piper went 
to the Namm Department Store in Brooklyn. Piper asked the clerk there if they 
had a “Telechron” radio. The clerk said “Yes” and after further talk led them 
over to a “Telicon” radio and phonograph combination with a tag marked 
“Telecon.” In the course of talk with the clerk Piper asked if this radio were 
made by the same people who made the “Telechron” clock and radio combina- 
tion, and the clerk said “Yes, but I believe that G. E. makes a Telechron com- 
bination like that also.” Asked if the manufacturer of the radio also makes a 
“Telechron” clock and radio combination, the clerk replied “Yes.”°® On June 
29th at Michael Bros. Department Store in Brooklyn, Piper asked the clerk 
if they had a “Telechron” radio, and he said “Yes,” pointing to a “Telicon” 
radio and phonograph combination.®7 


The names under which the parties did business show the corporate names 
are likewise strikingly similar. True, at the time defendant began to use 
“Telicon,” plaintiff’s ““Telechron” was not the sole element of its corporate name. 
But, “Telechron” was its mark and the predominent word in its corporate name; 
and both its products and its business had been generally known by the use 
of the word “Telechron.” Apprised of invasion, plaintiff acted promptly to 
protect its right. Plaintiff first learned of defendant’s “Telicon” in January 1946. 
One of G. E.’s patent attorneys had for over twenty years presided as guardian 
angel in protecting plaintiff’s mark “Telechron.” In January 1946 he saw in the 
Patent Office Gazette publication of the mark “Telicon” for piezo electric 
crystals. G. E. then recommended that plaintiff should institute proceedings in 
opposition. At once, such action was instituted.** It was not until May 1946 
that plaintiff learned of defendant’s use of “Telicon” with radios. Kokins, then 
plaintiff’s president, learned of it in May or June through a letter from one of 
plaintiff’s agents. Mr. Blair, plaintiff’s sales manager, received that letter 
with a “Telicon” radio advertisement attached in May 1946, and that was the 
first time he had heard of “Telicon.”®° Mitchell first heard of Telicon Corpora- 
tion in June of 1946 in connection with the opposition proceeding.®! Mr. 
Warner, the attorney who had seen the “Telicon” trade-mark application in 
relation to piezo electric crystals, did not hear of the use of “Telicon” in connec- 
tion with radios until June 1946 when he attended a meeting at Mr. Holmes’ 
office for preparing testimony in the opposition.®? 

After this, plaintiff investigated defendant’s activities; then followed the 
formal infringement notice and the institution of the case at bar. Piper was 
engaged to make an investigation with respect to “Telicon” radios in the summer 
of 1946, and he and others under his direction worked on it in June 1946 and 


Tr. p. 168. 

Tr. pp. 192, 169, 170. 

Tr. p. 170. 

Warner Dep. in PX. 61, pp. 30-32; Tr. pp. 40-1. 
Tr. pp. 41-2. 
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later.°2 The complaint herein was filed on September 20, 1946, and the answer 
admits plaintiff had given defendant written notice of infringement and unfair 
competition. Although proceedings in opposition made known to defendant 
that plaintiff challenged the use of “Telicon,” defendant thereafter commenced 
advertising its product and in the Spring of that year (1946) offered its radio 
product for sale. Plaintiff’s opposition was filed in January 1946.%* The 
earliest “Telicon” radio advertisement in the record is DX. 22, published March 
14, 1946.95 The first showing of samples of “Telicon” television receivers was 
on October 10, 1946.96 


4. There are two issues here involving plaintiff’s rights and defendant’s 
trespass. They involve trade-mark infringement and unfair competition. They 
arise out of the same facts but “are not separate causes of action, but different 
grounds asserted in support of the same cause of action.”°7 Trade-mark infringe- 
ment and unfair competition are related because “The common law of trade- 
marks is but a part of the broader law of unfair competition.”®> But, the cause 
of action—in this case plaintiff’s right to protect its “Telechron” name, trade- 
mark and good-will against infringement and invasion by confusingly similar 
name and trade-mark “Telicon” on the same and related goods—must be 
assayed for each ground for relief. 


a. The trade-mark infringement is a statutory question because plaintiff’s 
mark is registered.°® Plaintiff, if successful, is specifically entitled to injunc- 
tion, accounting and other relief where there is a “colorable imitation” of the 
registered mark “upon or in connection with the sale of merchandise of sub- 
stantially the same descriptive properties as those set forth in the registra- 
tion.”100 

b. While the issue of unfair competition calls for application of common 
law and equitable principles, facts which support a suit for infringement and 
those which form the basis for unfair competition are substantially the same.!°! 


c. Yet, under the broader view of unfair competition, circumstances may 
create equitable relief although there is no statutory trade-mark infringement.1©2 
In fact, I sat on a case in our Court of Appeals where Judge Forman pointed 
out the propriety of considering the two issues of mark infringement and unfair 
competition.1°% He wrote: 


“The counterclaim sets forth two causes of action, although not separately stated 
—one based upon infringement of trade-mark and the other based upon unfair com- 


93. Tr. pp. 161, 172, 176, 186-88. 

94. Tr. p. 41. 

95. Tr. p. 270. 

96. Tr. pp. 261-2. 

97. Hurn v. Oursler, 289 U. S. 238, 246-7 [23 T. M. R. 267]. 

98. Hanover Star Milling Co. v. Metcalf, 240 U. S. 403, 413. 

99. Under the Act of Feb. 20, 1905, 15 U. S. C. A. §81 et seq. 

100. 15 U. S. C. A. §§96, 99, 100, 103. 

101. Armstrong Paint & Varnish Works v. Nu-Enamel Corp., 305 U. S. 315, 325 4 
T. M. R. 3]; Moxie Company v. Noxie Kola Company of New York, Inc., D. C. N. Y., 29 F 
Supp. 167, 172 [29 T. M. R. 345]. 

102. Vogue Co. v. Thompson-Hudson Co., 6 Cir., 300 F. 509. 

103. House of Westmore v. Denney, 3 Cir., 151 F. 2d 261, 266 [35 T. M. R. 318] 
(Biggs, C. J., Foreman and Leahy). 
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petition. The trial court dismissed the counterclaim. The finding of invalidity justi- 
fied this action insofar as the counterclaim sought a remedy for infringement. 
However, the trial court failed to find acts sustaining the dismissal of the counter- 
claim insofar as it dealt with the charge of unfair competition. The determination 
alone that Over-Tone is invalid is not dispositive of the issue of unfair competition. 
The invasion of the common law rights of Over-Tone alleged in the counterclaim 
upon which it prayed for relief therein is in issue. At least some evidence pertaining 
thereto has been introduced, and a determination should have been made as to 
whether or not it is a fact that Overglo engaged in unfair competition against Over- 
Tone and the legal conclusions to be drawn therefrom.” 


INFRINGEMENT 


Any simulation of a mark which has the potential to induce the ordinary 
purchaser to buy the merchandise to which the mark is affixed as the product 
of the owner of the mark, infringes and equitable relief will be granted.1° 


1. “Telechron” is registered as to electric clocks and motors but used 
with a variety of switching and timing devices. It has been applied to switch 
and range timers, preselectors, and radios. The “Telechron” motor is a part of 
its clock. Radio use began in 1931 and continued by mutations to the war in 
connection with timing radio communications when the radio plan was deferred 
until “Telechron’s” radio production entered the field in 1945. The trade field 
of both plaintiff and defendant appears to move in the same trade channels. 


Piezo electric crystals are used in radio and television and electric clocks. Where 
goods are of the same descriptive properties, have an indentity of items and 
may be used together as parts of a set, sold by the same dealers and to the same 
class of the purchasing public, there is the possibility they may be regarded 
as emanating from the same source. 


2. The test of “colorable imitation in commerce” suggested by the statu- 
tory prohibition is not an analytical difference between marks of two competing 
products when placed in juxtaposition, but whether a sensory difference will 
be recognized by the ordinary purchaser when he does not have the opport- 
tunity for comparison—i.e., whether a deceptive similarity exists when average 
buyer is unable to distinguish defendant’s name or mark from his recollection 
of plaintiff's mark.1°® Short of this, resemblance constituting infringement is 
incapable of exact definition.1°7 A recent application of the rule suggested a 


104. Layton Pure Food Co. v. Church & Dwight Co., 8 Cir., 182 F. 24, 34. 


105. National Bellas Hess, Inc. v. RCA Mfg. Co., Inc., 50 U.S. P. Q. 467 (radio receiving 
sets and piezo electric crystals) ; Colonial Radio Corporation v. Colonial Television Corp., 
S. D. N. Y., 78 F. Supp. 546 [38 T. M. R. 770] (radio receiving apparatus and parts and 
television receivers) ; Mohawk Electric Corp. v. Rollinson, C. A. D. C., 25 F. 2d 551 (radio 
receiving sets and rectifiers, transformers, loud speakers, and other electrical goods); First 
Industrial Corp. v. Micro Products Corp., 72 U. S. P. Q. 175 (radio frequency transformers 
and other radio parts, and various type of switches used in radio and radar equipment as 
well as in other electrical applications); Yale Electric Corp. v. Yale & Towne Mfg. Co., 
C. A. D. C., 12 F. 2d 183 (locks, keys, and other hardware and batteries, battery cells, 
flashlights, and Christmas Lighting outfits) ; and see, in accord, the decision by Judge Learned 
Hand in Yale Electric Corp. v. Robertson, 2 Cir., 26 F. 2d 972. 
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107. McLean v. Fleming, 96 U. S. 245, 251. 





430 TRADE-MARK REPORTER 41 T.M.R. 


practical test. In La Touraine Coffee Co. v. Lorraine Coffee Co., 2 Cir., 157 F 
2d 115, 117 [36 T. M. R. 271], Judge Clark wrote: “To establish infringement, 
plaintiff need show only that the name adopted by defendants is so similar to 
its trade-mark as to be likely to cause confusion among reasonably careful pur- 
chasers. Defendants urge that there has been no showing of actual instances of 
confusion; but no such evidence is required. . . . The only question is whether 
or not the similarity of names is such as to make likely the deception of any 
appreciable number of ordinary prudent customers. 


“While the trial judge . . . concluded otherwise, we are constrained to 
think it is. . . . Defendants have attempted to distinguish ‘Lorraine’ from ‘La 
Touraine’ on the basis of the number of letters and syllables in the words, but 
this form of technical gymnastics is not determinative. See Celanese Corp. of 
America v. E. I. duPont de Nemours & Co., Cust. & Pat. App., 154 F. 2d 143 
(36 T. M. R. 130, 133]. The initial letters and the last syllables—probably the 
parts of any word which impress themselves most firmly upon the memory— 
are identical. The similarity is, of course, most striking in oral speech; a call 
for one in a store is likely to produce the other. Except on the tongues of pre- 
cisionists, both sound alike .. .” 


To me at least, ‘““Telicon” is colorable imitation—an infringement—of “Tele- 
chron.” The words, as suggested previously, have a similarity in spelling and 
sound. The marks have similarity in appearance whether in script or some 
other style. Of course, “the infringer rarely has the hardihood to make a 
Chinese copy ;’’!°* and “of course, few would be stupid enough to make exact 
copies of another’s mark’”!® because “similarity, not identity, is the usual 
recourse when one party seeks to benefit himself by the good name of another.’’!1° 
The proof in these cases is likelihood of confusion among those who are acting 
upon their memory of a particular mark.11!_ Judge Maris, as a nisi prius judge, 
observed : “It is equally clear that the granting of relief need not be conditioned 
upon the showing of actual deception of the public.”112 In a case where the two 
words approached an absolute identity in sound Judge Learned Hand discussed 
the importance of likelihood of confusion: “Of course, the burden of proof 
always rests on the moving party, but having shown the adoption of a similar 
trade name, arbitrary in character, I cannot see why speculation as to the chance 
that it will cause confusion should be at the expense of the man first in the field. 
He has the right to insist that others in making up their arbitrary names should 
so certainly keep away from his customers as to raise no question. In the case 
at bar there is at least ample doubt that this will be true. ‘Listogen,’ if the 
accent be on the first syllable, is like enough to ‘Listerine’ to serve as an apt 
means of substitution among those who have not already enough familiarity 


108. Enoch Morgan’s Sons Co. v. Ward, 7 Cir., 152 F. 2d 690, 693. 
109. Baker v. Master Printers Union of N. J., 34 F. Supp. 808, 811 [30 T. M. R. 640]. 
oy Celluloid Mfg. Co. v. Cellonite Mfg. Co., 32 F. Supp. 94, 97. 
Fox Fur Co. v. Fox Fur Co., 59 F. Supp. 12 (followed in Fox Fur Co. v. Fox 
Fur Co, D. C. Del., 60 F Supp. 701, 703 {35 T. M. R. 52]. 
112. Great Atlantic & Pacific Tea Co. v. A. & P. Radio Stores, Inc., 20 F. 2d 703, 705. 
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with the plaintiff’s article as to be safe from any such efforts. There is always 
a fringe of possible customers, next year’s for instance, with whom such oppor- 
tunities are not to be disregarded, people who have heard vaguely the old name 
or seen it in advertisements and who fail to carry it with accuracy in their 
memory. Among these confusion is eminently possible, and that possibility, 
if not a remote speculation, is quite enough.”4% 


I advert to the rules above merely to show the extension of equitable pro- 
tection. Here, there is, beyond likelihood of confusion, the fact of confusion and 
deception already occurred. Absent a test as to what is calculated to deceive, 
the realistic test is whether, under the particular set of circumstances, the com- 
peting product has actually confused and deceived.444 The recitation of the 
facts, as narrated, show the instances of outright confusion among purchasers. 
There was confusion likewise among the various sales-clerks, for the evidence 
indicates the clerks themselves were confused by the similarity of the marks 
“Telicon” and “Telechron.” Confusion among clerks is in itself enough to 
establish infringement because “it is certain that if clerks who sell a product 
are confused to the point of selling one article for another such is evidence of 
the probability of confusion by customers.”!!° 


UNFAIR COMPETITION 


1. In this case all the products of the parties are not identical; but 
they are related. This does not mean that all relief should be denied plaintiff ; 


113. Lambert Pharmacal Co. v. Bolton Chemical Corp., 219 F. 325, 326. 

114. Photoplay Pub. Co. v. La Verne Pub. Co., 3 Cir., 269 F. 730, 733. 

115. S. S. Kresge Co. v. Winget Kickernick Co., 8 Cir., 96 F. 2d 978, 987 [28 T. M. R. 

342]. 
By way of aside, it is suggested if the clerks in the instant case were not confused, 
they took advantage of similarity and the apparent customer confusion. Smith (Davega 
Stores), a defense witness, in explaining an incident of confusion on the part of an 
inquiring customer, said: “They get a customer in the booth, and you can’t be in there 
with him, and salesmen are sharp; they work for salary and commission; they want to sell 
as much as they can. If this salesman thought this man thought it was the Telechron, the 
same company, he would say yes. How are you going to stop that? It was nothing of 
our doing, and things like that happen, and much worse. That is probably just what 
happened in that case. If he had gotten another salesman who was a little more on the 
level, who knew what he was talking about, as this fellow probably did, but figuring that 
the customer would be more impressed if it was Telechron, he says Telechron. He had 
no business to do it.” 

The instrument of fraud rule applies to trade-mark infringement. The leading American 
case of Von Munn v. Frash, 56 F. 830, explores the rule. The English authorities have 
recognized it: “No man has a right to adopt and use so much of his rival’s established trade- 
mark as will enable any dishonest trader, into whose hands his own goods may come, to 
sell them as the goods of his rival.” Johnson v. Ewing, L. R. 7 App. Cas. 219; and Manu- 
facturing Co. v. Loog, 18 Ch. Div. 412: “No man is permitted to use any mark, stars, or any 
other means whereby, without making a direct false representation himself to a person who 
purchases from him, he enables such purchaser to tell a lie, or make a false impression, to 
somebody else, who is the ultimate customer.” 

Mr. Justice Brandeis restated the rule: “The honest manufacturer’s business may suffer, 
not merely through a competitor’s deceiving his direct customer, the retailer, but also through 
the competitor’s putting into the hands of the retailer an unlawful instrument, which enables 
the retailer to increase his own sales of the dishonest goods, thereby lessening the market for 
the honest product. That a person is a wrongdoer who so furnishes another with the means 
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on the contrary, relief may be had when goods, though different, are so 
related as to fall within the mischief which equity should prevent. In fact, our 
Court of Appeals has said: 
“The applicable law on the issue of unfair competition is briefly this: There was 
at one time a rule of law, on which the defendants stand and at which they stop, to 
the effect that there can be no unfair competition unless there is actual competition 
of some kind. Borden Ice Cream Co. v. Borden’s Condensed Milk Co. (C. C. A.), 
201 F. 510. But the law since then has taken a step onward. Unfair competition may 
exist not alone in the sale of goods of the same character but in the unfair appro- 
priation and use of the trade name of another with the intention, of course, thereby 
to profit in the sale of goods either of a related character or that suggest the origin 
of the name appropriated. Such an act is not an infringement of a trade-mark, as a 
trade name, not a trade-mark, is there involved, but it is a trespass of the same 
nature as that committed by a man who applies another man’s name to his own 
goods. And it is a wrong which equity will enjoin even where the goods of the two 
men do not enter into competition.”116 


In this District, Judge Morris discussed one of the controlling rules, 
applicable to the case at bar, when he said: 


“That branch of the law to which has been given the name ‘unfair competition’ 
has not developed along rigid or narrow lines. It affords relief wherever, by reason 
of an unjustifiable act, the goods of one party to the suit will probably be accepted 
by the purchasing public as the goods of another, for by such act the good will of 
the latter is put, to the latter’s injury, at the mercy of the former. 


“The goods capable of being so passed off are not limited to those that are 
identical or even to those that have the same descriptive properties. Many articles, 
quite dissimilar in their appearance, properties, and use, may nevertheless bear such 
relation to each other and be so associated in the mind of the public that confusion 
and deception touching their respective origins will follow as a natural consequence, 
if their dress or marks are similar.”117 


So, too, Judge Learned Hand has said :118 


“Tt is now well settled in this country that a trade-mark protects the owner 
against not only its use upon the articles to which he has applied it, but upon such 
other goods as might naturally be supposed to come from him. * * * The theory on 
which the wrong has been extended to include the use of the mark on goods never 
made or sold by the owner, is that, though the infringer’s user cannot at the moment 
take away his customers, it may indirectly do so by tarnishing his reputation, or it 
may prevent him from extending his trade to the goods on which the infringer is 
using the mark. That would seem as much a violation of the interest which the mark 
serves to protect, as though it was used upon the same kind of goods as the owner 
sells. That interest is that he shall be secure in the meaning of the mark to those 
who wish to deal with him.” 


Under the theory of these cases, clearly the use of ‘“Telicon” as a trade- 
mark is unfair. 


of consummating a fraud has long been a part of the law of unfair competition.” Federal 
Trade Commission v. Winsted Hostery Co., 258 U. S. 483, 494. 
116. Kotabs, Inc. v. Kotex Co., 3 Cir., 50 F. 2d 810, 812 [21 T. M. R. 592]. 
117. Wm. A. Rogers, Ltd. v. Majestic Products Corp., D. C. Del., 23 F. 2d 219, 220. 
118. L. E. Waterman Co. v. Gordon, 2 Cir., 72 F. 2d 272, 273 [24 T. M. R. 374]. 
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2. Another phase of defendant’s activity constitutes a facet of its unfair 
competition, i.e., the use of Telicon as defendant’s corporate name. Telicon 
Corporation is improperly similar to Telechron, Inc., as a corporate name. 
The plaintiff had Telechron for its mark and it is the predominant word in its 
corporate name; and both its products and its business have been generally 
known by the use of the word “Telechron.” Under such circumstances, it is 
entitled to protection from the junior party when it attempts to enter an allied 
field. Mr. Justice Sutherland observed?!® that: 

“The general doctrine is that equity not only will enjoin the appropriation and 
use of a trade-mark or trade name where it is completely identical with the name of 

the corporation, but will enjoin such appropriation and use where the resemblance 

is so close as to be likely to produce confusion as to such identity, to the injury of 

the corporation to which the name belongs. * * * There may be, of course, instances 

where a single word in the corporate name has become so identified with the par- 

ticular corporation that whenever used it designates to the minds of the public that 
particular corporation. * * *” 


Here, ““Telechron” has been the mark for plaintiff’s products and the em- 
phatic word in its corporate title. It has been the trade name by which 
plaintiff and its business were familiarly known for years before defendant 
adopted “Telicon” as its mark and as its corporate name for similar purposes. 
~The subject of such rights was considered in Standard Oil Co. of New 

{ Mexico v. Standard Oil Co. of California, 10 Cir., 56 F. 2d 973, 977-78 [22 


’T. M. R. 363]: 


“Generally speaking, a trade-mark is applicable to the vendible commodity to 
which it is affixed, and a trade name to a business and its good-will. * * * 


“The general purpose of the law of unfair competition is to prevent one person 
from passing off his goods or his business as the goods or business of another. * * * 

“A business institution by handling only goods of high quality, by fair dealing, 
by judicious and honest advertising, by skillful management, and by prompt payment 
of its financial obligations over a period of years will establish a business reputation 
or good will which, though intangible, is of great value and is entitled to protection 
the same as any other property right. 

“A corporation may establish its corporate name as a trade name; it may build 
up a fine reputation for the high quality of its products, for financial responsibility, 
and for business integrity and fair dealing in vhe field within which it transacts its 
business. When another corporation enters that field for the purpose of engaging 
in a similar business and appropriates the same name or one so similar as to cause 
confusion in the minds of the public, its ability to injure the senior corporation is not 
limited solely to competition in the sale of its products. Any act committed by the 
junior corporation which would cause damage to the credit, or reputation for integ- 
rity and fair dealing of the senior corporation, if committeed by the latter, would 
injure it if the public, because of the similarity of the names, should attribute such 
act to the senior corporation. 

* * * * . * 

“A corporate name or trade name identifies a corporation; it also identifies its 
business and the goods or services which it sells or renders. If a junior corporation 
appropriates such name or a name so similar thereto as to lead to confusion, it 
appropriates the reputation that goes with it and removes that reputation beyond the 


119. American Steel Foundries v. Robertson, 269 U. S. 372, 381. 
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power of the owner to protest. Unless the junior’s business is so foreign to the 
senior’s as to insure against the public confusing the two, it is unlawful. Yale 
Electric Corp. v. Robertson (C.C. A. 2) 26 F. (2d) 972; Del Monte Special Food 
Co. v. California Packing Corp. (C. C. A. 9) 34 F. (2d) 774 [19 T. M. R. 443]; 
Certain-Teed Products Corp. v. Philadelphia & Suburban Mortg. Guarantee Co. 
(C. C. A. 3) 49 F. (2d) 114 [21 T. M. R. 433]; and cases cited note 1, infra. 


“There was a time in the history of the law of unfair competition when it was 
a debatable question whether a merchant’s good will indicated by his trade name or 
trade-mark extended beyond such goods as he sold (Yale Elec. Corp. v. Robertson 
(C. C. A. 2) 26 F. (2d) 972-973), but it is now well settled that the law of unfair 
competition is not confined to cases of actual market competition. If one fraudu- 
lently sells his goods or his services or his securities as those of another, injury may 
result to the latter although he is not engaged in the manufacture or sale of like 
goods. Where one passes off his goods, his services, or his business as the goods, 
services, or business of another, equity will intervene to protect the good-will and 
business reputation of the latter from any injury liable to be caused thereby.” 


A case of unfair competition, involving the use of corporate name, arose 
in the Delaware state courts, where the facts showed a confusion in close par- 
allel to the case at bar. In that case’*° Chancellor Wolcott said: 


“The next question is—does the defendant’s name bear such resemblance to the 
complainant’s name as to lead the public to confuse the identity of the two? The 
evidence shows that it does. It discloses that there has been some confusion of mail, 
the police department of Philadelphia has taxed the complainant with littering the 
streets with advertising circulars which bore the defendant’s name, complaints have 


been made to the complainant of dissatisfaction with the quality of goods sold by it 
which were in fact sold by the defendant’s subsidiary, and the complainant’s credit 
with one supply house was withdrawn for a period of time because of the belief 
that the complainant had become a part of the defendant’s chain. These circum- 
stances are enough to show that the public confuses the identities of the complainant 
and defendant. Where such confusion exists, it is but reasonable to expect that the 
complainant’s trade will be adversely affected. 


“But damage to sales is not the only sort of injury which courts will consider 
in determining whether an injunction should issue against the use by a defendant 
of a name which confuses its identity with the complainant. In Akron-Overland 
Tire Co. v. Willys-Overland Co., 273 F. 674 (11 T. M. Rep. 281) the Circuit Court 
of Appeals of the Third Circuit, sustained the action of the lower court [Delaware 
U. S. District Court] in enjoining the defendant from using the word ‘Overland’, 
notwithstanding the business of the appellant was that of selling automobile tires 
while that of the appellee was the manufacture and sale of automobiles, two busi- 
nesses that were in no wise competitive. The court took the view that the appelee 
was entitled to be free from the possible danger to its reputation and credit which 
would result by the public’s confusion of the identity of the appellant with the 
appellee and the consequent holding by third parties of the appellee to be accountable 
for the appellant’s acts. A similar situation is shown to have existed in the instant 
case, for on at least one occasion the complainant has been rather severely taken to 
task by a purchaser of a radio set which was said to be inferior in quality and which 
had been sold not by the complainant but by the defendant. How much such adverse 
criticism of the quality of the complainant’s articles has been engendered by the 
confusion of the complainant’s identity with the defendant’s, it is impossible to say. 
If some of it has been voiced to the complainant, it is not unreasonable to conclude 


120. American Radio Stores v. American Radio & Television Stores Corporation, Del. 
Ch., 150 A. 181. 
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that considerable of it has been either silently entertained or perhaps spread around 
amongst acquaintances. In either case the criticism is a source of injury. 


“Wall v. Rolls-Royce of America (C. C. A.) 4 F. (2d) 333 (15 T. M. Rep. 239), 
was similar in principle to the case just cited and was to the like effect. In that 
case the two businesses were non-competitive. But the court said that just as the 
appellant could benefit by using the distinctive word in the appellee’s well known and 
highly honorable name, conversely the appellee could and doubtless would be injured 
by having its good-will and fair name detracted from by the appellant’s use of 
the word. 


“Tt is true that in the cases just referred to the view was justified that there was 
an express intent on the part of defendant to make a wrongful use of the name, and 
here no evidence of such express intent is shown. But evidence is disclosed of harm- 
ful results to the complainant in fact, and it is reasonable to suppose that if results 
of that kind have occurred in the past they will continue into the future. Where 
that is the case it is not necessary for the complainant to show an express intent and 
design on the part of the defendant to injure the complainant’s trade, ***.” 


3. I shall not pause to decide whether the record in the case at bar con- 
tains evidence of original intent on defendant’s part in adopting “Telicon” to 
copy plaintiff's use of “Telechron.” However, defendant persisted after notice 
of plaintiff’s assertion of its rights. Defendant at that time made no decision 
to change. After January 1946, it deliberately expanded the use of “Telicon” 
to radios and television sets. Continued use of a mark after challenge may 
block a defense against deliberate imitation.}*+ 


This is the case which occurred at trial. Facts were established, in my 
opinion, to show both trade-mark infringement and unfair competition. Con- 
fusion, mistake and deception occurred in connection with defendant’s use of 
the word “Telicon.” Under this facet of the litigation, plaintiff would be enti- 
tled to equitable relief. But, as stated before, after the trial closed, defendant 
applied to reopen the case in order to adduce further evidence. The effect of 
the new evidence and defendant’s latest theory of its case must be considered 
and decided. 


The Case As Reopened 


Defendant moved to reopen the case, after trial, for the introduction by it 
of evidence which it claimed would show plaintiff's mark “was adopted as the 
identifying and generic name” of a patented device. 


At the second-trial plaintiff reviewed certain of the old facts and urged addi- 
tional new facts in support of its position. Emphasizing the facts already in the 
record, defendant pointed out that the Warren Clock Company was originally 
in the business of manufacturing battery-driven clocks—sold as Warren Clocks. 
In 1916, Henry Warren, president and founder, invented a self-starting syn- 
chronous electric clock upon which he obtained four patents in 1918 covering the 
device and its component mechanisms.!** Later, Warren selected the name 


121. G. H. Mumm Champagne v. Eastern Wine Corp., 2 Cir., 142 F. 2d 499, 501-2 
[34 T. M. R., 196] (Judge Learned Hand), cert. den., 323 U. S. 715 [34 T. M. R. 362]; 
Queen Mfg. Co. v. Isaac Ginsberg & Bros., Inc., 8 Cir., 25 F. 2d 284, 288. 

122. Tr. pp. 344-5; DX. 39, 40 and 83. 
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Telechron, which combined the terms “tele” and “chron” to designate this new 
type of time indicator and from then on the name “Telechron” was imprinted 
on the face of each clock.!*3 In 1921, “Telechron” was registered as a trade- 
mark.!*4 In 1923, “Telechron” was again registered, and this time for applica- 
tion to motors. Defendant refers to the fact that plaintiff's own advertising de- 
scribes the “Telechron” products as a new type of time-keeping device and the 
greatest improvement since 1700;!5 the Encyclopedia Britannica defines Tele- 
chron in the same fashion as contained in plaintiff’s advertising material ;!°° and 
other technical publications similarly define Telechron.1*7 Defendant claims 
the testimony shows “electric clock” applies to all clocks activated by elec- 
tricity,'28 whereas a Telechron clock is a special type of electric clock “decidedly 
different from any other clock,”!*® and first motivated by a self-starting syn- 
chronous motor in this country.1%° 


In 1917 General Electric acquired a 50% interest in the Warren Clock Com- 
pany and by 1943 it owned 100% of the plaintiff’s stock.!°!_ By agreement, the 
motor field was in the province of General Electric and the clock field exclusively 
with Telechron.!3?_ The plaintiff enjoyed its patents with no competitors prior 
to 1926, after which non-self-starting synchronous clocks came on the market and 
infringers appeared. Infringement litigation brought about license agreements 
so that in 1935 only three infringers remained—Waltham, Western and Seth- 
Thomas. 


The point of defendant’s factual reference is clear. However, the crux of 
its latest defense is that as descriptive words are not validly registrable as trade- 
marks, “Telicon” is not an infringement of “Telechron.” On this basis, defend- 
ant contends even at the time of adoption and registration, “Telechron” was a 
term descriptive of a product of plaintiff and it was so introduced to the public 
by plaintiff. Reference, defendant says, to standard English dictionaries shows 
that “tele” is defined in the same manner by all lexicographers; it appeals by 
definition to be a combination derived from classical Greek having the English 
meaning “far,” “far-off,” “distant” and “remote”; with respect to applications, 
it appears the word is commonly used to designate electrical devices from a dis- 
tance or remotely activated by the transmission of electrical impulses; and the 
dictionary describes the operation of electrical synchronization employed in the 
field of electrical application where there is a combination formed of “tele” used 
as a prefix to the dictionary name of various devices—for example, the prefix 
is used to name electrical instruments for measuring, i.e., telehydrometer, 
telemeter, telemetrograph, for recording—teleanemograph, telebarograph, tele- 


123. Tr. p. 362; DX. 81, 35. 
124. PX. 25; DX. 41. 

125. DX. 48. 

126. DX. 1. 

127. DX. 565-6. 

128. Tr. p. 487. 

129. Tr. p. 410. 

i: Tr op BD. 

131. Tr. p. 45; DX. 81. 
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barometer, telemanometer, telemeteorgraph; for communication—telegraph, 
telephone, telecrystograph, teletypewriter ; for object, image and facsimile repro- 
duction—teleiconograph, teleautograph, telechirograph, telegraphoscope, tele- 
metrograph, telectroscope, telephoto, televisor. 


Thus, defendant argues, “Telechron” is a combination of “tele” and “chron” 
and is simply descriptive of any electric clock. More than that, it aptly describes 
synchronous motored electric clocks and synchronous electric time indicating, 
measuring and recording devices, as well as their component elements of a syn- 
chronous clock. The record establishes, defendant contends, when ‘“Telechron” 
was first used as a trade-mark in 1919, and from then on, it was used only for 
alternating current synchronous motored electric clocks under the Warren pat- 
ents; and plaintiff itself introduced its clock to the consumer public as being 
synonymous with and descriptive of its newly invented time indicating devices. 
Defendant points to the long array of plaintiff's advertising material to support 
the statement; and argues as of the time of adoption and registration, “Tele- 
chron,” at the utmost, was a term suggestive of the product of plaintiff. De- 
fendant points out that the origin of manufacture denoted by the mark “Tele- 
chron” in its usual script form on the face of defendant’s clock is to that clock 
alone. 


Defendant contends before there can be any consideration whether unfair 
competition has been made out, it is necessary first to determine whether plain- 


tiff has established secondary meaning. Defendant relies on the two leading cases 
which have held that one claiming secondary meaning for a descriptive mark 
has the burden of proving such mark has come to unqualifiedly denote to the 
consumer public that the product to which it is applied originates from the com- 
plainant ; Kellogg Co. v. National Biscuit Co., 305 U. S. 111-18, 19 [28 T. M. R. 
569] ; Canadian Shredded Wheat Co., Ltd. v. Kellogg Company of Canada, Ltd. 
(Privy Council, 1938), 55 R. P. C. 125.138 


Defendant’s final point is under the teachings of the cases ““Telechron” was 
a word free for any public usage long before defendant adopted “Telicon” as 
its mark and corporate name; hence, such use by defendant can amount to neither 
trade-mark infringement nor unfair competition. The fact that plaintiff’s mark 
was applied to a patented product, it is claimed, does not change the general rule 
and thereby give monopolistic power of exclusion even for the period of the 
life of the patent, for patents do not carry with them a grant of exclusive user 
of the marks applied to the things patented along with the grant of exclusive 
right to make the patented things.1%* Plaintiff, defendant charges, instructed the 


133. Other cases recognizing the rule are: Beneficial Industrial Loan Corp. v. Allenstein, 
5 Cir., 173 F. 2d 38 [39 T. M. R. 308]; Wilhartz v. Turco Products, Inc., 7 Cir., 164 F. 2d 
731 [38 T. M. R. 195]; Skinner Mfg. Co. v. Kellogg Sales Co., 52 F. Supp. 432 [33 T. M. R. 
494]; aff’d 8 Cir., 143 F. 2d 895 [34 T. M. R. 274], cert. den., 323 U. S. 766; Steem-Electric 
Corp. v. Herzfield-Philippson Co., 7 Cir., 118 F. 2d 122, 125-26 [31 T. M. R. 85]; McGraw- 
Hill Publishing Co. v. American Aviation Associates, 117 F. 2d. 293 [30 T. M. R. 113]; 
Dryice Corp. v. Louisiana Dry Ice Corp., 5 Cir., 54 F. 2d 882 [22 T. M. R. 91], cert. den., 
286 U. S. 558; Kellogg Toasted Corn Flakes Co. v. Quaker Oats Co., 6 Cir., 235 F. 657. 

134. Seeger Refrigerator Co. v. White Enamel Refrigerator Co., 178 F. 567; Seeger 
Refrigerator Co. v. Parks, 178 F. 283. 
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public as to the suggestive nature of the mark’s word, generically used the word 
“Telechron,” and constantly impressed on the public that the mark was being 
used for the product of the invention of Warren, the founder and president; 
and that such secondary meaning can never be established with respect to marks 
descriptive of patented products when adopted. Canadian Shredded Wheat Co., 
Ltd. v. Kellogg Co. of Canada, Ltd., supra!®® It is the teachings, defendant says, 
of the Singer, infra, and Kellogg cases that it is conclusively presumed that any 
trade-mark applied to a patented product becomes and remains a term descrip- 
tive of such product during the life of the patent; and this, defendant urges, is 
a conclusive presumption derived from judicial recognition of compelling public 
policy. Defendant calls for the application of Singer Mfg. Co. v. June Mfg. Co., 
163 U. S. 169 that as a matter of law, upon expiration of the patent any descriptive 
mark applied to the product of the patent passes in to the public domain as the de- 
scriptive name of the patented product and that, even if during the life of the 
patent the owner had a trade-mark right of exclusive user, upon expiry he ceases 
to have such right and thereafter has no greater rights than any other adopter for 
a mark of a descriptive term from the common language.!*6 


To this new portion of the case, plaintiff raised a caveat. In asserting that 
the mark “Telechron” is (1) descriptive; (2) suggestive; (3) weak; and (4) 
generic, defendant has jumbled these words with indiscrimination and sometimes 
synonymously, plaintiff argues. 


The Special Issue Raised By Defendant On The Case As Reopened 


1. It would appear “Telechron” meets the test of validity for a trade-mark. 
Marks are 1. coined, 2. created by common words in an arbitrary sense, or 
3. by acquisition of secondary meaning for words which are descriptive, geo- 
graphical or surnames in their primary meaning. No difference exists between 
a new word arbitrarily coined for use as a mark and an existing word having a 
known meaning but adopted for trade-mark use in a non-descriptive significance. 
Words used in an “arbitrary sense” have assumed many connotations ;!57 while 
“coined” words are invented trade-marks.1*® Words making up such marks at 


135. In this connection, Judge Woolsey has said: 

“Patentees may not properly attempt to immortalize their patents by the use of trade- 
marks or counts in unfair competition.” Corning Glass Works v. Pasmantier, 30 F. Supp. 
477, 481 [30 T. M. R. 137]. 

136. On this point, defendant relies on two cases in our Court of Appeals: Amiesite 
Asphalt Co. v. Interstate Amiesite Co., 3 Cir., 72 F. 2d 946 [24 T. M. R. 492], and Yale & 
Towne Mfg. Co. v. Ford, 3 Cir. 203 F. 707. 

137. “Beau Brummel”—haberdashery: Weisbaum Brothers—Brewer Co. v. Irving Brandt 
& Company, Inc., 34 U. S. P. Q. 40; “Eagle’—snuff: De Voe Snuff Co. v. Wolff, 6 Cir., 
206 F. 420; “Lightning”—hay knives: Hiram Holt Co. v. Wadsworth, 41 F. 34; “Tea Rose” 
—flour: Hanover Star Milling Co. v. Metcalf, 240 U. S. 403; “White House”—coffee: 
Dwinell-Wright Co. v. Co-operative Supply Co., 148 F. 242; “Fashion Park”—men’s clothing : 
Rosenberg Bros. & Co. v. Elliott, 3 Cir., 7 F. 2d 962. 

138. “Argyrol”—antiseptic: Barnes v. Pierce, 164 F. 213; “Cedarine”—furniture polish: 
Allen v. Walker & Gibson, 235 F. 230; “Tetterine”’—tetter remedy; Shuptrine v. Eucaline, 
40 F. 2d 303; “Zephyrlite’—flashlight: Scovill v. United States Electric Mfg. Corp., 31 F. 
Supp. 115, 120 [30 T. M. R. 255]; “Suavelle”—satin-face silk fabric; Pocono Rubber Cloth 
Co. v. J. A. Livingston, Inc., 3 Cir., 79 F. 2d 446 [25 T. M. R. 543]. 
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times suggest an attribute of the products to which they are attached. The 
quality of being “suggestive” does not condemn their validity as trade-marks. 
The distinction to be watched is the difference between a descriptive term and a 
suggestive trade-mark. The suggestive mark intimates a fact; a descriptive 
word denotes a particular characteristic.1°9 


Thus, at the time “Telechron” was adopted by plaintiff it was not the 
generic name of any object, nor did it describe anything. Its source of adoption 
was first as a mark for electric clocks, then it took over synchronous motors, 
timing devices, selectors used on radios and radios proper. The products them- 
selves all had generic names before the mark ‘“Telechron” was applied to them. 
The generic names still exist today, e.g., electric clocks, synchronous motors, 
timers, selectors, radios. Throughout the long history of plaintiff’s manufac- 
ture, its competitors selling similar devices have never attempted to use the mark 
“Telechron” to identify any of their particular products. Plaintiff answers the 
defendant’s charge that “Telechron” is a “weak” mark by demonstrating that 
a weak mark is one used to suggest quality or grade, such as “Gold Medal,” 
“Blue Ribbon,” or “Royal.” “Telechron” contains no connotation of either 
quality or grade. It has been applied to a variety of plaintiff’s products; has 
been used exclusively by plaintiff over a long period of years. Its long life 
and commercial success has demonstrated its strength in the market place. 


2. My reading in the literature has covered hundreds of cases dealing with 
many subjects pertaining to trade-mark infringement and unfair competition. 
The experts in the field have been hard put to work out a scheme among the 
multiple decisions. Instance after instance may be cited where decisional results 
are patently incompatible. A pattern of logic has failed to result, I believe, be- 
cause each decision is controlled by its particular facts. This type of litigation 
presents fact cases. This makes it difficult to apply precedents which are con- 
clusive. The soundness of any particular court’s decision is controlled by the 
fidelity of the application of established legal principles to a particular set of 
facts for adjudication.14° The area of trade-mark protection has been recently 
treated by Judge Clark in La Touraine Coffee Co., Inc. v. Lorraine Coffee Co., 
Inc., 2 Cir., 157 F. 2d 115 [36 T. M. R. 271], cert. den. 329 U. S. 771, and in 
Judge Frank’s challenging dissent in that case. 

Defendant, here, attempts to place a burden on plaintiff that the mark is 
descriptive or “if deemed registrable as a suggestive mark” it is not infringed 
by “Telicon” for plaintiff has not met the factual burden of proof of secondary 


139. In Selchow v. Baker, 93 N. Y. 59, 64, the mark “Sliced Animals” was held valid 
because suggestive, but not descriptive, of animal picture puzzles. The same test was applied 
in Sleight Metallic Ink Co. v. Marks, 52 F. 2d 664, and the mark “Metallic” was held invalid 
because it was a necessary description of inks which had a metallic luster. The descriptive 
word “Metallic” states both color and composition of a particular product. Likewise, a 
generic term identifies a product by its basic name. Scrapple, cereal, etc., are semantically 
known as generic terms for the objects they identify. They can not be valid trade-marks 
for such objects because they are used to identify the objects. The essential function of a 
trade-mark is to identify the source of the product. 

140. Premier Malt Products Co. v. Kasser, 3 Cir., 26 F. 2d 1021; Stephano Brothers, 
Inc. v. Stammtopoulos, 2 Cir., 238 F. 29, 94; Glenmore Distilleries Co. v. National Distillers 
Products Corp., 23 F. Supp. 928, 931 [28 T. M. R. 485], aff’d 101 F. 2d. 479 [29 T. M. R. 305]. 
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meaning and deceptive intent. Where the mark is arbitrary there is no such 
burden. Moreover, the record is clear “Telechron” connotes source of product 
with plaintiff. The evidence and the extent of the proofs are replete connecting 
the mark with the products and the general public familiarity with “Telechron” 
and its use.!41_ As to deceptive intent, there was no burden on plaintiff for such 
proof where the mark is validly registered. Intent, here, is of no moment.’ 
Where adoption and use of a registered arbitrary mark has been established and 
confusing similarity of a defendant’s mark on goods of the same class have been 
demonstrated, plaintiff's burden of proof has been fully discharged. As to the 
charge of unfair competition, defendant had the right to justify its adoption of 
the similar mark by way of defense in avoidance; but it has not met this burden. 
On the contrary, there are facts to show intent to infringe and to compete unfairly. 


3. Defendant’s main defense, upon the reopening, was that “Telechron” has 
passed into the public domain. It states its theory: 


“However, the teachings of the Singer and Kellogg cases is that it is con- 
clusively presumed, and therefore is a matter of law, that any trade-mark applied 
to patented product became and remained a term descriptive of such product during 
the life of the patent * * * The doctrine of the case of Singer Mfg. Co. v. June Mfg. 
Co., 163 U. S. 169 (1896) is that as a matter of law, upon expiration of the patent 
any mark applied to the product of the patent passes into the public domain as the 
descriptive name of the patented product; * * *” 


This view is that, “as a matter of law” even if a trade-mark during the life 
of a patent and after expiration identified the maker or source of a product, still 
the fact there was a patent on a product, to which the mark was affixed, is suffi- 
cient to pass the mark into the public domain—make it a generic term, regardless 
of whether it had ever acquired a generic meaning. 


I can not agree defendant’s postulate is a correct statement of the law. 
Whether or not a mark applied to a patented product becomes generic and passes 
into the public domain appears to be a question of fact, not of law.148 


While defendant states Warren obtained four patents, the record shows 
plaintiff held many more, covering numerous articles on parts and improve- 


141. E.G., 1090 advertisements by 26 electric clock manufacturers over 20 years, 
(1929-49) which show 85 typical advertisements that competitors had never made reference 
to “Telechron” in connection with the sale of their products, except two manufacturers 
who used the mark to indicate their clocks contained motors of plaintiff. 

142. “Guilty knowledge or fraudulent intent is not an essential element of infringement 
of such a mark. It is well settled that an infringement will be restrained irrespective of 
the question of intent on the part of the infringer. Saxlehner v. Siegel-Cooper Company, 
179 U. S. 42, 43, 21 S. Ct. 16, 45 L. Ed. 77. This is based upon the ground that the original 
proprietor has a qualified property right in the trade-mark, of which the pirate has made 
unlawful use. 

“The right to an injunction is not made to depend upon the fact that deception was 
either intended or practiced. If the opportunity is furnished where deception may ensue, 
a basis exists to grant injunctive relief. Lawrence Mfg. Company v. Tennessee Mfg. Com- 
pany, 138 U. S. 537, 555, 11 S. Ct. 396, 34 L. Ed. 997.” Mishawaka Rubber & Woolen Mfg. 
Co. v. S. S. Kresge Co., 6 Cir., 119 F. 2d 316 [32 T. M. R. 42]. 

- 143. Handler and Pickett, “Trade-Marks and Trade Names,” 30 Col. Law Rev. 168. 
“It must not be forgotten, however, that there is no rule of law that the name of a 
patented article becomes generic upon the expiration of the patent. There is not even a 
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ments. The usual practice was for plaintiff to reproduce its mark on its 
products as the trade-mark signature on its advertising. The mark was first 
devised and used in 1919; and subsequently, throughout the life of the 
patents and since, plaintiff has manufactured many designs of electric clocks, 
motors, selectors and timers; it has applied the mark to all of these, including 
radios. Such use served the purpose of identifying the goods for source. 
Throughout this time, as one witness testified, there was an “epidemic” of 
other manufacturers of similar products. No competitior used the mark 
“Telechron” to identify his products. The record is bare of any evidence 
competitiors had the need of using the word or were restricted in the sale of 
their particular products by their inability to use it. In fact, competitors’ 
testimony indicates the contrary. They recognized the mark as plaintiff's. 


It is difficult to see how “Telechron has become a generic term. It has 
been used on numerous articles. It can not be said to be generic for electric 
clocks, for synchronous motors, range timers, radio clock timers, selectors 
or radios. It is not generic for all these products, nor would it appear to be 
generic for any one. So, too, it could not be generic for defendant’s related 
products such as crystals, radios or televison sets. 


I can not agree that the defense in the case at bar is impregnable under 
Kellogg Company v. National Biscuit Company, 3 Cir., 91 F. 2d 150, [27 T. M. R. 
281], 96 F. 2d 873, 305 U. S. 111 [28 T. M. R. 569] and Singer Mfg. Co. v. 


presumption that the name becomes publici juris. Whether or not it does is purely a 
question of fact.” 

144. W. Kenneth Sessions, President of the Sessions Clock Company, having been con- 
nected with the business since 1917 and having succeeded his father who had founded the 
business, and thus having had a long and wide knowledge of the clock field, testified 
(Tr. pp. 540-41): 

“Q. Now, I believe you have told me, sir, that you took the presidency of your com- 
pany in 1920 and went there in 1917, which is about thirty-three years ago. I want to ask 
you whether or not to your knowledge any clock manufacturer other than the Telechron, 
Inc. and its predecessors ever used in connection with the manufacture of a clock the term 
‘Telechron’? 

“A. Not to my knowledge. 

“Q. I will ask you the same question with respect to motors and timers, whether or 
not any other manufacturer, any manufacturer other than Telechron, Inc. and its prede- 
cessors, ever used the term ‘Telechron’? 

“A. I never saw them. 

“Q. Out of this long experience in the clock business, Mr. Sessions, may I ask you 
whether or not “Telechron’ is considered by the manufacturing and dealing trade as the 
trade-mark of the Telechron, Inc. and its predecessors? 

“A. I believe it is universally considered the trade name—trade-mark.” 

On cross-examination, Mr. Sessions testified (Tr. p. 568) : 

“Q. All right, Mr. Sessions, will you tell us what the word ‘Telechron’ means to you, 
and I understand you to be a clock manufacturer of many years standing? 

“A. Mostly it mean competition.” 

Arthur W. Hayden, with twenty years’ experience in the manufacture and distribution 
of motors, testified (Tr. pp. 578-79) : 

“Q. Now, I want to ask you, sir. whether to your knowledge any other company or 
person than the Telechron, Inc. and its predecessors have ever used the term ‘Telechron’ 
in connection with motors ? 

“A. Definitely not. The trade name “Telechron’ was recognized as a trade-mark of 
the Telechron Company. 

7 I will ask you the same question with respect to electric clocks. To your knowl- 
edge has anybody else ever used that term? 

‘A. Only in a situation where the company purchased the Telechron motor, and even 
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June Mfg. Co., 41 F. 208, 163 U. S. 169. Here, again, it is necessary to examine 
the fact situation in Kellogg before applying its teaching. Kellogg did nothing 
more than determine, as a matter of fact, the term “Shredded Wheat” had always 
been generic and descriptive of the product.1#° The English authority held to 
the same effect in the Canadian Shredded Wheat Co., Ltd. v. Kellogg Co. of 
Canada, Ltd., heard before the Judicial Committee of the Privy Council on 
appeal from the Court of Appeal for Ontario, Canada, 55 R. P. C. 125.146 In 
Kellogg, the patents were basically for the product and the process of making 
it as well as the machinery used in the manufacture. In the patents themselves 
the word “shredded” was constantly used as descriptive. Beyond the patents 
themselves, the factual record demonstrated beyond doubt that the material 
and manner of use of the word was both generic and descriptive. The pre- 
ponderant proof was that “Shredded Wheat” was understood by the trade and 
public to describe the product. The testimony came from a variety of witnesses 
throughout the United States, e.g., wholesale and retail grocers, a demonstrator, 
salesmen, restaurant dealers, housewives and individual consumers. Kellogg 
is no analogue to the case at bar. 


This applies to the Singer case also. The Court at no place suggested that 
“Singer” became generic because of the patents or the expiration of the patents. 
It did decide that the name had become generic of the product patented, and 
that it passed to the public with the expiration of the patent. The true doctrine 
of the Singer case has found its way into the Restatement of the Law of Torts, 


§735, Comment (1)(b), that “There is no rule that a trade-mark for a patented 
article ceases to be a trade-mark on the expiration of the patent,” that “it is 
not by the expiration of the patent or secret, but by the change of meaning 
in the market, that such a designation ceases to be a trade-mark,” and that 
“the existence of the patent is simply a circumstance which may facilitate 


those parts were sold under the trade name of the respective company, such as Herchede. 
There are two or three others. 

“Q. Finally, I ask you whether or not ‘Telechron’ is generally recognized by the motor 
and clock industry as the trade-mark of the Telechron, Inc. ? 

“A. Definitely.” 

On cross examination, he testified (Tr. p. 586): 

What does the word ‘Telechron’ mean to you, sir? 

“A. It is the trade-mark of the Telechron Company. 

“Q. It means nothing more than a trade-mark? 

“A. No. It identifies the source, the same as ‘Hayden’ identifies products of ours. 

“OQ. Aside from source doesn’t it identify type? 

“A. Definitely not, because they make—the Telechron Company has a number of 
products—clocks, motors, timers. 

“Q. Don’t you know, Mr. Hayden, that there is only one type of Warren motor? 

“A. I know that there are several types.” 

145. “The plaintiff has no exclusive right to the use of the term ‘Shredded Wheat’ as 
a trade name. For that is the generic term of the article, which describes it with a fair 
degree of accuracy; and is the term by which the biscuit in pillow-shaped form is gener- 
ally known by the public. Since the term is generic, the original maker of the product 
acquired no exclusive right to use it. As Kellogg Company had the right to make the 
article. it had, also, the right to use the term by which the public knows it.” Mr. Justice 
Brandeis (pp. 116-17). 

146. Lord Russell of Killowen wrote: 

“It must be remembered that shredded wheat was not only the name given by the 
inventor to a new product which could be baked into a biscuit, but was also descriptive 
of the product both as to its composition and its appearance.” 
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the change of meaning in the market.” The factual record in Singer was 
voluminous. Quantities of evidence show that “Singer” had been used by 
the patent owner, by its competitors, by the trade, and by the public, to 
designate the product rather than the source of manufacture; by such use, 
“Singer” had become generic for sewing machines of a particular class and 
type.147 

The Singer doctrine has never been applied where the mark is used in connec- 
tion with an entire line of products, such as here, for a generic name can only 
be a name of a particular article. An arbitrary term applied to a whole line of 
products can not be generic. This distinction has been noted by an expert 
specialist in the profession ; Mr. Nims}48 has written: “A name used on different 
articles made by the same concern cannot be the generic name for one of these 
articles, even though that one article once was patented. The name ‘Singer’ 
was used on various types of sewing machines, but the Singer machines, as a 
whole, represented a class which became known to the public under that com- 
prehensive name.” 


CONCLUSION 


On the factual proofs and applicable law I think the preliminary injunc- 
tion which I have issued should now be made final, and plaintiff should be 
given appropriate relief upon the remaining prayers in its complaint. The 
decree, of course, will be settled on notice. 


APPENDIX TO OPINION 


Appendices were filed with defendant’s brief. They consist of material 
not in the record. Appendix A contains excerpts from articles published in 
1922 in “Illustrated World” and “Literary Digest.” While publication source 
is identified, authorship is anonymous. There is a discussion of a “little known 
device known as a ‘Telechronometer,’ which registers accurately the amount 


of time one talks on the telephone.” Appendix A contains a patent history of 
the device. Appendix C contains a note from the Encyclopedia Britannica on 
“Telechron,” as well as purported references and quotations from other pub- 
lications. As stated, this material was not in evidence. In any event, its worth 
as evidence is deficient. It does not show whether the noted device was ever 
used as a trade-mark or if it had any public connotation. There is no showing 
of any real commercial existence. 





147. E.g., the evidence showed that many companies used “Singer” as a part of 
the names of their machines—“Stewart Singer,” “Chicago Singer,” “Williams Singer,” 
“Canadian Singer,” “German Singer,” among others. It was on this basis that the Court 
decided there was “no other possible designation, in the mind of the general public.” 


148. Unfair Competition and Trade-Marks (4th Ed.) Vol. 1, pp. 581-82. 
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SMITH, KLINE & FRENCH LABORATORIES v. 
ERIC HILL CO., INC., ET AL. 


No. 27367—-U. S. D.C. N. D. Ohio-——February 20, 1951 


CouRTS—PLEADING AND PracticeE—Motions to Dismiss 


Unrair CoMPETITION—BASIS OF RELIEF—GENERAL 
Complaint alleging that plaintiff created a demand on behalf of public for its products 
because of their distinctiveness; that defendant manufactured identical pills; that 
defendant had knowledge of established market for plaintiff’s pills; that defendant 
intended to deceive the public and to injure plaintiff; and that such deception or “palm- 
ing off” has occurred; held sufficient to state a cause of action under Rule 8 of Federal 
Rules of Civil Procedure. 


Unfair competition suit by Smith, Kline & French Laboratories against Eric 
Hill Co., Inc., Med-Drug Supply Co., Great Lakes Pharmacal Corporation, Paul 
N. Hiller, Morris Ehrich, Gerard Ehrich, and Thomas T. Sashihara. Defend- 
ants’ motion to dismiss complaint denied. 

F. O. Ricuey and H. F. Scunemer, of Cleveland, Ohio, and Georce J. Harp- 

ING, of Philadelphia, Pa., for plaintiff. 

S. Etpripce SAMPLINER, of Cleveland, Ohio, for defendants. 
FREED, D. J.: 

Defendants in their motion misconceive the gravamen of the plaintiff's com- 
plaint. It is alleged that plaintiff has created a demand, on behalf of the buying 
public, for its products because of their distinctiveness; that defendants have 
manufactured identical pills; that defendant had knowledge of an established 
market for plaintiff’s distinctive pill; that defendant intended that the public be 
deceived and plaintiff injured thereby ; and that such deception or “palming off” 
has occurred. These allegations are sufficient to state a cause of action within 
the purview of Rule 8, Federal Rules of Civil Procedure. 

The objection of defendant that certain of these averments are conclusory 
is not sound. There are no prohibitions in the rules against pleading conclusions. 

Motion to dismiss will be overruled. 


SMITH, KLINE & FRENCH LABORATORIES v. MIDWEST 
CHEMICAL DEVELOPMENT CORPORATION, ET AL. 


No. 27368—U. S. D. C. N. D. Ohio—February 20, 1951 


CourTs—PLEADING AND PracticE—Mortions FoR SUMMARY JUDGMENT 


Motion for summary judgment is method by which litigants may test issues of 
law raised by facts which are not in issue; and facts may be established by pleadings, 
depositions, affidavits or admissions. 

Motion to dismiss, by individual defendants, treated as one for summary judgment 
since they rely on depositions taken by plaintiff. 

On facts of record, motions for summary judgment denied since there are genuine 
issues as to material facts which proscribe the granting of motion for summary 
judgment. 
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UnFair COMPETITION—BaASIS OF RELIEF—GENERAL 
Manufacturer who places in hands of another, goods which he knows may cause 
deception, is liable for unfair competition. 
Where complaint alleged that individual defendants participated in fraud held that 
they may not avoid consequences of their conduct by hiding behind corporation of which 
they are officers, directors, stockholders or employees. 


Unfair competition suit by Smith, Kline & French Laboratories against Mid- 
west Chemical Development Corporation, Albert Fischer, Harry F. Affelder, 
Irene B. Lewis, and Herbert Buckman. Defendants’ motion to dismiss complaint 
and alternatively for summary judgment denied. 

F. O. Richey and H. F. Schneider, of Cleveland, Ohio, and George J. Harding, 
of Philadelphia, Pa., for plaintiff. 

Bruce B. Krost, Woodling & Krost, and Howard R. Hirsch, of Cleveland, Ohio, 
for defendants. 

Freep, D. J.: 

This is an action for unfair competition in which the plaintiff seeks injunc- 
tive relief and an accounting. 

In substance, the following factual situation is presented. Plaintiff is a 
pharmaceutical house which markets amphetamine sulfate tablets under the 
trade-mark “Benzedrine” and dextro-amphetamine sulfate tablets under the 
trade-mark “Dexedrine.” These products are sold in labeled packages to whole- 
sale drug distributors who, in turn, sell to retail druggists. The retailer dis- 
penses these drugs in his own package on the prescription of a physician. 

Prior to May 1949, the plaintiff marketed “Benzedrine” as round, white, 
single and double scored tablets; “Dexedrine, as round, yellow, single scored 
tablets. In that month, the plaintiff commenced to market “Benzedrine” in a 
so-called “heart shape” with a pinkish color and “Dexedrine” in a similar shape 
and with an orange color. 

The plaintiff alleges that these colors and this shape were wholly non- 
functional and were adopted so that its tablets might be readily distinguished 
from tablets of the same chemical composition marketed by others. Plaintiff 
extensively advertised the new appearance of its products, and alleges that the 
tablets as they presently appear are well-known to the drug trade, the medical 
profession and the consuming public and are identified as the product of the 
plaintiff. 

The plaintiff charges that the defendants, jointly and severally, about March 
15, 1950, began to manufacture and to market these drugs in tablets which 
closely imitate the distinctive color and shape adopted by the plaintiff, that this 
was done for the purpose of inducing and enabling others to palm off these 
tablets as the tablets of the plaintiff, and that such palming off has occurred. 

The corporate defendant moves to dismiss the complaint for failure to state 
a claim and, alternatively, for summary judgment. The individual defendants 
move to dismiss the complaint for failure to state a claim upon which relief can 
be granted. The motion for summary judgment is based on the complaint and 
depositions of the individual defendants and another individual associated 
with the defendant corporation which were taken by the plaintiff. 
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The corporate defendant relies on the deposition testimony which relates 
that Midwest merely manufactured pills for its customer, Heart Pharmaceutical 
Corporation, and for Heart alone. In fact it appears that Heart furnished the 
necessary machinery for the manufacture of the pills. The position of the de- 
fendant is this: “The sole charge against Midwest is that as a manufacturer, 
it duplicated certain tablets to a customer’s order and supplied those duplicate 
tablets to its one customer in bottles bearing the customer’s name. There is a 
complete absence of any other activity by Midwest. There is good authority as 
well as sound reasoning for the view that the act of duplication in itself is not 
actionable.” 


The motion for summary judgment is a method by which litigants may 
test issues of law raised by facts which are not in issue. These facts may be 
established by the pleadings, depositions, affidavits, or admissions. If it appears 
that one party is entitled to judgment as a matter of law, the Court may enter 
such judgment. Rule 56, Federal Rules of Civil Procedure. 


Assuming that the depositions prove conclusively that Midwest has not made 
any representations to druggists, or in any way induced druggists to “palm off’ 
these pills, the fallacy of defendants’ position at once becomes obvious. Unfair 
competition takes place in many various forms, only one of which is the active 
solicition of deception by druggists. Another form of unfair competition, and 
that upon which plaintiff relies, is what is popularly termed contributory infringe- 
ment or contributory unfair competition. A manufacturer, who places into the 
hands of his immediate purchaser, goods which he knows may cause deception, 
is liable for unfair competition, Andrew Jergens Co. v. Bonded Products Corp., 
21 F. (2d) 419 (1927) ; 2 Nims, Unfair Competition (4th ed. 1947) §284; See 
also Warner & Co. v. Lily & Co., 265 U. S. 526 (1924); New England Awl & 
Needle Co. v. Marlborough Awl & Needle Co., 168 Mass. 154, 46 N. E. 386 
(1897). 

The complaint charges that plaintiff has created a demand, on behalf of the 
buying public, for its products because of their distinctiveness; that defendants 
have manufactured identical pills; that defendant had knowledge of an estab- 
lished market for plaintiff’s distinctive pills; that defendant intended that the 
public be deceived and plaintiff injured thereby; and that such deception or 
“palming off” has occurred. These averments are not negated by the depositions 
in the record. Thus, in these respects, there are genuine issues as to material 
facts which proscribe the granting of the motion for summary judgment. To 
resolve, before all the facts are developed, that there was no demand for plain- 
tiff’s distinctive pills or that defendants’ imitation did not cause deception 
would be premature in view of the disputed issues of fact. 


Though termed a motion to dismiss, the individual defendants rely on their 
depositions taken by the plaintiff. Such motion shall therefore be treated as one 
for summary judgment, Rule 12(b). 

Defendants contend that the testimony adduced at the deposition hearing 
proves that these individuals were merely officers, directors, stockholders, or 
employees of the corporation and consequently they are in no way responsible 
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for the actions of the corporation. No authorities are cited to support this 
conclusion. 

This position is unsound. The complaint charges that the defendants indi- 
vidually participated in the fraud. If true, they may not avoid the consequences 
of their conduct by hiding behind the corporation. To determine, at this stage 
of the proceeding, that the individual defendants are free from wrongdoing 
would be impossible. The mere assertion that the individual defendants did not 
commit the wrongs charged in the complaint cannot be accepted as a complete 
defense. A complete disclosure of the factual situation at the time of the trial 
will resolve the liability of the individual defendants. 

The motions will be overruled. 


LOCKWOOD v. FRIENDSHIP CLUB, INC. 
No. 5136—U. S. D. C. D. Md.—February 14, 1951 


TrapE NamMes—Worps INCAPABLE OF ExcLusiveE APPROPRIATION—DESCRIPTIVENESS 

“Friendship Club” held descriptive of dance hall or ballroom business. 

Courts—ConFLict or LAws—APPLICABLE LAw 

Maryland law held controlling in unfair competition case in federal court where 

jurisdiction is based only on diversity of citizenship. 
Unratr CoMPETITION—BASIS OF RELIEF—GENERAL 

Maryland law held in accord with the general law of unfair competition regarding 
trade names. 

Decision in unfair competition cases depends upon particular facts. 

Tests to be applied are to determine from the facts whether adoption of same or 
similar trade name was (1) by unfair, fraudulent or deceptive action or intent of 
defendant; (2) whether the parties are in competition; (3) whether there is reasonable 
likelihood of confusion; (4) whether defendant’s acts tend to injure plaintiff’s busi- 
ness reputation or impair his patronage. 

Plaintiff held to have failed to prove secondary meaning in the term “Friendship 
Club.” 

Unrair CoMPETITION—LIKELIHOOD OF CONFUSION—PARTICULAR INSTANCES 

Defendant’s use of “Friendship Club” in Baltimore in connection with ballroom 
held not likely to cause confusion in the public’s mind with similar business conducted 
under the same name by plaintiff in New York. 


Unfair competition suit by Lester Lockwood against Friendship Club, Inc. 
Complaint dismissed with costs. 
Maurice Cardin, of Baltimore, Md., and Jrving F. Goodfriend, of New York, 
N. Y., for plaintiff. 
Morris A. Baker, of Baltimore, Md., for defendant. 
CHESNUT, D. J.: 
The complaint in this case relates to alleged unfair competition in the use of 
a trade name. It seeks an injunction, accounting for profits and damages. The 
answer denies any unfair competition or interference with the plaintiff’s business 
or injury to him. The case has been heard on the pleadings and evidence in 
open court. From the evidence I find the following material facts. 
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The plaintiff is an individual who has conducted two dance or ballrooms in 
New York, one in the Bronx since 1941, and the other in Brooklyn since 1947, 
under the trade name of the Friendship Club. He restricts the patronage to 
middle-aged men and women admitting only those of 28 years of age or older. 
He sells no liquor and has carefully enforced decorum in its assemblies which 
are held for the most part only on Friday, Saturday and Sunday evenings from 
about 8 to 12 o’clock. He imposes no restrictions on personnel of patronage 
other than the age limit and required decorum in demeanor. He caters to a 
patronage of middle-aged persons who desire to engage in conservative dancing. 
For this purpose he engages an orchestra of five pieces. For a period of ten years 
he has advertised extensively in numerous daily papers, published in New York 
City, generally by one-inch advertisements, stating the name, Friendship Club, 
and location of the ballroom and the price of admission, which in recent years 
has been $1.00 per person. He has also advertised to some extent in maga- 
zines and by radio, and recently to a small extent in Boston and Philadelphia 
papers, and in 1950 in Washington saying “When in New York Visit the 
Friendship Club.” He has established no similar ballrooms in other cities al- 
though the plaintiff testified that he had some time ago considered opening such 
places in Washington or Baltimore but had found no suitable location. The 
nature of his business has received some favorable publicity in New York City. 
The plaintiff states he has spent over $100,000 in advertisement during ten 
years. His average number of patrons per evening is 750. He has a mailing 
list made up from names of patrons who have attended his place once or more. 
He says he has had in ten years more than a million patrons. From this list 
he produced the names of about ten residents of Baltimore. There is no evi- 
dence that they were more than occasiona! visitors while in New York, or that 
they went from Baltimore to New York to patronize the plaintiff’s ballroom. 

_ The defendant is a corporation formed under the general Maryland corpora- 
tion laws in December 1949. Its three officers formerly resided in Brooklyn, New 
York, and two of them had been close associates in the Army overseas. They 
(one of whom is a professional musician) were interested generally in entering 
the show business and came to Baltimore in 1948 and in December 1949 had the 
defendant incorporated and became its officers. One of them at least had on one 
or more occasions patronized the plaintiff's ballroom in Brooklyn. They were 
also familiar with other ballrooms conducted by a half dozen or more other per- 
sons or corporations in New York City along the same general lines of restricting 
patronage which pertain to the plaintiff's business. Several of these other 
ballrooms use a trade name or description similar to that of the Friendship 
Club, as, for instance, “Friendship Builders Dances”; “Make-A-Friend Club”; 
“Friendly Club.” There was hearsay evidence of clubs in other places operat- 
ing under similar names as for instance in Milwaukee, Indianapolis, Boston and 
Newark, and in some places in California. They said they adopted the name of 
“Friendship Club” for their corporation because the title seemed a good one as 
descriptive of the kind of patronage they desired to have but that in view of their 
prior acquaintance with the plaintiff's business in Brooklyn it is fairly infer- 
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able that they were somewhat influenced in adopting the name they did by the 
favorable publicity and apparent success of the plaintiff’s enterprise in New York. 
They opened their ballroom on January 20, 1950. 

The defendant’s ballroom is situated at 1717 North Charles Street in Balti- 
more City. They procured for the purpose an existing ballroom which had 
been known and still is known as the Famous Ballroom. However, they did 
not adopt that as the name of their business because several years previously 
there had been some unfavorable publicity with respect to its orderly conduct 
connected with or associated in some way with the place, and they desired to have 
it clearly known that the conduct of the ballroom was under an entirely dif- 
ferent management. They advertise by neon sign on a marquee the phrase 
“Friendship Dances.” The name Friendship Club is less conspicuously placed on 
the premises. Their business is conducted along very much the same lines 
of the plaintiff’s business (and that of numerous others) in New York with the 
exception that the age limit of their patrons is 25 instead of 28. They have 
no liquor license and apparently could not obtain one as that locality is now 
restricted for that purpose. They also enforce decorum although it is said that 
they do permit a modified and conservative form of jitterbugging, the latter not 
being allowed at all by the plaintiff. The decorum is well maintained by the 
defendant in its ballroom. There is convincing evidence to this effect from at 
least one experienced and disinterested witness of standing and position in the 
community. The defendant has also extensively advertised in the local Balti- 
more papers and by radio and television. During the first year of its business it 
spent over $6,000 in advertising. At first its patronage was small but has steadily 
increased until now it has an average attendance of 250 to 300 persons each 
night. It holds dances sometimes on Wednesday evening but mostly on Friday, 
Saturday and Sunday evenings from 8 until about 12 or later. The defendant 
also charges admission of $1.00 per person including tax. The defendant ad- 
vertises only locally in Baltimore City and its patronage is limited to residents 
of Baltimore City and its nearby suburbs, a few miles from the City. It engages 
a good orchestra. 

I find no evidence of any actual past, existing or probable future confusion 
in the public mind between the business conducted by the plaintiff and the 
defendant respectively. There is no evidence that the defendant’s business 
has attracted any of the plaintiff’s patrons. One witness who had been a 
patron of the plaintiff in New York and who came to stay in Baltimore for sev- 
eral months in 1950, says he was attracted by the defendant’s advertisement 
and noted the similarity of name and on one occasion visited the defendant’s 
ballroom and inquired if there was any connection between the plaintiff and de- 
fendant and was told there was not. No other such instance appears in the 
evidence. Plaintiff says that he visited the defendant’s place a few days ago 
and recognized and identified one person whom he had seen in his place of busi- 
ness in Brooklyn, New York, and thought he recognized some others but this 
seems too trivial to be important. On the occasion of this visit the plaintiff 
as a witness testified that he had had a conversation with the three officers of 
the defendant during which he said that one or more of them had expressed the 
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thought that they should not have adopted the trade name which had been 
used by the plaintiff and also that they admitted they had permitted or condoned 
or did not strictly enforce rules against liquor. But this conversation was denied 
by each of the three officers of the defendant and I find from a preponderance 
of the evidence that the plaintiff must have been mistaken in his recollection of 
the substance of the conversation. Both parties agreed that the conversation 
was amicable. Bearing in mind that the suit had been instituted by the plaintiff 
against the defendant on August 22, 1950, and the alleged conversation was 
only a few days before the actual trial of the case, it seems quite improbable 
that the defendant’s officers would have made the statements attributed to them. 
There is no evidence of deceptive or confusing or ambiguous advertising by 
the defendant and no evidence whatever of any effort on its part to deflect patron- 
age from the plaintiff and no evidence of competition between the parties. In 
the very nature of the case it seems improbable that there would be. And there 
is no evidence of copving by the defendant of the plaintiff’s advertising symbols, 
marks or descriptive devices such as existed in the case of the Stork Club, 36 F. 
Supp. 90 [31 T. M. R. 132]. The only similarity of signs are those that have 
been mentioned and one more; the defendant does have a sign in its ballroom 
reading “Be Friendly—Talk to Your Neighbor.” 
On these facts I conclude as a matter of law that the plaintiff is not entitled 
to the relief sought in the complaint and the latter must be dismissed with costs. 
We are not dealing with a federally registered trade-mark but only a trade 
name used by the plaintiff which consists of two familiar and generally used 
English words, which of themselves are fairly descriptive of the kind of business 
conducted by the plaintiff, and are in no way related to or suggestive of his per- 
sonal name. The jurisdiction of the court is based only on diverse citizenship 
and the Maryland law is thus controlling. Erie R. R. v. Tompkins, 304 U. S. 64. 
The modern law of unfair competition with respect to trade names has been 
recently reviewed by the Maryland Court of Appeals in Baltimore Bedding v. 
Moses, 182 Md. 229 [34 T. M. R. 17]. It is there pointed out (pp. 236, 237, 239, 
244 and 245) that the decision in such cases respectively must depend upon their 
own particular facts; that the law of unfair competition is designed to encourage 
fair trade and not to hinder competition but that [34 T. M. R. 21] “no one, espe- 
cially a trader, is justified in damaging or jeopardizing another’s business by 
fraud, deceit, trickery or unfair methods of any sort. This necessarily precludes 
the trading by one dealer upon the good name and reputation built up by an- 
other.” And again [34 T. M. R. 22] “The doctrine of unfair competition is 
based on the principle of common business integrity, and the power of a court of 
equity to uphold this principle has been extended to prevent deception of the gen- 
eral public through the employment of methods which are not on that basis * * * 
On the issue of confusion, it is not necessary that there be evidence of actual 
confusion in order to constitute unfair competition, but evidence only that the 
similarity of names and the method of operations thereunder, are sufficient to 
prove liability to deception. * * * Freedom of trade and fair competition are 
encouraged by the law in every way, and therefore appellant’s use of its cor- 
porate name should be prohibited only to the extent that it would trespass upon 
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the good name and reputation of appellees, as built up in this particular field of 
business over a long period of time.” 

In dealing with a particular case of unfair competition in the use of trade 
names (proper names) where liability to confusion in the public and prejudice 
to the plaintiff was found as a fact, Judge Coleman in this court, in the case of 
Fox Fur Co. v. Fox Fur Co., 59 F. Supp. 12, 16 [35 T. M. R. 52], some years 
ago said: “In order to constitute unfair competition with respect to a trade name, 
two elements must be present : the name must have acquired a secondary meaning 
or significance that identifies the plaintiff ; and the defendant must have unfairly 
used it or a simulation of it as respects the plaintiff, i.e. must have used it in such 
a way as will create or tend to create in the mind of the public, a belief that the 
name so used is that of the plaintiff or an affiliate of the plaintiff. 
If these elements exist, then defendant’s motive, except insofar as it may affect 
the extent of allowable damages, is immaterial.” 

I do not understand that plaintiff’s counsel in this case contends that the 
trade name Friendship Club has acquired a secondary significance such as 
is here referred to by Judge Coleman; and I find no evidence in this case at 
least to support such a contention with reference to the defendant’s Baltimore 
patronage. 

The name Friendship Club consists of two popular well-known English 
words which have a pleasant connotation. They are used because they are 
fairly descriptive of the kind of business activity of both plaintiff and defendant. 
They are words which naturally come to mind as a pleasant introduction to the 
activity sought to be encouraged. It is evident that this is so from the wide 
use of such terms with respect to other similar ballrooms in New York City and 
elsewhere. The plaintiff says that in consequence of his protest or threat of 
litigation some of the New York ballrooms which heretofore have used words 
such as “Friendship” or “Friendly” have changed or modified their designation. 
It may very well be that names of the same or very similar import in New York 
City would tend to confusion of the public with respect to the management of the 
enterprise and possibly inure to the detriment of the plaintiff's patronage; 
but the evidence does not show that this is or would be so as applied to Baltimore. 
The evidence in this case indicates clearly enough that persons who patronize 
defendant’s ballroom are those who enjoy reasonably conservative dancing with 
a good orchestra, where decorum is well observed. In its very nature it seems 
utterly improbable that residents of Baltimore would go to the expense and 
loss of time and trouble of making a visit to New York either by automobile, by 
train, by airplane or by bus for the purpose of enjoying an evening of dancing 
at a public ballroom open to any person 28 years of age or over without other 
restriction as to personnel and without special invitation. In other words, the 
activity is essentially one of a local nature only. Nor has Baltimore, a City of 
nearly a million population, been lacking in other ballrooms in the past or at the 
present time. 

There is nothing unique in the kind of ballroom or the restricted patronage 
thereof which the plaintiff is conducting in New York. As already pointed out 
there are perhaps a half dozen or more similarly conducted ballrooms in New 
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York; and there are others in other cities. Clearly the plaintiff has no prop- 
erty right or legal monopoly claim to this kind of business activity. 

It seems unnecessary to expand the opinion by reference to other specific 
cases in other jurisdictions. It may, however, be said that the Maryland law 
is seemingly in accord with the general law of unfair competition in relation to 
trade names. In Arrow Distilleries v. Globe Brewing Co., 117 F. 2d 347 [31 
T. M. R. 51], Judge Soper pointed out that such commonly used trade-marks or 
trade names as “Arrow” were entitled to a much narrower field of protection 
than other marks or names which are of distinctive or unique character. The 
facts in Little Tavern Shops Inc. v. Davis, 116 F. 2d 903 (4th Cir.), were of 
course quite different from those here involved. 

In conclusion it is, I think, sufficient to say that generally speaking 
in these unfair competition cases, the tests to be applied are to determine from 
the facts whether the adoption of the same trade name or one of similar ap- 
pearance or sound was (1) by unfair, fraudulent or deceptive action or inten- 
tion by the defendant; (2) whether the parties are in competition with one an- 
other; (3) whether there is reasonably probable public confusion, (even if no 
actual confusion is specifically proven) and (4) whether the defendant’s activity 
tends to injure the plaintiff's business reputation or impair his patronage. In 
the instant case, upon a preponderance of the evidence, I do not find any of these 
conditions to exist. 

Therefore, I conclude that the complaint must be dismissed with costs. 


Counsel may submit the appropriate order in due course. 


GOODYEAR RUBBER COMPANY vy. FOTRE, ETC. 
No. 11739—U. S. D. C. S. D. Cal.—January 19, 1951 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
The words “Gold Seal,” appearing on unserrated seal with the words “Goodyear 
Welts” appearing below, between concentric circles within the seal, used on leather 
work shoes, held an infringement of plaintiff’s trade-mark “Gold Seal,” appearing on 
representation of a serrated seal bearing the word “Goodyear” at the top and the words 
“Rubber Company” at the bottom, used on rubber boots, shoes, over-shoes, rubbers, etc. 
“Gold Award,” used by defendants since the institution of this suit, in the same 
type of lettering on the same seal, also held an infringement of plaintiff's mark. 


TrapE-MARK INFRINGEMENT AND UNFAIR COMPETITION—BASIS OF RELIEF—GENERAL 
Generally, ordinary words used for ordinary characterizations in a trade-mark cannot 
result in complete preemption of the field; but even geographic or descriptive terms may 
be enjoined, if used on labels which in writing and setup imitate another’s mark. 


TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION — Scope OF RELIEF — PARTICULAR 
INSTANCES 


Plaintiff held entitled to injunction restraining defendants from selling goods bearing 
the words “Gold Seal” or the representation of a seal or the word “Goodyear” in con- 
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nection therewith or any other words or devices likely to cause prospective purchasers 
to confuse defendants’ goods with those of plaintiff. 


Plaintiff held not entitled to damages, since the exclusive right to distribute plaintiff’s 
goods has been transferred to another; and any damages from competitive sales of 
defendants would accrue to the distributing agency and not to plaintiff. 


Plaintiff held entitled to costs. 


Trade-mark infringement suit by Goodyear Rubber Company against V. V. 
Fotre, V. G. Fotre, and Al Simmons, doing business as York Shoe Company. 
Judgment for plaintiff granting injunction and costs. 


Lyon & Lyon and Lewis E. Lyon, of Los Angeles, Cal., and Dike & Sanborn 
and George P. Dike, of Boston, Mass., for plaintiff. 

Aaron L. Lincoff and Benjamin J. Goodman, of Los Angeles, Cal., for defend- 
ants. 

YANKwIcH, D. J.: 
The above-entitled cause, heretofore tried, argued and submitted, is now 

decided as follows: 


Judgment will be for the plaintiff enjoining the defendants from selling 
goods bearing the words “Gold Seal” or the representation of a seal or the word 
Goodyear in connection therewith or any other words or devices likely to cause 
purchasers or prospective purchasers to confuse defendants’ goods with those 
of the plaintiff. No damages. Costs to the plaintiff. 


COMMENT 


The action is for infringement of trade-mark owned by the plaintiff. The 
trade-mark is “Gold Seal,” and consists of a representation of a serrated seal 
with the words “Gold Seal” in the center, the word Goodyear at the top, and 
the words Rubber Company at the bottom of the same, between concentric 
circles. The plaintiff has used the seal continuously on rubber boots, shoes, 
overshoes, rubbers or rubber footwear in interstate and foreign commerce for 
many years, dating back to prior to 1895. 


The defendant has imitated the mark by using a similar mark consisting of 
an unserrated seal with the words “Gold Seal” in almost identically shaped 
letters and the words “Guaranteed Genuine” above, and the words “Goodyear 
Welts” below these words between concentric circles within the seal. At times, 
it has attached cross ribbons to the seals. At others, the seal was used without 
them. While the mark of the plaintiff is used on shoes and boots made of 
rubber, and the imitated mark of the defendant is used on leather work shoes, 
it cannot be denied that the mark is a clear infringement. 


It may well be that the use of the words “Gold Seal” does not prevent the 
use of the word “Gold” in other combinations. For, generally, ordinary words 
used for ordinary characterizations in a trade-mark cannot result in a complete 
preemption of the field. See, 3 Restatement of Torts, § 731, Comment (3), p. 
602; American Steel Foundries v. Robertson, Commissioner, 269 U. S. 372, 383- 
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384; France Milling Company v. Washburn-Crosby Co., 7 F. 2d 304; Treager v. 
Gordon-Allen, 71 F. 2d 766 [24 T. M. R. 419]; Arrow Distilleries v. Globe Brew- 
ing Co., 117 F. 2d 347 [31 T. M. R. 51]. However, an examination of the mark 
in its various forms shows clearly the aim to imitate the plaintiff’s mark and 
capitalize its distinctive features in the use of the words “Gold Seal,” as well as 
the use of the word “Goodyear.” 


It may well be that the appellation “Goodyear Welts” in conjunction with 
welts has passed into the common parlance of the shoe trade and that many 
shoe manufacturers advertise certain types of shoes as “genuine Goodyear 
welts.” The defendants have introduced the boxes of one such manufacturer. 
But the fact still remains that the manner in which the word “Goodyear” is 
tied to the phrase of the seal is clearly imitative of the mark of the plaintiff. 


Reference was made at the trial to instances where even the use of a geo- 
graphic name has been held to be infringement, if it is used on labels, which, 
in writing and in their set-up, seek to imitate the mark of another. See, Modesto 
Creamery Company v. Stanislaus Creamery Company, 168 Cal. 289. And even 
use of ordinary descriptive words, may call for protection against the unwarranted 
use by others. Standard Oil Company of New Mexico v. Standard Oil Company 
of California, 56 F. 2d 973 [22 T. M. R. 363]; Hanson v. Triangle Publications, 
Inc., 163 F. 2d 74 [37 T. M. R. 645]. 


On some of its boots, the plaintiff attaches its mark with the seal in an 


unserrated form. In that form, it appears in Plaintiff’s Exhibit 11. In both 
forms, the defendants’ imitation is almost indistinguishable from the plaintiff’s 
mark. The serration is of very little significance. It is the imitation of the 
position of the words, the lettering, the emphasis on the word “Goodyear” and 
the like which spell infringement. 


Since the institution of this action, the defendants have changed the mark 
to “Gold Award.” But the lettering, the serration and other imitative features 
are present in the new mark as in the old. So, it, too, is infringing. 


However, I am of the view that, while the plaintiff is entitled to injunctive 
relief in the broad terms prayed for, it is not entitled to damages. For there is 
no proof in the record of any damages. In a deposition, one of the plaintiff's 
executives was permitted to state that the action of the defendants would damage 
the plaintiff in the sum of $5000. But this testimony was very general and was 
merely put in for jurisdictional purposes. The significant fact which calls for 
denial of damages is that the evidence shows clearly that the plaintiff does not 
distribute the goods to which the mark is attached. The right of exclusive dis- 
tribution has been transferred to the Goldseal Rubber Company. Under the cir- 
cumstances, if there are any damages resulting from confusion of sources, they 
would be suffered, not by the plaintiff, but by the distributor. 


So the case is clearly one where, while the plaintiff is entitled to injunctive 
relief, any damages traceable to the mark are not recoverable by it. See, Straus 
v. Notaseme Hosiery Company, 240 U. S. 179, 183; Mishawaka Rubber & Woolen 
Mfg. Company v. S. S. Kresge Company, 316 U. S. 203, 206 [32 T. M. R. 42]; 
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Lawrence-Williams Co. v. Societe Enfants Gambault Et Cie., 52 F. 2d 774, 775, 
777-778 [21 T. M. R. 608]; E. F. Prichard Co. v. Consumers Brewing Co., 136 
F, 2d 512, 519 [33 T. M. R. 370]; George W. Luft Co. v. Zande Cosmetic Co., 
142 F. 2d. 536, 541 [34 T. M. R. 190]; Obear-Nester Glass Co. v. United Drug 
Co., 149 F. 2d 671, 674 [35 T. M. R. 231]. 

In sum, the only right of the plaintiff which is infringed is the right to the 
mark and its use. As it attaches to goods, the distribution of which it has 
transferred to others, any damages from the competitive sales of the defendants 
would accrue to the distributing agency and not to the plaintiff. 

Hence the ruling above made. 


THE AMERICAN OIL COMPANY v. ASBESTOS MANUFACTURING 
COMPANY 


Commissioner of Patents—March 19, 1951 


OpposITIONS—EvIDENCE—ProoFr oF USE 
On facts of record, applicant held to have proved use of its mark on brake lining 
since 1931. 
OpposITIONS—PLEADING AND PracticE—GENERAL 
Use of opposer’s mark on goods not included in notice of opposition cannot be 
considered. 
TRADE-Marks—Goops oF DIFFERENT CLASSES—GENERAL 
Asbestos brake linings held specifically different in character and use from gasoline, 
motor fuels, and lubricting oils; and not ordinarily manufactured by the same companies. 
TraveE-Marxks—Marxs Not ConFusincLy SIMILAR—PARTICULAR INSTANCES 
In view of cumulative differences between the marks and the goods, held that there 


is no likelihood of confusion between “Amcobond,” used on asbestos brake lining, and 
“Amoco,” used on gasoline, motor fuels, and lubricating oils. 


Appeal from EXAMINER OF INTERFERENCES. 

Trade-Mark opposition by The American Oil Company against Asbestos 
Manufacturing Company. Opposer appeals from dismissal of notice of opposition. 
Affirmed. 

Mason, Fenwick & Lawrence, of Washington, D. C. for opposer. 
Whittemore, Hulbert & Belknap, of Detroit, Mich., for applicant. 
KLINGE, Examiner in Chief: 

This is an appeal from the decision of the Examiner of Interferences dis- 
missing the opposition filed by The American Oil Company opposing registra- 
tion by Asbestos Manufacturing Company of its mark “Amcobond” on the 
Principal Register under the Act of 1946, for “asbestos brake lining.” 

Both parties have filed testimony and briefs. 

Opposer-appellant has for a number of years sold automobile supplies and 
claims adoption and use of the mark “Amoco” for “gasoline, motor fuels, and 
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lubricating oils” as early as August 4, 1917, long prior to the earliest date of 
use of the mark “Amocobond” on brake linings by the applicant-appellee. This 
the applicant concedes. Opposer also claims use of its mark “Amoco” at a 
later date for a number of other products such as automobile tires, tubes, tire 
chains, batteries, spark plugs, brake fluid and many other items pertaining to 
the operation and maintenance of automobiles. A number of registrations of 
the opposer for the mark “Amoco” based on such uses are of record, the earliest 
of these being Registration No. 329,257, dated October 22, 1935, for auto polish. 
With the exception of registration No. 167,769 for gasoline, motor fuels, and 
lubricating oils, all of opposer’s registrations are subsequent to the date claimed 
by the applicant. 


On the basis of the testimony of applicant’s witness Cocklin, a factory em- 
ploye of the applicant since April 1, 1929, applicant claims a date of use of its 
mark ‘“Amcobond” as early as the summer of 1931. Opposer maintains that 
except for that testimony there is no proof evidencing use by the applicant of 
its mark prior to the year 1935, opposer alleging use of its mark “Amoco” on 
brake fluid in the year 1934. In regard to the question of the earliest date of 
use to be accorded the applicant the examiner stated: 


“There is some dispute between the parties as to the time, proven by applicant, 
of use by it of the mark ‘Amcobond’ on brake lining, opposer contending it is the 
year 1935 and applicant contending that it is the summer of 1931. It is the examiner’s 
opinion that the record supports in this respect applicant’s contention. The witness 
Cocklin testified that ‘since 1931 they have used the name “Amcobond” ’—that he 
was the man who placed the mark ‘Amcobond’ on the first strip of brake lining 25 
feet long, in the summer of 1931 on a very hot day on which other employes were 
permitted to go home, but he and three others were retained to do this work; that 
this piece was wrapped and taken to the shipping room and sent out in one piece, 
(Applicant’s Record 11-13) that he has been working for the applicant ever since, 
making lining, and that as far as he knows, no other products and no brake lining 
other than ‘Amcobond’ lining has been made by applicant since then. (Applicant’s 
Record 13-17). It is held, therefore, that applicant has proven use of its mark 
‘Amcobond’ on brake lining since the summer of 1931. 


“The evidence shows and applicant concedes that opposer has proven priority 
of use of the mark ‘Amoco’ on gasoline, motor fuels, and lubricants. (Applicant’s 
Brief 4, 5). 

“Opposer claims that it has established use of its mark since 1934 on various 
other products, among them hydraulic brake fluid. Such use, however, is subsequent 
to applicant’s use of its mark on brake lining, and moreover, the use of the mark 
‘Amoco’ for hydraulic brake fluid and any other goods not included in the notice of 
opposition cannot be considered. Norman Hoffmann Bearings Corporation v. Huf- 
nagel, 29 C. C. P. A. 732, 123 F. 2d 648, 1942 C. D. 176, 536 O. G. 5 [31 T. M. R. 
115].” 


I agree with that holding. 


The single issue here presented for decision is, therefore, whether there 
would be likelihood of confusion between the use of the mark “Amoco” as applied 
to gasoline, motor fuels and lubricating oils by the opposer, and the use of the 
mark “Amcobond” on asbestos brake linings by the applicant. 
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It is opposer’s contention that at the time applicant adopted and used the 
mark “Amcobond” for brake linings, opposer had extensively used and dis- 
tributed under its mark “Amoco” various automotive supplies, such as gasoline, 
motor fuel, and lubricating oils, and that such supplies are normally handled 
by the same channels of trade as are the applicant’s brake linings. If by “various 
automotive supplies” opposer means supplies other than gasoline, motor fuel and 
lubricating oils, I cannot agree with opposer that at the time the applicant 
adopted and used the mark “Amcobond” for brake linings extensive use had 
been made by the opposer of its mark “Amoco” on anything other than gasoline, 
motor fuel and lubricating oils. It is clear from the record that applicant was 
using its mark “Amcobond” long prior to the time when opposer extended the 
use of its mark “Amoco” to automobile parts and accessories. The only products 
on which the mark “Amoco” was used when the applicant started using its 
mark were gasoline, fuel oils and lubricating oils. 


It is also argued by the opposer that the marks are confusingly similar due 
to the substantial identity between “Amoco” and the first two syllables “Amco” 
of applicant’s mark. Thirteen decisions have been cited at pages 12 and 13 of the 
opposer’s brief as typical of the great number of cases holding marks confusingly 
similar because of similarity in sound. All of these cases, with the exception of 
one, are concerned with goods which are identical or substantially so. The re- 
maining case, Cluett, Peabody & Co. v. Wright, 18 C. C. P. A. 937, 46 F. 2d 711 
[21 T. M. R. 130], is concerned with marks which, as a whole, are not only 


similar in sound, but which in my opinion are identical in sound, namely, “Air-O” 
and “Arrow.” In the case here under consideration there is neither identity be- 
tween the goods nor identity of sound between the marks as a whole, as in the 
cases cited by the opposer. 


In the instant case asbestos brake linings are not only specifically different 
in character and use from gasoline, motor fuels and lubricating oils, but they 
are not ordinarily manufactured by the same companies. Even though such 
goods are often sold through the same trade outlets, that fact alone is not 
sufficient to warrant a finding favorable to the opposer since stores selling auto- 
motive supplies handle hundreds of items between many of which there is no 
relation in the mind of the average purchaser. 


The marks may be said to be similar in appearance only with respect to the 
terms “Amoco” and “Amco” the latter being the first and last syllables of 
opposer’s mark and the first two syllables of applicant’s mark. Otherwise, the 
entire marks are quite obviously different, especially in the manner in which 
they are accented, as well as in over-all appearance and sound. The examiner 
was of the opinion that the cumulative effect of the differences between the 
marks and the goods here involved is such that there is no likelihood of con- 
fusion in the concurrent use of these marks on their respective goods. I am in 
full accord with the conclusion reached by the examiner. 


The decision of the Examiner of Interferences is affirmed. 
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GENERAL MILLS, INC. v. KAPLAN RICE MILL, INC. 
Commissioner of Patents—March 20, 1951 


TrAvE-MArKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
The words “Gold Medal” above picture of a medal on which the letter “K” appears 
and “Kaplan’s Gold Medal,” held confusingly similar to “Gold Medal,” used on closely 
related goods. 
CANCELATIONS—BASIS OF RELIEF—GENERAL 


Where petitioner for cancelation relies upon respondent’s use of the words 
“Gold Medal,” held that respondent’s dropping of the name “Kaplan” from the mark 
“Kaplan’s Gold Medal” can be a matter of no concern to petitioner. 


Appeal from EXAMINER OF INTERFERENCES. 


Trade-mark opposition and cancelation proceedings by General Mills, Inc. 
against Kaplan Rice Mill, Inc. Kaplan Rice Mill, Inc., appeals affirmed. 


Anthony A. Juettner, of Minneapolis, Minn., for General Mills, Inc. 
W. Parker Jones, of Washington, D. C., for Kaplan Rice Mill, Inc. 


KuIncE, Examiner in Chief: 

This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences in an opposition and a cancelation proceeding. The opposer, General 
Mills, Inc., opposes registration by the applicant Kaplan Rice Mill, Inc., under 
the Act of 1946, or the words “Gold Medal” arranged above the picture of a 
medal in the center ot which appears the letter “K,” the medal being suspended 
on what appears wo pe a ribbon. The mark is used for packaged rice. General 
Mills, Inc., also seexs cancelation of the registration of Kaplan Rice Mill, Inc., 
No. 342,963, for tne words “Kaplan’s Gold Medal,” “Kaplan’s” appearing above 
the words “Gold Medal,” registered February 2, 1937, under the Act of March 
19, 1920, on an appucation filed November 4, 1936, for rice. The two proceedings 
were heard concurrently upon the same record as a result of a motion for con- 
solidation, which was granted. The opposer-petitioner will hereinafter be re- 
ferred to as Genera! Mills, and the applicant-respondent will be referred to as 
Kaplan. Both parties filed testimony and briefs. The opposition proceeding will 
be considered first. 

General Mills, the opposer, relies upon its ownership of the trade-mark 
“Gold Medal” for wheat flour and a number of other products such as poultry 
feed, pancake flour, and certain cereal products, and on the following registra- 
tions: No. 13,253, registered April 27, 1886 and renewed; No. 61,763, registered 
April 2, 1907 and renewed; No. 61,788, registered April 2, 1907 and renewed; 
No. 373,287, registered December 5, 1939; No. 251,528, registered January 8, 
1929; No. 281,206, registered March 10, 1931; and No. 291,863, registered Feb- 
ruary 23, 1932, all of which are for the trade-mark “Gold Medal,” certain of the 
registrations having been issued to opposer’s predecessors, and having been duly 
assigned to opposer. Title to these registrations is not here in dispute. 

Kaplan maintains that the words “Gold Medal” are commonplace words in 
general use, suggestive of merit, belonging to the class of “weak marks” which 
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must be distinguished from marks which are strong, arbitrary and fanciful, and 
in view of certain differences in the marks as a whole and in the nature of the 
products of the parties hereto to which the marks are applied, General Mills is 
entitled to protection only on the products to which it has applied the mark, and 
that the applicant should be granted the registration here sought for its product. 
Neither party sells the other’s product. 

In discussing the matter of the weakness of the mark “Gold Medal” Kaplan 
calls attention to the decision in the case of France Milling Co. v. Washburn- 
Crosby Co., Inc., 7 F. 2d 304; where the Circuit Court of Appeals, Second Cir- 
cuit, held that opposer’s predecessor, Washburn-Crosby Co., Inc., by persistent 
and pushing use of a well-known and nondistinctive name had, on the record of 
that case, made it a good trade-mark for just what it was applied to, pure or 
straight wheat flour. In that case the court stated that Washburn-Crosby Co., 
Inc., had made known by advertising “Gold Medal” not a line of products nor 
any product of a varied business, but one separate, well-known commodity, pure 
wheat flour, stating “and with that he must be content.” Not only did Washburn- 
Crosby Co., Inc., at that time, some 25 years ago, apply the mark to a single 
product, but it had for many years acquiesced in the use of the mark by France 
Milling Co., Inc., on prepared pancake and buckwheat flour selling to the latter 
raw flour for use in the manufacture of its prepared flour products. Under the 
circumstances the court held that Washburn-Crosby Co., Inc., had lost by laches 
all right to enjoin the use of the mark on prepared pancake flour by France Mill- 
ing Co., Inc. General Mills, the successor to Washburn-Crosby Co., Inc., has 
since that time used the term “Gold Medal” on products other than wheat flour 
prior to the date of use asserted by Kaplan and it is clear that there is no such 
relation between the parties to this proceeding as to give rise to the question of 
laches which arose in the decided case. General Mills apparently had no notice 
of the use of the mark “Gold Medal” by Kaplan who did practically nothing to 
advertise its use of the mark on its product. It is further argued by Kaplan that 
during the forty-four years that Washburn-Crosby Co., Inc., in 1924, had used 
“Gold Medal” as a trade-mark, that phrase had been registered upwardly of sixty 
times in the Patent Office, and applied to many diverse articles and since 1921 
“Gold Medal” has been registered more than fifty times for a variety of articles 
equally diverse. How many of these registrations are still in force, and to what 
extent they have been or are now used, is not apparent from this record. On the 
other hand General Mills has expended millions of dollars in advertising since 
using its mark on wheat flour alone. 

Other decisions along the line of the above case have also been cited by 
Kaplan, but I find them inapplicable in the present proceeding. 

A careful consideration of all the facts makes it clear to me that the so-called 
rule of law relating to “weak marks” discussed in the early and subsequent 
decisions does not apply here. 

In regard to the goods of the respective parties, Kaplan has pointed out many 
differences between them of which the average purchaser, especially the house- 
wife, is quite well aware, and certain other matters concerning Government regu- 
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lations pertaining to such goods with which the average purchaser is not ordi- 
narily concerned. The important matter for consideration here is whether a 
purchaser of a package of “Gold Medal” rice would be apt to think that he is 
getting a product the origin of which is the same as the origin of “Gold Medal” 
flour. Rice and wheat flour are both cereal products; they are purchased by the 
same customers and are used in the preparation of food products each according 
to its individual properties, all of which, for culinary purposes, are quite well 
known. Both are usually bought at the same types of stores, even from the same 
counters. In addition, there is evidence in the record that rice has been milled 
into flour for baking purposes and has actually been mixed with wheat flour for 
that purpose. The products of General Mills and that of Kaplan being thus 
closely related and the words “Gold Medal” being prominently displayed and 
without question the dominant part of the marks of both parties, I reach the 
conclusion that it is highly probable that confusion or deception of purchasers 
would be likely to result from the concurrent use of both marks on the goods of 
the respective parties. California Packing Corporation v. Tillman & Bendel, Inc., 
17 C.C. P. A. 1048, 40 F. 2d 108 [20 T. M. R. 238]. It is therefore my opinion 
that the opposition was properly sustained by the Examiner of Interferences. 

For the reasons stated above, it is considered that registration No. 342,963 
should be canceled. Petitioner, General Mills, Inc., is by many years the prior 
user of the mark and the goods are considered too closely related to justify use 
of the mark “Gold Medal” by Kaplan on rice. 

General Mills avers that the trade mark “Kaplan’s Gold Medal” has been 
abandoned because use of the name “Kaplan’s,” which was added to the words 
“Gold Medal” in 1935, was discontinued in 1938 and is not now being used. I 
am not impressed with petitioner’s contention in this regard since it relies for 
cancelation of respondent’s mark on use of the words “Gold Medal.” Dropping 
of the name “Kaplan” can therefore be a matter of no interest to petitioner to 
the extent that it affects any rights to the mark “Gold Medal” asserted in this 
proceeding. Therefore, the name “Kaplan” or its relation to the words “Gold 
Medal” is of no concern to the petitioner. 

The decision of the Examiner of Trade-Mark Interferences is affirmed. 


SCHNEIDER v. YOUNGBERG BROS. 


Commissioner of Patents—March 26, 1951 


TravE-Mark Act oF 1946—REGISTRABILITY—SECcTION 2(f) 

Allegation of substantially exclusive use held to be defeated by subsisting registra- 
tions only in the absence of some showing by applicant that the marks covered by such 
prior registrations have been abandoned, or that the use was sporadic or unsubstantial 
or some similar circumstance. 

INTERFERENCES—PLEADING AND PRAcTICE—GENERAL 

On facts of record, applicant held to have overcome prima facie nature of use by 
registrant established by registration and to have substantiated claim of five years sub- 
stantially exclusive use, for purposes of continuing interference. 





41 T.M.R. SCHNEIDER v. YOUNGBERG 


TRADE-MARKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
“CheeSliceR” held a slight phonetic misspelling of the words “cheese slicer” and 
descriptive of hand operated utensil for cutting and serving materials such as butter, 
ice-cream, cheese, etc. 
TRADE-MARKS—REGISTRABILITY—PROOF OF DISTINCTIVENESS 


In view of highly descriptive nature of mark, affidavit alleging substantially exclu- 
sive use for five years, held inadequate to show distinctiveness. 


Appeal from EXAMINER OF INTERFERENCES. 

Trade-Mark Interference proceeding between Cale J. Schneider and Young- 
berg Bros. Schneider appeals from dissolution of interference and denial of 
registration. Affirmed. 


Freeman Crampton, of Toledo, Ohio, for Cale J. Schneider. 
Roy F. Steward, of Meriden, Conn., for Youngberg Bros. 


Feperico, Examiner in Chief: 

This is an appeal by the applicant, Schneider, from the decision of the 
Examiner of Trade-Marks dissolving an interference instituted between his 
application and a registration. 

The application involved was filed July 5, 1947, for registration on the 
Principal Register under the Trade-Mark Act of 1946. Use of the mark since 
August 5, 1933, is alleged. The examiner refused registration on the ground 
that the mark was descriptive of the goods, whereupon the applicant submitted 
a sworn statement alleging substantially exclusive and continuous use for five 
years next preceding the filing of the application and asserting distinctiveness 
of the mark by reason of such use, registration thereupon being requested 
under Section 2 (f) of the Trade-Mark Act of 1946 which permits registration 
of a descriptive mark which has become distinctive of the applicant’s goods in 
commerce. The examiner also refused registration in view of prior registration 
No. 371,629, registered October 3, 1939. In reply the applicant filed the affi- 
davit of an investigator showing that the mark of the registrant was not in use, 
and suggested that an interference be declared between the application and the 
registration. This interference was thereafter instituted. 

The registrant moved that the interference be dissolved on three grounds, 
namely : 

(a) There is no interference in fact in that the marks do not conflict. 

(b) Irregularity in declaring the interference in that no proper showing of 
distinctiveness had been made by the applicant in view of the highly descriptive 
nature of the mark. 

(c) Unregistrability of the applicant’s mark in that the mark is a mere 
misspelling of a generic term and hence inherently unregistrable. 

The motion was first denied by the examiner, but was granted in a decision 
on reconsideration dated June 7, 1950, for the reason set out in the following 
quotation from the decision: 


“Registration No. 271,629 of the senior party under the Act of 1905 is prima 
facie evidence of exclusive rights and junior party’s claim to substantially exclusive 
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and continuous use is a contradiction to the evidence of senior party’s registration. 
Junior party’s application appears, therefore, to be not in condition for allowance.” 


The examiner cited the decision of the Commissioner on petition in Gordon- 
O’Neill Company v. Continental Distilling Corporation v. The Steinhardt Com- 
pany, Inc., 86 U. S. P. Q. 320, as a case “on all fours with the present case.” 


The examiner’s reason appears to mean that since registrability of the ap- 
plication is based upon an affidavit of five years substantially exclusive and 
continuous use, the existence of the registration of a substantially similar mark 
to another defeats the allegation of substantially exclusive use and the applica- 
tion should not have been allowed. The decision of the Commissioner above 
referred to in effect held, in dissolving an interference between a section 2 (f) 
application and a registration, that an allegation of substantially exclusive use 
is defeated by subsisting registrations which are prima facie proof of exclusive 
rights on the part of others. However, the Commissioner pointed out that the 
decision was made “in the absence of some showing by the applicant that the 
marks of such prior registrations have been abandoned or that the use was 
sporadic or unsubstantial, or some similar special circumstances. No such 
showing or claim appears in the present case.” In the instant case the appli- 
cant has asserted that the mark of the registrant has not been used for a sub- 
stantial period including five or six years preceding the filing of the application, 
and this nonuse is admitted in the record by the registrant. Consequently, the 
decision of the Commissioner does not support the holding of the examiner. 


The applicant has sufficiently overcome the prima facie nature of use by the 
registrant established by the registration to substantiate his claim of five years 
substantially exclusive use, for the purpose of continuing the interference, 
leaving the question of whether the nonuse by the registrant constitutes an 
abandonment of his mark to be determined in the interference. The reason for 
dissolving the interference given by the examiner is considered erroneous. 


However, it is believed necessary to consider the reasons for dissolution 
raised by the motion for dissolution in the grounds specified as (b) and (c) 
above, which go to the unregistrability of applicant’s mark, which were not 
considered by the examiner but which have been argued on this appeal. 


The trade-mark shown in the application for registration consists of the 
word “CheeSliceR,” and the goods are specified as “a hand operated utensil de- 
signed for cutting and serving flaccid materials, such as butter, ice cream, eggs, 
cheese, and prepared meats.” In response to an inquiry from the examiner as to 
the nature of the goods the applicant submitted a further description and an 
advertisement. The instrument is mainly advertised for slicing cheese, which 
appears to be its principal purpose, and applicant is attempting to register the 
words “cheese slicer” with a slight phonetic misspelling, as a trade-mark for a 
cheese slicer, under the provisions of Section 2 (f) of the Trade-Mark Act. 
The elimination of the letters “se’’ is merely a slight misspelling similar to that 
involved in Armstrong Manufacturing Co. v. Ridge Tool Co., 30 C. C. P. A. 755, 
132 Fed. (2d) 158, wherein the mark “Vistand” was held to be a misspelling of 
the words “Vise Stand” which were merely descriptive of the goods involved. To 
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support the claim of distinctiveness applicant has filed merely an affidavit alleging 
substantially exclusive and continuous use for a period of five years. In Ex parte 
Stauffer Chemical Company, 622 O. G. 1272, 81 U. S. P. Q. 255, the Commis- 
sioner refused registration of the name of a specific form of sulphur, flowers of 
sulphur, written in the French language, “Fleur de Soufre,” stating that a generic 
name being completely incapable of distinguishing the goods of one manufacturer 
from those of another cannot become distinctive and cannot serve as a trade- 
mark. See also Ex parte Silent Hoist & Crane Co. Inc., 643 O. G. 1069, 88 
U. S. P. Q. 225, wherein registration under section 2 (f) was refused of “Krane 
Kar,” on the ground that the words were merely a phonetic misspelling of “crane 
car” which aptly designated the goods. The Commissioner in Ex parte Stauffer 
Chemical Co., supra, also pointed out that in the case of highly descriptive marks 
additional proof that the mark has actually become distinctive is necessary and 
that the burden would be a heavy one where the mark is highly descriptive, and 
in Ex parte The Kalart Company Inc., 643 O. G. 1068, 88 U. S. P. Q. 221, it was 
indicated that in connection with highly descriptive marks it might not be 
proper to accept merely the applicant’s affidavit of use as showing that the mark 
had become distinctive of applicant’s goods. In this particular case an affidavit 
alleging substantially exclusive and continuous use for a period of five years is 
considered entirely inadequate to show distinctiveness of the mark, and the 
mark is considered merely a misspelling of a name which aptly designates the 
goods. 


The interference is accordingly dissolved on the ground of unregistrability 
of the mark to the applicant for the reasons stated. 


THE COCA-COLA COMPANY v. RODRIGUEZ FLAVORING SYRUPS, 
INC. ETC. 


Commissioner of Patents—March 29, 1951 


Trape-Mark Act or 1946—Appeats—Section 20 
APPEAL—Score OF REviIEW—GENERAL 

There is no question as to propriety of appeal from Examiner’s final decision dis- 
missing counterclaims for cancellation. 

Since there is no provision for interlocutory appeals, decision striking certain para- 
graphs from answer is not appealable but appeal in such cases may be considered as 
petition for exercise of supervisory authority. 

There is no appeal from reasons for a decision; therefore applicant may not appeal 
from decision in its favor, but to extent necessary questions raised will be considered 
as on petition to Commissioner. 

OpposiTIoNs—BAsIs OF RELIEF—APPLICABLE LAw 

Opposition instituted in 1949 to application filed under 1905 Act and not brought 
under 1946 Act, held governed by 1905 Act except that by its terms, where applicable, 
defenses under Section 19 of 1946 Act are available and govern. 


OpposiTIoNS—DEFENSES—GENERAL 
In answer to notice of opposition applicant may not attack validity of opposer’s 
registrations. 
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CANCELLATIONS—BAsIS OF RELIEF—APPLICABLE Law 
Counterclaims filed in 1949 for cancellation of opposer’s 1881 and 1905 Act regis- 
trations held governed by 1946 Act; fact that petitions for cancellation are brought as 
counterclaims in opposition proceedings governed by 1905 Act, held immaterial. 


TrADE-MarK Act oF 1946—CANCELLATIONS—SECcTIONS 14, 33(a), 37 AND 43 


CANCELLATIONS—BaAsIs OF RELIEF—GENERAL 

Trade-Mark Act of 1946 made no change in law regarding status of persons entitled 
to apply to cancel registrations. 

Section 14 of 1946 Act held to govern cancellation of registrations on Principal 
Register and those under 1881 and 1905 Acts. 

Sections 33(a), 37 and 43 of 1946 Act held to have nothing to do with right to 
bring petition for cancellation of registrations in the Patent Office. 

On facts of record, counterclaims for cancellation held not to state facts which 
would entitle applicant to cancel opposer’s registrations. 

Fact that opposer has opposed applicant’s application, held insufficient. 

Fact that opposer’s mark appeared on label, copyright registration for which has 
expired, held not to constitute abandonment. 


TRADE-MARKS—STATUTORY NorIceE OF REGISTRATION—EFFECT OF OMISSION 
Neither 1905 nor 1946 Act provides for loss of registration or of any right to main- 
tain action because of failure to use registration notice. 
If registrant omitted registration notice in case of registrations under 1905 Act or 
those on the Principal Register under 1946 Act, registrant may not recover profits or 
damages unless defendant had actual notice of the registration. 


CANCELLATIONS—PLEADING AND PRACTICE—AMENDMENTS 
General request for leave to amend counterclaims for cancellation not granted. 


Appeal from Examiner of Interferences. 


Trade-mark opposition by The Coca-Cola Company against Rodriguez Fla- 
voring Syrups, Inc. (The Mavis Corporation, assignee, substituted). Applicant 
counterclaims for cancellation of opposer’s registrations. Applicant appeals and 
petitions from dismissal of counterclaims and from striking of paragraphs of 
answer. Affirmed. 


Pope F. Brock, Daphne Robert, K. Wilson Corder, Julius R. Lunsford, Jr., and 
Thomas L. Mead, Jr., for Opposer. 
Sol Shappirio for Applicant. 
Feperico, Examiner in Chief: 
The nature of this appeal and the questions involved can best be under- 
stood by summarizing various pertinent papers and the actions taken thereon. 
On May 1, 1947, Rodriguez Flavoring Syrups, Inc., applied for registration 
under the Act of 1905 of a trade-mark used for “syrups, concentrates, and ex- 
tracts for nonalcoholic maltless beverages in the nature of soft drinks.” The 
mark disclosed in the drawing and on the specimens consists of the words 
“Mavis Cola” written in script with the word “Mix” appearing below in capital 
letters much smaller in size, the words “Cola” and “Mix” being disclaimed 
apart from the mark as shown. Use by the applicant and its predecessors since 
May 1, 1920 is claimed. The applicant also alleges ownership of four prior 
registrations (these being all for the word “Mavis” alone.) After examination 
of the application the mark was published for opposition in the Official Gazette 
of June 21, 1949. 
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The Coca-Cola Company, on July 18, 1949, filed a notice of opposition to 
the registration of the applicant’s mark. The notice of opposition alleges in 
paragraph 1 that the opposer is the owner of the trade-mark “Coca-Cola,” that 
this mark has been continuously used by opposer and its predecessors as a trade- 
mark for a soft drink syrup and beverage since about June 28, 1887, and four 
trade-mark registrations of “Coca-Cola” are recited; these are: (1) No. 47,189, 
registered October 31, 1905, and renewed twice; (2) No. 22,406, registered Jan- 
uary 31, 1893 and renewed twice; (3) No. 238,145, registered January 31, 1928, 
and renewed; (4) No. 238,146, registered January 31, 1928, and renewed. The 
second paragraph of the notice alleges that applicant’s mark so resembles 
opposer’s mark as to be likely when applied to the goods of the applicant, to 
cause confusion or mistake or to deceive purchasers. The notice contains a 
third paragraph with respect to foreign registrations which will be referred to 
later. 

On December 29, 1949, the applicant (in the meantime The Mavis Corpora- 
tion, assignee of the original applicant, had been substituted as the applicant) 
filed an answer to the notice of opposition denying, in paragraphs 2 to 4, the 
various allegations contained in the notice of opposition and raising separate 
defenses in paragraphs 6 to 80. Paragraph 5 of the answer is a motion to strike 
paragraph 3 of the notice of opposition as immaterial, impertinent and sup- 
positious. This motion has not yet been considered by the examiner. 

Joined to the answer, in consecutively numbered paragraphs, are five 
counterclaims, each constituting a petition to cancel certain of opposer’s regis- 
trations, including the four registrations which have been mentioned above. 
These counterclaims are: 

First counterclaim, paragraphs 81 to 122, seeking to cancel registration 
22,406. 

Second counterclaim, paragraphs 123 to 132, seeking to cancel registra- 
tion 47,189. 

Third counterclaim, paragraphs 133 to 140, seeking to cancel registration 
229,380 (this is a registration not included in the notice of opposition). 

Fourth counterclaim, paragraphs 141 to 148, seeking to cancel registra- 
tion 238,145. 

Fifth counterclaim, paragraphs 149 to 156, seeking to cancel registration 
238,146. 

The second to the fifth counterclaims each incorporate 36 paragraphs of 
the first counterclaim by reference. Attached to the counterclaims are speci- 
mens of the applicant’s marks; an order for a title report of the registrations 
sought to be canceled was also filed, as required by the rules of the Patent Office 
with respect to petitions to cancel registrations, and the fees for five petitions 
to cancel were paid. 

Following this, the opposer filed three separate motions, one, a motion to 
dismiss the counterclaims for failure to state a claim upon which relief can be 
granted ; two, a motion to strike various paragraphs of the counterclaims; and 
three, a motion to strike various paragraphs and parts of paragraphs from the 
answer. 
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The examiner granted the first motion and dismissed each of the counter- 
claims. 

The second motion, to strike certain paragraphs of the counterclaims, was 
denied without prejudice, apparently in view of the fact that the entire counter- 
claims were dismissed under the first motion. 

The third motion, to strike certain paragraphs of the answer, was granted 
to the extent that 57 paragraphs were stricken and was denied as to other 
paragraphs. 

The applicant appealed to the Commissioner from the decision of the 
examiner on each of the three motions. At the same time, the applicant also 
petitioned the Commissioner under his supervisory authority to overrule the 
action of the examiner in granting part of the third motion. 

In a decision dated June 16, 1950, the Commissioner denied the petition for 
supervisory action (on the ground that it would involve consideration of the 
entire record, which would have to be considered in connection with the appeal) 
without prejudice to its renewal and reconsideration with the presentation of 
any appeal. The petition is renewed in applicant’s brief on this appeal. 

The first question which arises is the nature of the review which can be 
and should be given. 

There is no question as to the propriety of the appeal from the decision of 
the examiner dismissing the counterclaims. This was a final decision dis- 
missing each of five petitions for cancelation, entitling the applicant to appeal 
under section 20 of the Trade-Mark Act of 1946 and the rules of the Patent 
Office relating to such appeals. 

The opposer has raised no objection to the proprietary of the appeal from 
the decision of the examiner on the third motion, striking certain paragraphs from 
the answer, but this decision is not appealable. As stated by the Commissioner in 
his decision herein of June 16, 1950: 

“Tt is not understood how matters relating to the pleading of matters of defense 
can be raised by appeal since no provision for an interlocutory appeal appears in 
the rules or statutes.” 

The appeal from the decision of the examiner on this motion is accordingly 
dismissed. 

The appeal from the decision of the examiner on this motion includes the 
same questions raised by the petition for supervisory authority and, in view of 
the presence of this petition, it may be considered as another similar petition. 

While there is no provision for interlocutory appeals from decisions on mo- 
tions, nevertheless the Commissioner may in his judgment review such decisions in 
the exercise of his supervisory authority. This is usually done on a petition to 
the Commissioner by one of the parties. It is considered appropriate and expe- 
dient to consider the matters raised at this time, to the extent believed necessary, 
and they will be considered as on petition to the Commissioner. 

The applicant also appealed from the decision of the examiner dismissing the 
second motion. This is not a proper appeal since the result was in applicant’s 
favor and there is no appeal from the reasons for a decision. This appeal is also 
dismissed, but since the motion involves questions similar to those raised in the 
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petitions mentioned above, the matters raised will also be considered as on petition 
to the Commissioner, to the extent believed necessary. 

To sum up, the matters to be considered are: 

1. The dismissal of the counterclaims for cancelation. This is considered on 
appeal. 

2. The decisions on two motions to strike various paragraphs of the answer 
and of the counterclaims brought up by a petition to the Commissioner, and pur- 
ported appeals which are dismissed as such but which are treated as similar peti- 
tions. These are considered as in exercising the supervisory authority of the 
Commissioner by express delegation from the Commissioner to consider in con- 
nection with an appeal any matters raised or appropriate which could be consid- 
ered by the Commissioner. 

The parties have raised the question of which Act governs these proceedings, 
which must first be considered. The cpposer urges that the proceedings, both the 
opposition and the cancellations, are governed by the Trade-Mark Act of 1905, 
whereas the applicant urges that the proceedings are governed by the Trade-Mark 
Act of 1946. Neither party is entirely correct in its contentions. 

Insofar as the opposition is concerned, the proceedings are governed by the 
Trade-Mark Act of 1905, with an exception on one point which will be referred 
to later. The application for registration was filed on May 1, 1947, before the 
Trade-Mark Act of 1946 came into effect. It was, and still is, an application for 
registration of a trade-mark under the Act of 1905. Section 47 of the Act of 1946 
states that all applications pending in the Patent Office on the effective date of that 
Act, which was July 5, 1947, may be amended to bring them under the provisions 
of the new Act. No such amendment was made in the application involved. Sec- 
tion 47 continues: 

“If such amendments are not made, the prosecution of said applications shall 

be proceeded with and registrations thereon granted in accordance with the Acts 

under which said applications were filed, and said Acts are hereby continued in force 

to this extent and for this purpose only, notwithstanding the foregoing general 

repeal thereof.” 
It is plain that while the Act of 1905 has been repealed, section 47(a) continues 
that Act in force for the purpose of continuing and concluding the prosecution 
of applications filed before July 5, 1947, which have not been amended to bring 
them under the new Act. The application involved herein is hence governed by 
the Trade-Mark Act of 1905. It was allowed and published for opposition under 
Section 6 of the Trade-Mark Act of 1905, and the opposition is hence filed in 
accordance with this same section. This has been the continuous interpretation by 
the Patent Office as shown by the fact that the fee payable on filing the notice of 
opposition is the fee payable under the Act of 1905 which is less than the fee 
payable under the Act of 1946 (see opinion of the Comptroller General of the 
United States, 74 U. S. P. Q. 344), and by specific decisions in opposition pro- 
ceedings (for example, see Fred H. Moore v. The Procter & Gamble Company, 
633 O. G. 1344, 85 U. S. P. Q. 176). 

It is true that Section 19 of the Trade-Mark Act of 1946, providing for the 
consideration of equitable principles of laches, estoppel, and acquiescence, where 
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applicable, states that the provisions of this section shall also govern proceedings 
heretofore begun in the Patent Office, but this is a particular provision which is 
specifically made applicable to all proceedings and does not imply in any manner 
that the remainder of the Act may or may not be applicable to a particular pro- 
ceeding. Applicant also points to rule 40.1 of the Rules of Practice in Trade-Mark 
cases of the Patent Office adopted when the new Act came into effect, which pro- 
vides that the new rules apply to any contested proceeding instituted after July 
5, 1947. However, the rules involved relate to procedural matters, and do not 
and can not change any specific provision of the statute. Hence the opposition 
proceeding is governed entirely by the Trade-Mark Act of 1905, with the possible 
exception that section 19 of the Trade-Mark Act of 1946 may be applicable. 

With respect to the motion to strike certain paragraphs of the answer to the 
notice of opposition, the examiner denied the motion as to some paragraphs and 
granted the motion as to others. The main reason for striking the paragraphs of 
the answer was that they constituted attacks upon the opposer’s registrations. It 
has been settled by a long line of precedents that the applicant in an opposition 
may not thus attack the validity of the opposer’s registrations relied on and no 
error is found in the action of the examiner striking certain paragraphs of the 
answer. 

While the opposition proceeding is governed by the Act of 1905, entirely dif- 
ferent considerations apply with respect to the cancelation proceedings. The peti- 
tions for cancelation (the counterclaims) were filed on December 25, 1949, several 
years after the Trade-Mark Act of 1946 came into effect. The Trade-Mark Act 
of 1905 is repealed and petitions for cancelation can only be brought as provided 
by the Act of 1946, Section 14 of which specifically provides for the bringing of a 
petition to cancel a registration obtained under the Act of 1905 or the Act of 1881. 

The fact that the cancelations are brought as counterclaims in the opposition 
proceeding is immaterial; such consolidation of different actions may be permitted 
by the Patent Office as a matter of procedural convenience, but this would not 
affect the merits of the petitions for cancelation. 

While the cancelation proceedings are brought under the Act of 1946, the 
consequences urged by the applicant do not follow. Applicant urges that section 
33 of the Act of 1946 “provides that it is permissible for ‘an opposing party’ to 
prove ‘any legal or equitable defense or defect which might have been asserted 
if such mark had not been registered,’” and submits that this portion of the 
statute without more admits the cancelations brought. However, section 33(a), 
from which the excerpts are taken, relates to the admissibility in evidence of a 
registration and of the prima facie nature of a registration in an action, and also 
provides that the registration “shall not preclude an opposing party from proving 
any legal or equitable defense or defect which might have been asserted if such 
mark had not been registered.” This has nothing to do with the right of anyone 
to bring a petition for cancelation. Applicant also points to section 37 of the Act 
of 1946 providing that “in any action involving a registered mark the court may 
determine the right to registration, order the cancelation of registrations, in whole 
or in part, . . .” and urges that this provision of the statute precludes the dis- 
missal of the petitions for cancelations. Again this section has nothing to do with 
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the bringing of a petition for cancelation in the Patent Office. Neither does section 
43 of the Act of 1946 relating to the prohibition of false designations or origin, 
etc., have anything to do with the right of a person to bring a petition for cancela- 
tion of a registration. Petitions for cancelation of a trade-mark registered under 
the Act of 1905 or 1881 can now only be brought under Section 14 of the Trade- 
Mark Act of 1946, and in accordance with the provisions of the new Act. 

Section 14 of the Trade-Mark Act of 1946 provides that, “Any person who 
believes that he is or will be damaged by the registration of a mark on the Prin- 
cipal Register established by this Act, or under the Act of March 3, 1881, or the 
Act of February 20, 1905, may upon the payment of the prescribed fee, apply to 
cancel said registration.” While the opening language indicating the persons who 
may apply to cancel is somewhat different in wording than the corresponding 
language in the Act of 1905, there is little or no difference in the meaning. Section 
13 of the Act of 1905 stated “that whenever any person shall deem himself injured 
by the registration of a trade-mark in the Patent Office, he may at any time apply 
to the Commissioner of Patents to cancel the registration thereof.” The change 
in language in the cancelation section appears to do nothing else than to make the 
language conform more closely in style to the language appearing in the opposition 
section, the corresponding sections in the old law differing in wording but with 
little or no difference in meaning of interpretation. It is believed plain that the 
Trade-Mark Act of 1946 made no change in the law with respect to the status of 
a person who might be entitled to apply to cancel a registration. 

The main reason for dismissing the petitions for cancelation in this case is 
that the petitions do not state facts which would entitle the applicant to apply to 
cancel the registrations. The petitions do not allege that applicant is using a mark 
which is confusingly similar to the mark of the registrant, nor do the petitions 
allege that applicant is using the same mark as the registrant, or entitled to use 
the same mark as the registrant and as stated by the examiner “the counterclaims 
for cancelation fail to indicate that the opposer’s registrations are inconsistent 
with any right which the applicant is entitled to assert.” The only basis for the 
bringing of the petitions to cancel appears to be merely the fact that the registrant 
has opposed the registration of the petitioner’s mark. This is not believed to be 
sufficient. In Brocton Shoe Manufacturing Company v. Brown, 7 U. S. P. Q. 
241, the Commissioner held that the statement that the registrant had opposed an 
application was not sufficient to predicate damage to the applicant upon which 
to base a petition for cancelation. Attention is also called to Pepsi-Cola Company 
v. Vess Dry Company, 85 U. S. P. Q. 511, in which the Assistant Commissioner 
of Patents held that the fact that an applicant had opposed the registration of a 
mark to another and had also sued for infringement, was not sufficient to warrant 
the bringing of an opposition by that other person; while this case related to the 
bringing of an opposition, rather than applying to cancel, there would be no dif- 
ference in the two proceedings. The analogy with declaratory judgment suits 
urged by the applicant is not applicable, see Merrick et al. v. Sharp & Dohme, Inc., 
185 Fed. (2d) 713, 88 U. S. P. Q. 145 (Court of Appeals, Seventh Circuit). 

A number of different grounds for cancelation appearing in the petitions for 
cancelation and also appearing in the answer to the notice of opposition have 
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been argued. Applicant urges by paragraph 40 to 43 of the answer, and para- 
graphs 101 to 104 of the counterclaims that the registrant’s mark passed into 
the public domain in 1915 because of the expiration of a certain copyright 
registration. This copyright registration is stated to be of a label bearing the 
words “Coca-Cola.” The examiner dismissed this matter as wholly irrelevant. 
I agree with the examiner that this matter is not relevant. Prints, labels, adver- 
tisements and matters of this kind are commonly registered for copyright pro- 
tection in accordance with the copyright law. Such matters often contain in the 
text or displayed in a heading the trade-mark of the user relating to the goods 
advertised or described in the printed matter. Catalogs of manufacturers and 
dealers are frequently copyrighted, and in listing or describing the articles in the 
catalog, the trade-mark used for the articles is frequently given. Applicant’s 
contention would mean that, on the expiration of the copyright in any matter of 
this kind, any trade-mark rights in connection with trade-marks which might 
have been mentioned in the copyrighted matter lapse and pass into the public 
domain. The mere statement of the proposition is sufficient to show its absurdity. 
The cases cited by the applicant dealing with the copyright of a dictionary and the 
name of the dictionary are irrelevant. 

Another matter urged (paragraphs 52 to 57 of the answer and 108 to 114 of 
the counterclaims) relates to an allegation that the registrant obtained several 
design patents for bottles and contends that there was, in effect, double patenting 
of these bottle designs. What connection this matter could have with the validity 
of the registrant’s trade-mark is difficult to see. These proceedings have nothing 
to do with infringement of design patents for bottles. 

Another matter which is urged by the applicant relates to the charge that 
the registrant uses its mark without including a registration notice (paragraphs 
78 to 80 of the answer and 121 of the counterclaims), section 29 of the Trade- 
Mark Act of 1946 requiring such notice. Section 28 of the Act of 1905 also 
required a notice of trade-mark registration. However, neither statute provides 
that the penalty for omitting the registration notice is the loss of the registration 
or the loss of any right to maintain an action under the trade-mark laws. Section 
29 of the Act of 1946 provides that, if the registration notice is omitted by the 
registrant in the case of registrations under the Act of 1905 and registrations on 
the Principal Register, the registrant may not recover profits or damages, unless 
the defendant has received actual notice of the registration. Not only does the 
statute fail to provide that omission of the registration notice effects a loss of 
the trade-mark rights, but the provision plainly indicates that the registrant may 
sue for infringement subject to the penalty of failing to recover profits or damages 
before actual notice to the infringer. Attention might also be called to Article 5 D 
of the International Convention for the Protection of Industrial Property as re- 
vised at London in 1934, to which the United States is a party, which provides 
that no marking of a trade-mark registration may be required for the recognition 
of trade-mark rights. 

A number of other matters have been argued or treated by the examiner, 
but it is not considered necessary to mention them except that the action of the 
examiner is considered correct. 
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The decision of the Examiner of Interferences dismissing the petitions for 
cancelation (the counterclaims) is affirmed. 

The petition and appeal seeking review of the decision of the Examiner of 
Interferences striking certain paragraphs of the answer to the notice of opposition 
are dismissed. 

The appeal from the decision of the examiner denying without prejudice the 
motion to strike certain paragraphs of the counterclaims is dismissed in view of 
the affirmance of the decision dismissing the counterclaims. 

Applicant in its brief asks leave to amend the counterclaims if they are not 
upheld. Such a general request cannot be granted. 


A. STEIN & COMPANY vy. S. & L. BELT CO., INC. 
Commissioner of Patents—March 29, 1951 


OpposITIONS—BasiIs OF RELIEF—GENERAL 

Opposer does not necessarily need to have exclusive right to a mark to maintain 
an opposition; one using a descriptive term in connection with his goods may oppose 
registration of confusingly similar mark for same goods. 

Fact that opposer uses another mark in conjunction with slogan relied upon in 
notice of opposition, held immaterial since it is well recognized that several marks may 
be used in connection with the same goods. 

Opposer’s use of slogan held analogous to trade-mark use if not completely a trade- 
mark use and sufficient basis for opposition. 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Topps” held confusingly similar to “Tops for your trousers,” used on identical 
goods, under 1946 Act. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by A. Stein & Company against S. & L. Belt Co., Inc. 
Applicant appeals from decision sustaining Notice of Opposition. Affirmed. 
Soans, Pond & Anderson, of Chicago, Ill., for Opposer. 

Garvey & O’Connell, of Washington, D. C., for Applicant. 
FepEertIco, Examiner in Chief: 

This is an appeal by the applicant, S. & L. Belt Co., Inc., from the decision 
of the Examiner of Interferences sustaining the opposition to the registration of 
its mark brought by A. Stein & Company. 

The application for registration seeks to register the word “Topps” for 
garment belts, in Class 39, Clothing, alleging use of the mark since August 14, 
1947. 

Opposer asserts, in the notice of opposition, prior use of the mark “Tops” 
and the slogan “Tops for your trousers” on or in connection with garment belts, 
and states, in the language of section 2(d) of the Trade-Mark Act of 1946, that 
the mark sought to be registered so resembles opposer’s mark or marks as to 
be likely, when applied to the goods of the applicant, to cause confusion or mis- 
take or to deceive purchasers. 
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Opposer has not shown any use of the word “Tops” alone, that is, apart 
from its appearance in the slogan, and hence the only matter for consideration 
is the opposer’s prior use of the slogan. The testimony adequately shows oppos- 
er’s prior and continuous use of the slogan “Tops for your trousers” in connec- 
tion with belts. The slogan has been widely used, on labels and containers and 
in advertisements, with the word “Tops” usually enclosed in quotation marks 
or otherwise differentiated. 

Applicant’s contention is that opposer has no right to bring the opposition 
since (1) opposer’s slogan is merely a descriptive and laudatory expression 
indicating nothing but quality and does not indicate origin of the goods, and 
(2) the slogan is used by opposer only in conjunction with its trade-mark 
“Paris.” In other words, it is contended that the slogan cannot be a trade-mark 
and that it has not been used as a trade-mark, hence opposer is not likely to 
be damaged by registration of applicant’s mark and the opposition should be 
dismissed. 

Applicant submits that “Tops for your trousers” merely calls attention to 
the superiority of opposer’s belts, extolling them as being excellent for the 
trousers, and that such an expression is incapable of having any trade-mark 
significance, citing a number of decisions holding some purely descriptive slo- 
gans not registrable. While the existence of the double meaning in using the 
word “Tops” in connection with belts for trousers might diminish the descrip- 
tive nature of the slogan, the fact that the slogan may be descriptive does not 
deprive opposer of the right to bring the opposition. An opposer does not neces- 
sarily need to have the exclusive right to a mark to maintain an opposition 
and, as indicated by the decisions cited by the examiner, one using a descriptive 
term in connection with his goods may oppose the registration of a confusingly 
similar mark for the same goods. 

Neither is the fact that opposer uses its general trade-mark “Paris” an 
objection to bringing the opposition since it is well recognized that several 
marks may be used in connection with the same goods. 

Opposer’s use of its slogan, if not completely a trade-mark use, is con- 
sidered analogous to trade-mark use. It is not incorporated in descriptive text, 
but in the places used is set out in a separate line or otherwise displayed in 
the same manner as a trade-mark would be. Opposer’s use of the slogan is con- 
sidered sufficiently widespread and analogous to trade-mark use to warrant its 
bringing opposition proceedings. 

The question of likelihood of confusion, apart from what might be in- 
volved in the preceding considerations, has not been argued and it is considered 
evident that the use of applicant’s mark on belts would be likely to create confu- 
sion or mistake in view of the prior use of the slogan by the opposer. The fact 
that the applicant uses two p’s in spelling the word is not considered material. 

The decision of the Examiner of Interferences sustaining the opposition and 
adjudging that the applicant is not entitled to the registration for which it has 
made application is affirmed. 
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McGILL METAL PRODUCTS COMPANY v. TYLER ETC. 


Commissioner of Patents—-March 29, 1951 


OpposITIONS—EVIDENCE—J UDICIAL NOTICE 
Judicial notice taken of existence of Emerson’s proverb relating to “better mouse 
trap.” 
TrapE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
Composite mark consisting of oval shaped panel bearing the word “Better” in large 
letters, with the words “Mouse Trap” across the word “Better” in small letters, the 
words “better” and “mouse trap” being disclaimed apart from the mark, held confus- 
ingly similar to the word “Better” beneath which appears in smaller letters “4 Way 
Mouse Trap” and having a large letter “B” beneath this, used on identical goods, under 


1905 Act. 
TrapE-MarKS—REGISTRABILITY—EFFECT OF DISCLAIMER 
Disclaimer of prominent words upon which likelihood of confusion is predicated 
will not avoid sustaining of opposition nor endow with registrability a composite mark 
dominated by nonregistrable matter. 
OpposiITIONs—Basis OF RELIEF—GENERAL 
Descriptiveness of opposer’s mark held immaterial since opposer’s right to oppose 
need not depend upon exclusive ownership of mark. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by McGill Metal Products Company against John D. 
Tyler (The Better Mouse Trap Company, assignee, substituted). Applicant 
appeals from decision sustaining notice of opposition. Affirmed. 


Foorman L. Mueller, of Chicago, Ill., for Opposer. 
A. Yates Dowell, of Washington, D. C., for Applicant. 
FEDERICO, Examiner in Chief: 

“If a man can writea better book, preach a better sermon, or make a better 
mouse-trap, than his neighbor, though he builds his house in the woods, the world 
will make a beaten path to his door.” 

The authorship of this famous statement has been the subject of some con- 
troversy, but it is now well established that it was originally said by Ralph 
Waldo Emerson, the famous essayist and poet. It is not found in his essays or 
collected works, and the account of the manner of its first appearance in print 
and the false claims to its authorship by others forms an interesting story.! The 
statement was made by Emerson in one of a series of lectures in California (one 
of which was extemporaneous, the written lecture having been mislaid) in the 
spring of 1871. A young girl copied the saying, either from the lecture itself 
or from a now unknown newspaper account, in her memorandum book. Some 
years later this same person assisted in the compilation of a book of quotations, 
published in 1889,? and included the mouse trap quotation, properly attributed 


1. The story is told at length in two articles by Burton Stevenson, “The Mouse Trap,” 
in The Colophon, First Series, Part 19, 1934, and “More About the Mouse Trap,” in the 
Colophon, Second Series, Vol. 1, No. 1, 1935. Most of the revelant facts were unearthed by 
the staff of the West Publishing Company and printed in that law book publishers’ house 
organ “The Docket,” many years ago. 

Borrowings, Compiled by Ladies of the First Unitarian Church of Oakland, Cali- 
fornia. C. A. Murdock & Co., San Francisco, Printers, 1889. 
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to Emerson. This was its first known appearance in printed form. An earlier 
statement reading “If a man has good corn, or wood, or boards, or pigs, to sell, 
or can make better chairs or knives, crucibles, or church organs than anybody 
else, you will find a broad, hard-beaten road to his house, though it be in the 
woods,” is found in Emerson’s Journals for 1855. But this earlier statement is 
practically unknown, and unremembered ; it is weak and not as well composed as 
the popular saying, and lacks the spark of genius introduced by the reference 
to a better mouse trap. It is this inclusion of the better mouse-trap which 
has endowed the apothegm with a quality which has made it so famous and 
popular a saying that it has become part of our folklore. In fact, most of us 
remember the statement only because of its reference to a better mouse-trap and 
remember only the mouse-trap and the beaten path. 

It is not surprising, in view of the popularity of the saying, that a manu- 
facturer should eventually use an allusion to Emerson’s statement in advertis- 
ing mouse traps, despite the fact that the Emersonian dictum implies that the 
world needs no assistance in making the beaten path. This trade-mark opposi- 
tion proceeding presents two makers of mouse traps who use “Better Mouse 
Trap” in connection with their wares.* 

The application for registration involved in this case was originally filed 
by John D. Tyler and later assigned to Better Mouse Trap Company, of Nash- 
ville, Tennessee. The mark presented by the application consists of an oval 
shaped panel across which appears the word “Better” in large letters, with 
the words “Mouse Trap” across the word “Better” in small letters. The applica- 
tion states that the mark has been used by the applicant since July 20, 1946. 
The notice of opposition asserts that opposer has continuously used the unreg- 
istered trade-mark “Better” on its mouse traps since 1932, and that the registra- 
tion to the applicant of the trade-mark including the word “Better” would 
cause confusion or mistake in the minds of the public and would deceive pur- 
chasers. The Examiner of Interferences sustained the opposition and the appli- 
cant has appealed. 

Opposer’s testimony adequately shows prior use of its mark and the prin- 
cipal question presented is that of similarity of the marks. 

Applicant’s main contention is that the marks of the parties are not con- 
fusingly similar. It is urged that applicant’s mark is a composite mark, involving 
a distinctive design, and is unlike the mark claimed by the opposer, pointing out 
that the opposer uses other words on its mouse traps. The exhibits of opposer’s 
mouse traps in the record show the ordinary type of small mouse trap with a 
rectangular wooden base. Across one end of the base is written in large letters the 
word “Better,” beneath which appears in smaller letters “4 Way Mouse Trap” and 
beneath this is a large letter “B.” The most distinctive thing in this mark is the 
word “Better,” which is particularly distinctive in view of its association with 
mouse traps in Emerson’s famous saying. Other uses by the opposer in adver- 





3. Shakespeare said the same thing in five words “Good wine needs no bush,” a bush 
(the ivy bush was sacred to Bacchus) being the old vintner’s sign or tavern sign. 

The preceding informal remarks, not based on the record, are to be taken only as 
indicating that judicial notice is taken of the existence of the proverbial saying relating to 
the better mouse trap. 
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tising and the like show “Better” used in connection with mouse traps. While 
applicant alleges that its mark is a composite one including the design, the oval 
panel of the mark, even though it is not a plain oval, serves merely as a back- 
ground for the word “Better,” which is the distinctive part of the mark, and the 
only part likely to be remembered in connection with the words “Mouse Trap.” 
Consequently, it is considered plain that applicant’s mark is confusingly simi- 
lar to the mark of the opposer. The fact that applicant has disclaimed the words 
“better” and “mouse trap” apart from the mark as shown is of no importance in 
view of the nature of the mark. Authority is ample that such disclaimer of 
prominent words upon which likelihood of confusion is predicated will not 
avoid sustaining an opposition to registration nor endow a composite mark 
dominated by nonregistrable matter with registrability. See, for example, Cali- 
fornia Canneries Co. v. Lush’us Products Co., 18 C. C. P. A. 1480,9 U. S. P. Q. 
419 (1931) ; Walgren Company v. Godefroy Manufacturing Company, 19 C. C. 
P. A. 1150, 13 U. S. P. Q. 194 (1932) ; L. Shafarman, Inc. v. Aborn Hat Manu- 
facturing Co., 16 U. S. P. Q. 9 (Com. Pat. 1932) ; Helzberg v. Katz & Ogush, 
Inc., 22 C. C. P. A. 768, 23 U.S. P. Q. 351 (1934) ; American Brewing Company, 
Inc. v. Delatour Beverage Corporation, 26 C. C. P. A. 778, 40 U. S. P. Q. 173 
(1938) ; Celanese Corporation of America v. Worth Bros., Inc., 45 U. S. P. Q. 
497 (Com. Pat. 1940) ; Vi-Jon Laboratories, Inc. v. Lentheric Incorporated, 30 
C.C. P. A. 916, 56 U. S. P. Q. 586 (1943) ; Ex parte Ottawa Silica Company, 65 
U.S. P. Q. 173 (Com. Pat. 1945) ; Phillips Packing Company, Inc. v. Phillips, Jr., 
70 U.S. P. Q. 244 (Com. Pat. 1946) ; Ex parte Commercial Solvents Corporation, 
71 U. S. P. Q. 106 (Com. Pat. 1946) ; Manchester Limited v. The Printz Bieder- 
man Company, 35 C. C. P. A. 1245, 78 U. S. P. Q. 149 (1948). 


Applicant also argues that the word “Better” does not have any trade-mark 
significance and is not subject to exclusive appropriation as a trade-mark, citing 
several decisions, Best v. Smith, 54 U. S. P. Q. 28, and Armour and Company v. 
George F. Hendricks, Inc., 146 Ms. D. 417, 15 T. M. Rep. 239, to show that the 
word “Best” has no trade-mark significance. The argument is in effect that the 
word “Better,” being a common laudatory term, can have no trade-mark signifi- 
cance, particularly when used in connection with mouse traps in view of the 
famous saying since no manufacturer could have the exclusive right to call its 
mouse traps “‘better”; but this question is not in issue in the opposition proceed- 
ing, which involves only applicant’s right to register its mark. California Can- 
neries Co. v. Lush’us Products Co., supra; Walgren Company v. Godefroy Manu- 
facturing Company, supra; Celanese Corporation of America v. Worth Bros. Inc., 
supra; Vi-Jon Laboratories, Inc. v. Lentheric Incorporated, supra, indicate that 
an opposer’s right to oppose need not depend upon exclusive ownership and 
that descriptiveness or other defect in opposer’s mark is not material. More- 
over applicant’s contention could avail him nought since it would only establish 
another ground for refusing the registration. 

The decision of the examiner sustaining the opposition and holding that the 
applicant is not entitled to the registration for which he has made application 
is affirmed. 
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LANDIS TOOL COMPANY v. LANDIS MACHINE COMPANY, INC. 


Commissioner of Patents—March 30, 1951 


Trave-Mark Act oF 1946—REGISTRABILITY—SECTION 2(f) 
On facts of record, applicant’s claim of distinctiveness based on five years of sub- 
stantially exclusive and continuous use, not sustained. 
It is not necessary in order to defeat claim of substantially exclusive use that the 
same or similar mark be used on the same goods by another; it is sufficient if the same 
mark has been used on similar goods which would be likely to cause confusion. 


TrADE-Marks—Goops oF THE SAME CLASS—PARTICULAR INSTANCES 
While grinding machines of general application and thread-cutting machines may 
not be competitive items, they are both machine tools and use of the same name on both 
types of machines would be likely to cause confusion. 


OpposITIONS—LIKELIHOOD OF CONFUSION—EVIDENCE 
Circular used jointly by two concerns using the name “Landis” held adequate to 
show likelihood of confusion. 
Oppositions—IssuES—GENERAL 
Contention that opposer’s use of name was tortious cannot be considered in oppo- 
sition proceedings. 
Opposition is concerned solely with right to register under the statute, and com- 
peting rights of the parties to use family name “Landis,” held not involved in this 
proceeding. 


Appeal from Examiner of Interferences. 


Trade-mark opposition by Landis Tool Company against Landis Machine 
Company, Inc. Applicant appeals from decision sustaining notice of opposition. 
Affirmed. 


Mason, Porter, Diller & Stewart, of Washington, D. C., for Opposer. 
Strauch & Hoffman, of Washington, D. C.. for Applicant. 


FepeErIco, Examiner in Chief: 


This is an appeal by the applicant, Landis Machine Company, from the 
decision of the Examiner of Interferences sustaining the opposition to registra- 
tion brought by the Landis Tool Company. Both parties are manufacturers of 
machine tools, located at Waynesboro, Pennsylvania. 


The application involved is for the registration of the name “Landis” as 
a trade-mark for “thread forming machines and accessories therefor and parts 
thereof, including machines and accessories and parts for cutting, rolling and 
grinding threads.” The application (originally filed September 16, 1946, and 
amended July 25, 1947, to an application under the Trade-Mark Act of 1946) is 
made under section 2(f) of the Trade-Mark Act of 1946 (15 U. S. C. 1052(f)) 
which permits the registration of a surname as a trade-mark if it has become 
distinctive of the applicant’s goods in commerce. To support the claim of dis- 
tinctiveness, the applicant submitted an affidavit of substantially exclusive and 
continuous use for more than five years. 


The facts in this case show that, prior to 1897, two brothers, Frank F. 
Landis and Abram B. Landis, were engaged, under the name of Landis Bros., 
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in the business of manufacturing machine tools which had been invented and 
patented by one or both of them. They made grinding machines, and may have 
also made a few thread cutting machines although this is disputed. In 1897, the 
Landis Tool Company, the opposer, was organized to take over the business of 
the Landis Bros., and from that date they have manufactured grinding machines, 
in connection with which the name Landis has been used. A. B. Landis had 
made some inventions in thread forming machines (then called bolt cutters) 
which, however, were not manufactured by the Landis Tool Company and, in 
1903, the Landis Machine Company, the applicant, was organized for the pur- 
pose of manufacturing thread forming machinery, purchasing patents, jigs, 
fixtures, etc., from the opposer. Applicant has manufactured thread forming 
machinery since that date, using the name Landis. No grinding machines were 
made by applicant, except for an accessory used for sharpening the chasing 
tools of thread-cutting machines. The machines made by the respective parties 
up to this point were not competitive. 


In 1941, the applicant commenced the manufacture and sale of a thread 
forming machine using a grinding operation, that is, a thread grinding machine, 
which is the machine referred to in the statement of goods in the application as 
“thread forming machines * * * for * * * grinding threads.” Opposer likewise 
began the manufacture of a thread grinding machine in 1945 on which it used 
‘Landis Tool.” 


‘ 


the expression, 


The basis for opposing the application for registration, as stated in the 
notice of opposition, is that the applicant has not had substantially exclusive 
use of the mark “Landis” for any item or article of manufacture set forth in the 
application, at any time, and especially not during the five years next preceding 
the filing of the application, and the notice of opposition also alleges that the 
word “Landis” has not become distinctive of applicant’s goods in commerce. 


Section 2(f) of the Trade-Mark Act of 1946 provides for the registration on 
the Principal Register of a trade-mark which is declared unregistrable by sec- 
tion 2(e) of the Act, if the mark has become distinctive of the applicant’s goods 
in commerce. Section 2(f) also provides that the Commissioner may accept 
proof of substantially exclusive and continuous use by the applicant in com- 
merce for the five years next preceding the date of filing of the application as 
prima facie evidence of distinctiveness. Hence, if an applicant bases his claim 
of distinctiveness upon five years substantially exclusive use, and it is shown 
that such use is not substantially exclusive, the applicant’s claim of distinctive- 
ness must fall. 


The record in this case establishes that during the five-year period involved, 
the opposer was using the name Landis, as a part of the phrase “Landis Tool” 
in connection with the sale of thread grinding machines, as to which machines 
there is no question as to their being of the same class as applicant’s thread 
grinding machines. This use cannot be considered insubstantial or sporadic in so 
far as this record shows, and hence can not be ignored. The applicant’s claim of 
distinctiveness based upon substantially exclusive and continuous use for five 
years preceding the application hence can not be admitted. Applicant’s conten- 
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tion that the use by the opposer was tortious can not be considered, since this is, 
in effect, asking for an adjudication of infringement by the Patent Office. 


However, the application involved may not be considered registrable for a 
more fundamental reason than the dispute between the parties over the use of 
the name Landis in connection with thread grinding machines. It is not neces- 
sary in order to defeat a claim of substantially exclusive use for five years, 
that the same or similar mark be used on the same goods by another, but it 
is sufficient if the same mark has been used by another on similar goods, goods 
such that the use of the same mark on the respective goods would be likely to 
cause confusion or mistake. Furthermore, section 2(d) of the Trade-Mark Act 
of 1946 provides for the refusal of the registration of a trade-mark if it “re- 
sembles * * * a mark or trade name previously used in the United States -by 
another and not abandoned, as to be likely, when applied to the goods of the 
applicant, to cause confusion or mistake or to deceive purchasers.” In this case 
the opposer has been using the mark “Landis” and its name, “Landis Tool 
Company,” in connection with machine tools, namely, grinding machines, during 
the five year period and also prior to any use of the mark by the applicant. 
That the use of the mark by the applicant on its machine tools is likely to 
cause confusion or mistake is believed obvious. While grinding machines of 
general application and thread cutting machines may not be competitive items, 
nevertheless, they are both machine tools, and the use of the same name on 
both types of machines would be likely to cause confusion. This is considered 
obvious and is adequately shown, if it needs to be shown, by a circular sent 
by the applicant, in 1943 and later, to customers and others. This circular, 
which has the appearance of a joint production, is a sheet containing in the 
upper left hand corner a card of one company reading: “Landis Machine Com- 
pany, Threading Machinery, etc.,” and in the right hand corner another card 
reading: “Landis Tool Company, Manufacturers of Precision Grinding Ma- 
chines, etc.” The body of the circular contains the following in display type: 


Don’t Mix Em! 
These Companies are not Related! 


Sales Orders 
Invoices 

Watch: Bills of Lading 
Shipping Notices 
Correspondence Filing 


Don’t Consolidate Shipments! 


It may very well be that under the circumstances, involving use for over 50 years 
by one party, and almost 50 years by the other, the confusion and likelihood 
of confusion is of a character that the public must live with, but it is con- 
sidered plain that the statutory bar to registration, the existence of confusion 
or likelihood of confusion, is present, and that applicant is not entitled to the 
registration sought. 
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Applicant contends that the Examiner should have determined the respec- 
tive rights of the parties, in particular, that the Examiner should have found 
that applicant has a superior right to the use of “Landis” on thread grinding 
machines, and this is one of the grounds of appeal. The respective rights of the 
parties to use the name Landis on the same machines or on the same or differ- 
ent classes of machine tools is not involved in this proceeding, which is con- 
cerned solely with the right under the statute of the Landis Machine Company 
to the registration upon the application it has made, and it has been determined 
under all the facts in the case that a registration cannot be issued under the 
statute. Any controversy between the parties as to their respective rights to use 
the name Landis must be settled in the proper forum without the aid of a federal 
trade-mark registration to one of them. 

The decision of the Examiner of Interferences sustaining the notice of oppo- 
sition and adjudging that the applicant is not entitled to the registration for 
which it has made application is affirmed. 


CONSOLIDATED COSMETICS v. HOLIDAY, INC. 
Commissioner of Patents—April 5, 1951 


TRADE-MARKS—MaArkKS Not CONFUSINGLY SIMILAR—PARTICULAR INSTANCES 
“Tobruk” held not confusingly similar to “Tabu,” used on identical goods. 


Appeal from Examiner of Interferences. 


Trade-mark cancellation proceeding by Consolidated Cosmetics against Holi- 
day, Inc. Petitioner appeals from dismissal of petition for cancellation. Affirmed. 
McKnight & Comstock, of Chicago IIl., for Petitioner. 

Munn, Liddy & Glaccum, of New York, N. Y., for Respondent. 
KLINGE, Examiner in Chief: 

This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences dismissing the petition for cancelation filed by the appellant, Consoli- 
dated Cosmetics. Petitioner seeks cancelation of the trade-mark “Tobruk” of 
appellee, Holiday, Inc., registered July 10, 1945, under the Act of 1920, for use 
upon cologne, toilet water, and perfume. The mark is characterized by a dis- 
tinctive form of lettering displayed in white letters on a black background. 


Petitioner predicates its right of action upon its ownership of registrations 
No. 314,493 and No. 407,797 for the mark “Tabu” for various toilet prepara- 
tions including cologne, toilet water, and perfume. It is alleged in the petition 
that appellee-respondent’s mark so resembles the petitioner’s mark as to be 
likely to cause confusion in trade. There appears to be no question that peti- 
tioner is the prior owner and user of its mark “Tabu” or that the goods are 
identical. Therefore, the only question here presented is whether the marks 
are confusingly similar. 
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In comparing the two marks “Tabu” and “Tobruk” petitioner calls atten- 
tion to the fact that each starts with the initial letter “T” which is followed 
in each case by a vowel, after which appears the identical letter “B,” the latter 
being followed in petitioner’s mark with the letter “U” and the respondent's 
mark with the letter “U” preceded by the letter “R” and followed by the letter 
“K.” From this it is argued that the letters “T” and “B” and “U” are dominant 
and appear in exactly the same order in both marks which leads to a striking 
similarity in both sound and appearance. I am unable to agree with the peti- 
tioner that the letters “T”’’, “B” and “U” are “dominant” in respondent’s mark. 
Neither do I believe that such dissection of the two marks would be resorted to 
by a purchaser nor would it make evident a striking similarity in either sound 
or appearance as petitioner contends. In discussing this matter the examiner 
stated that the marks must be considered in their entireties with due regard to 
differences between them in appearance, meaning and sound. It was his opinion, 
and it is also mine, that the two marks when considered as a whole are readily 
distinguishable in every material particular. 

The examiner considered differences in the form of printing of the two words 
and the meaning of the marks in his decision, to which petitioner takes excep- 
tion. As I understand the examiner’s decision it does not rest on either of these 
factors alone as decisive of the issue presented. It has been held that considera- 
tion of these matters need not be ignored where the marks have different mean- 
ings which are not suggestive of the goods, as is the case here, even though 
sound and appearance are the controlling factors. Jn re American Fork & Hoe 


Co., 32 C. C. P. A. 771, 146 F. 2d 510, 64 U. S. P. Q. 233. 


Petitioner has referred in the brief to a number of decided cases in support 
of his contention that the present marks are confusingly similar, but they have 
little application to the facts of this case and are of little or no assistance in 
disposing of the present appeal. I consider the present case to be one which 
must be decided distinctly on its own merits, and it is my conclusion that the 
marks here involved differ sufficiently to enable their use in trade by the parties 
hereto without reasonable likelihood of confusion. 


The decision of the Examiner of Interferences is affirmed. 


ROYAL HOME PRODUCTS, INC. v. THE LIGHTNIN CHEMICAL 
COMPANY ETC. 


Commissioner of Patents—April 5, 1951 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Lightnin’” held confusingly similar to “Blitz,” which in German means “lightning,” 
used on similar goods, under 1946 Act. 
TRADE-MARKS—Goops OF THE SAME CLASS—PARTICULAR INSTANCES 
Bowl cleaner held goods of the same descriptive properties as cleanser in powder 
form for general household purposes. 
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CANCELATIONS—BaAsis oF RELIEF—Proor oF DAMAGE 
Actual confusion need not exist nor need it be proved by petitioner in cancelation 
proceeding to show injury to petitioner if the marks are confusingly similar and con- 
fusion as to origin is likely to result. 


CANCELATIONS—DEFENSES—LACHES 
On facts of record, respondent held to have failed to sustain burden of proving 
defense of laches or to show that petitioner had notice of respondent's use of its mark. 
OppoSITIONS—PLEADING AND PracticE—EFFECT OF REGISTRATION 
TrADE-MARK Act oF 1946—ConstructivE NoticE—SEcTIon 22 
Registrations under 1905 Act held not constructive notice, prior to effective date of 
1946 Act. 
Section 22 of 1946 Act making 1881 and 1905 Act registrations constructive notice 
of registrant’s claim of ownership, held not retroactive. 


Appeal from Examiner of Interferences. 
Trade-Mark cancelation proceeding by Royal Home Products, Inc. against 


The Lightnin Chemical Company (The Buckeye Soda Company, assignee, sub- 
stituted). Respondent appeals from cancelation of registration. Affirmed. 
Zugelter & Zugelter, of Cincinnati, Ohio, for Petitioner. 

Thornton F. Holder, of Painesville, Ohio, for Respondent. 

KLINGE, Examiner in Chief: 

This is an appeal from the decision of the Examiner of Interferences sus- 
taining the petition filed by Royal Home Products, Inc., seeking cancelation of 
the trade-mark “Lightnin’” used for “bowl cleaner” and owned by The Light- 
nin Chemical Company, The Buckeye Soda Company, assignee, substituted. The 
registration sought to be canceled was issued March 11, 1930, under the Act of 
1905, and was republished July 6, 1948, under section 12(c) of the Act of 1946. 


Petitioner relied upon prior use and ownership of its trade-mark “Blitz”, 
registration No. 266,622, issued January 28, 1930, and renewed, applied to a 
cleanser in powder form for general household purposes. Petitioner alleges that 
respondent’s mark “Lightnin’” is confusingly similar to its mark “Blitz” be- 
cause “Lightnin’” is the English translation of the German word “Blitz” and 
the products to which the petitioner applies its trade-mark are goods of the 
same descriptive properties as those of respondent, and that confusion is there- 
fore probable and apparently inevitable. 

Respondent denies that the marks are confusingly similar and that the 
goods are of the same descriptive properties, and avers as a separate and affirma- 
tive defense that the petitioner is estopped by laches to institute and maintain 
cancelation proceedings by reason of the delay in bringing such proceedings, 
and for the further reason that during said delay respondent has innocently 
conducted, advertised and developed its business in its product to which the 
mark “Lightnin’” is applied, whereby respondent would be damaged by the 
cancelation of its mark. 

Both parties have filed stipulated testimony and briefs. 

With regard to the marks, the Examiner of Interferences held that there can 
be no distinction in a trade-mark sense between an English word and its foreign 
equivalent, and that such words are therefore registrably indistinguishable, citing 
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Heintz v. American Tire Machinery Co., 31 C. C. P. A. 862, 140 F. 2d 1013 
[34 T. M. R. 173]; In re Machlin-Zimmer McGill Tobacco Co., 49 App. D. C. 
181, 262 F. 635; Golden Arrow Toiletries v. Lancome S.A., 617 O. G. 944, 79 
U. S. P. Q. 352; and Babs Creations v. Emmett M. King, 612 O. G. 786, 77 
U.S. P. Q. 540. 

Respondent concedes that “Blitz” in German means “lightning,” but argues 
that “blitz” has acquired a different connotation since World War II, wherefore 
the public now associates that word with war waged by swift or violent attack 
as by the use of aeroplanes and tanks. It seems to me, however, that such mean- 
ing is here beside the point and of no significance if the words “Blitz” and 
“Lightnin’”’ have a more common and similar meaning in the sense they are 
used by the parties to this proceeding, and it appears to me that they have. The 
terms “Blitz” and “Lightnin’” as trade-marks for a cleanser can ordinarily have 
but one connotation, and that is the suggestion of a lightning-like cleaning 
action. Furthermore, petitioner used the word “Blitz” long before it ever 
acquired the special meaning now attributed to it by the respondent, and which 
is the meaning it has always had in the language from which it is taken, namely, 
“Lightning.” This is evident from petitioner’s label, Exhibit 1, where the prod- 
uct is described as “The Lightning Cleanser.” I therefore agree with the Exam- 
iner of Interferences that the two marks here under consideration are registrably 
indistinguishable. In Campana Corporation v. Lissar Compania, Incorporada, 
542, O. G. 806, 54 U. S. P. Q. 420, 421, where applicant was seeking to register the 
mark “Premiere Nuit” and opposer there was the owner of the trade-mark “The 
First Nighter,” the Commissioner said: 

“The two marks differ, of course, in appearance and in sound; but I am con- 

strained to agree with the examiner that they are too nearly the same in significance 

to be concurrently used on the particular goods here involved without a reasonable 

probability of confusion. Certainly ‘First Night’ is deceptively similar to ‘The First 

Nighter,’ and it matters not that applicant has employed the French language instead 

of the English. In re Maclin-Zimmer-McGill Tobacco Co., Inc., 49 App. D. C. 181, 
262 F. 635.” 


In regard to the goods to which the marks are applied, while the actual 
goods sold may be specifically different in composition, respondent’s registra- 
tion describes neither the type of bowl to be cleaned nor the composition of the 
cleaner, and since petitioner’s product is adapted for use on all types of house- 
hold articles, it is my view that the goods are closely related in their nature and 
use and are therefore goods of the same descriptive properties. 


It is contended by respondent that its mark “Lightnin’” has been used for 
a period of over twenty years, during which time no confusion in trade between 
the products of the parties has ever come to the attention of experts in the trade, 
such as respondent’s witnesses Stark and Williams. Actual confusion need not 
exist nor need it be proved by petitioner in a cancelation proceeding to show 
injury to the petitioner if the marks are confusingly similar and confusion as 
to origin of the goods is likely to result. Chicago Flexible Shaft Co. v. American 
Gas Machine Co., 590 O. G. 535, 70 U. S. P. Q. 501; Speed Products Co. v. 
Tinnerman Products, Inc., et al., 83 U. S. P. Q. 490. 
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Coming now to the affirmative defense of laches, respondent avers that 
petitioner is estopped to institute and maintain cancelation proceedings by reason 
of the delay involved during which respondent has innocently developed its busi- 
ness in its bowl cleaner to which its mark “Lightnin’” is applied, whereby 
respondent would be damaged by cancelation of its mark. 

With respect to petitioner’s right to institute the present proceeding, it was 
stated by the court in Cluett, Peabody & Co. v. Hartogensis, 17 C. C. P. A. 1166, 
41 F. 2d 94 [20 T. M. R. 452], that the object of a cancelation proceeding is to 
determine whether the registrant was entitled to the use of the mark at the date 
of his application. The court there held that Section 13 of the Trade-Mark Act 
of 1905 provides that the proceeding may be brought at any time for the de- 
termination of these questions by one who deems himself injured by the regis- 
tration of the mark, and that laches upon the part of the petitioner is not a bar 
to the bringing of the proceeding provided for by that section. 


It is contended by respondent that the two marks were copending in the 
Patent Office and that petitioner had constructive notice of respondent's use of its 
mark “Lightnin’” by reason of the publication thereof by this Office, but took 
no steps to prevent registration of respondent’s mark. The Examiner of Inter- 
ferences in discussing this point had the following to say: 


“* * * while Section 22 of the Act of 1946 provides that the registration of a 
mark under the Act of 1905, or the Act of 1881 ‘shall be constructive notice of the 
registrant’s claim of ownership thereof,’ this provision was not, and could not well 
have been made retroactive, and therefore, can have no application in this proceed- 
ing. Nor did the prior Trade-Mark Acts contain any provision for making registra- 
tions thereunder constructive notice. As was stated by the U. S. Supreme Court in 
United Drug Company v. Theodore Rectanus Co. (248 U. S. 90, 1918 C. D. 369), 
in resolving in the negative a similar question in connection with a registration under 
the Act of 1881: 

‘Nor is there any provision making registration equivalent to notice of rights 
claimed thereunder.’ 


“Similarly in the case of Isaac Ginsberg & Bros., Inc. v. Boston Maid (85 
U. S. P. Q. 430) involving a registration issued under the Act of 1905, the Com- 
missioner stated: 

‘With respect to the so-called “collateral” issue of laches, nothing is sub- 
mitted to indicate any knowledge of the registration on the part of the petitioner 
for cancelation and nothing other than the fact that the mark was registered for 
approximately seven years appears in the record. In my opinion there is no 
showing of laches which would defeat petitioner’s claim for cancelation.’ ” 


I am in accord with the examiner’s views in this regard. 


It is further contended that petitioner had actual notice of respondent’s 
use of its mark because respondent’s goods were sold under its mark in the area 
in which petitioner and its predecessors maintain its home office, and since peti- 
tioner’s witnesses had knowledge of the general field of cleaning products “it 


, 9) 


is quite clear” that such witnesses knew of respondent’s “Lightnin’” product 
and either did not consider the marks to be confusingly similar or else petitioner 
was inactive. I find no evidence whatever in this case that petitioner had actual 
notice of respondent’s use of its mark, even in the area of its own place of busi- 
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ness. This argument amounts to no more than a matter of pure speculation on 
respondent’s part. The sales by respondent in the city of Cincinnati, Ohio, 
where petitioner conducts its business, were said to have been made to a Janitors’ 
Supply House and to the F. W. Woolworth Co., but the amount of such sales 
or the extent thereof to the ultimate consumer is not a matter of record from 
which notice could be imputed to the petitioner of the sale of respondent’s goods. 
Knowledge of the general field of cleaning products by petitioner’s witnesses is 
no measure of their knowledge regarding a specific product. 

I agree with the Examiner of Interferences that petitioner cannot be prop- 
erly charged with either actual or constructive notice of respondent’s use of its 
mark, and that respondent’s defense of laches cannot be sustained. 

It is therefore my conclusion that the use of the marks here involved on 
the goods of the respective parties would be likely to cause confusion or mistake 
or to deceive purchasers. That the decision of the Examiner of Interferences 
sustaining the petition for cancelation was therefore proper. 

The decision of the Examiner of Interferences is affirmed. 


JOSEPH H. MEYER BROS. v. INTERATLANTIC TRADING CORP. 
Commissioner of Patents—April 6, 1951 


INTERFERENCES—EvIDENCE—PRooF OF USE 
Testimony of junior party held sufficient if it establishes prior use of mark with 
respect to some items listed in application which are goods of the same descriptive prop- 
erties as those of senior party; it is not material to interference that junior party claims 
use of mark on other items in application. 
On facts of record, testimony by persons who actually sold goods held to establish 
prior use of mark on applicant’s goods; fact that persons who attach labels bearing the 
mark did not testify, held immaterial. 


TRADE-MARKS—ACQUISITION OF RIGHTS—GENERAL 

Trade-mark use is not established by advertising but by use of the name on goods 
to identify them as goods of the owner of the mark. 

Fact that name fulfilled office of a grade designation as well as that of a trade-mark 
does not militate against its trade-mark significance. 

On facts of record, applicant held to have established trade-mark rather than grade 
mark use of its mark. 

It is well settled that use of two or more trade-marks on the same goods to indicate 
origin is recognized as proper trade-mark useage. 


TRADE-MARKS—Worps CAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 
“Horizon” held distinctive and wholly arbitrary, as applied to jewelry such as neck- 
laces, and not to designate quality per se. 


Appeal from Examiner of Interferences. 


Trade-mark interference proceedings between Joseph H. Meyer Bros. and 
Interatlantic Trading Corp. Interatlantic Trading Corp. appeals from decision 
awarding priority to applicant, Joseph H. Meyer Bros. Affirmed. 

Greene & Durr, of New York, N. Y., for Joseph H. Meyer Bros. 
Leon M. Strauss, of New York, N. Y., for Interatlantic Trading Corp. 
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KLINGE, Examiner in Chief: 

This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences awarding priority in an interference proceeding to Joseph H. Meyer 
Bros., the junior party. The junior party took testimony and both parties filed 
briefs. 

The junior party seeks registration of the mark “Horizon” for neck- 
laces, bracelets, finger rings, jewelry clips, brooches, and earrings, on an appli- 
cation filed July 11, 1946, under the Act of 1905. The senior party relies upon 
its registration No. 417,366, for the mark “Horizon” for watches and parts 
thereof, granted on an application filed May 26, 1945, under the Act of 1905. 


The marks of the respective parties are identical, and the goods to which they 
are applied have been found to be goods of the same descriptive properties in 
view of the Commissioner’s decision in the case of Hamilton Watch Company v. 
Young’s, Inc., 500 O. G. 773, 40 U. S. P. Q. 568, wherein the Commissioner held 
that watches and parts thereof are goods of the same descriptive properties as 
neck chains and neck ornaments. 

The Examiner of Trade-Marks in the course of prosecution rejected the 
junior party’s registration upon the senior party’s registration relying upon the 
above decision and stating “should he elect to cancel necklaces and bracelets from 
his description of goods, said registration would no longer be considered a ref- 
erence against his mark.” In response thereto, the junior party requested that 
this interference be declared. 


The only question here in issue is one of priority of the use of the trade- 
mark “Horizon” as between the parties hereto. Since the senior party relies 
upon its registration, applicant being the junior party has the duty of sustaining 
the burden of proof to overcome the filing date of the senior party. The senior 
party, appellant, contends that the testimony presented by the junior party in its 
behalf is vague in general and refers to the alleged use of the trade-mark in 
connection with pearls and pearl necklaces only. With regard to the junior 
party’s testimony in this connection, it is sufficient if it establishes prior use of 
the mark with regard to pearl necklaces since, as indicated above, necklaces and 
watches are goods of the same descriptive properties, and this is not disputed. 
It is not material therefore that the junior party has also asserted in its applica- 
tion for registration that it has used the trade-mark for bracelets, finger rings, 
jewelry clips, brooches and earrings. 


It is also contended by the appellant that the appellee, the junior party, did 
not try to establish trade-mark use of its mark “Horizon” by affixing the 
trade-mark by means of its labels to its goods. As to this contention the junior 
party’s witness Haller, an employe for eighteen years, and more recently its 
sales manager, testified that he had personally sold pearl necklaces having a 
blue ticket bearing the name “Horizon” attached thereto, during the last five 
or six years, during which time he was sales manager of the appellee company. 
The name “Horizon” was said to be a name which is used on all necklaces 
of that particular brand, which may be any one of three styles, depending upon 
the number of strands of pearls used thereon. When handed a necklace and 
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asked if he recognized it, the witness Haller replied, “Yes. It is a single strand 
of the Horizon brand that we sell to the jobbing trade. It comes with a blue 
ticket bearing the name Horizon. All merchandise carrying that tag is the 
Horizon brand.” Question 25. “Have you personally sold necklaces such as 
this bearing the tag with the name “Horizon on them?” A. “Many times.” 
Question 26. “During what period of time?” A. “During the last five or six 
years almost daily.” A necklace bearing the blue ticket is Exhibit 1. A number 
of invoices were introduced into the record as Exhibit 2 which the witness Haller 
identified. The earliest of these is dated May 10, 1944, for a two-string pearl 
necklace, identified by the notation “Horizon.” There are seven other such 
invoices dated prior to appellant’s earliest date of record, the remainder being 
dated subsequently, but all indicating the sale of “Horizon” necklaces to 
various purchasers. The dates on the invoice fall within the period during 
which Haller says he personally sold necklaces for his employer and the witness 
said further that he himself took care of the invoice dated May 29, 1944. The 
witness also testified to the sale of earrings on special order bearing the “Hori- 
zon” label, but said that the big item was their line of necklaces bearing the 
mark in question. 

Another witness, Rita Mansfield, assistant sales manager, recognized appel- 
lee’s Exhibit 2, the invoices referred to above, as being from the appellee com- 
pany’s files representing sales to jobbers who are their regular customers. Invoice 
No. 25837, dated March 19, 1945, was said to represent a sale which the witness 
took care of. The witness testified further that she had continually sold necklaces 
bearing the “Horizon” mark since that time in quantities of about five hundred 
per year since 1944, all of which bore the name “Horizon.” 

Appellant complains that neither of the persons who testified were the ones 
that actually attached the labels here under consideration. I think that this is 
immaterial since it is of no importance who attached the labels, the important 
consideration being the testimony of the witnesses to the effect that they are per- 
sons who actually sold the goods with the labels attached thereto. I find nothing 
in the record which either disputes or casts doubt on that testimony. 

In regard to appellant’s argument that there is nowhere in the record any 
advertisement of the name “Horizon” in connection with the sale of necklaces 
from 1944 to date, trade-mark use is not established by advertising alone, but by 
use of the name on goods to identify the latter as goods of the appellee by which 
it is distinguished from the goods of others. 


Another point raised by the appellant is that the designation “Horizon” was 
used next to the word “Richelieu,” a registered mark of the appellee, the desig- 
nation “Horizon” indicating the quality of a particular “Richelieu” brand of pearl 
necklace. It is argued that appellee thus used the designation “Horizon” as a 
style or grade mark rather than as a trade-mark for its special jobbers with whom 
it solely dealt. While it may be that appellee used the mark “Richelieu” on neck- 
laces sold to jobbers, both witnesses testified that the name “Horizon” is used 
to indicate a certain brand of necklace, the name “Richelieu” being a mark used 
on all of its products in connection with the company name. I cannot agree with 
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appellant’s argument that the appellee’s use of its mark was a grade mark use 
rather than a trade-mark use. Witness Mansfields’ reference to the word 
“Horizon” as a style or grade notation does not and cannot establish the use of the 
mark as a grade mark as distinguished from a trade-mark use as a matter of fact. 
That the name fulfilled the office of a grade designation as well as a trade-mark 
does not militate against its trade-mark use. Tillman & Bendel, Inc. v. California 
Packing Corporation (C. C. A. 9th), 63 F. 2d 498, 16 U.S. P. Q. 332, p. 338. It 
is my opinion that the word “Horizon” clearly indicated origin of appellee’s goods 
and served to distinguish the same from those of others, and that such was the 
purpose of its use. The term “Horizon” is distinctive and wholly arbitrary as 
applied to articles of jewelry such as pearl necklaces, and, as stated by the exam- 
iner, does not per se designate quality. It is well enough settled, without citation 
of authority, that the use of two or more trade-marks on the same goods to indi- 
cate origin is well recognized as proper trade-mark usage. 

I find no contradictions or discrepancies in the testimony of the two witnesses 
who are connected directly with the sales policy of the appellee, or between the 
testimony and the invoices filed in support thereof, inconsistent with the junior 
party’s claim to the use of its mark before the filing date of the senior party. 

Since the earliest date to which the senior party is entitled is its record date, 
May 26, 1945, and since the junior party has established to my satisfaction its use 
of the mark “Horizon” as a trade-mark upon pearl necklaces as early as May 10, 
1944, it is held that the junior party, appellee, is entitled to prevail in this inter- 
ference and that the award of priority by the Examiner of Interference of the 
matter in issue to the junior party, appellee, Joseph H. Meyer Bros., was correct 
and should be sustained. 

The decision of the Examiner of Interferences is affirmed. 


MINNESOTA MINING & MANUFACTURING COMPANY v. SMITH 


Commissioner of Patents—April 6, 1951 


TRADE-MARKS—Goops OF DIFFERENT DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
High pressure metal gaskets held not goods of the same descriptive properties as 
adhesive tape, masking paper, electrical insulating film, bonding film, sound-recording 
tape and related products, under 1905 Act. 
OpposITIONS—BAsIS OF RELIEF—GENERAL 
TRADE-MARKS—ACQUISITION OF RIGHTS—GENERAL 
Opposition held properly dismissed where goods upon which the parties used similar 
marks were not of the same descriptive properties and where the marks used on similar 
goods sold by the parties were not confusingly similar. 
Doctrine of extension of mark and expansion of business held inapplicable. 


TrApDE-MarkKs—Goops OF THE SAME Descriptive PropertigsS—GENERAL 
Fact that goods of the parties are sold through the same channels of trade to the 
same class of purchasers and may be used together, held not to endow such goods with 
the same descriptive properties. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by Minnesota Mining & Manufacturing Company 
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against Henry M. Smith. Opposer appeals from dismissal of notice of opposition. 
Affirmed. 

Carpenter, Abbott, Coulter & Kinney, of St. Paul, Minn., for Opposer. 

Alan Franklin, of Los Angeles, Cal., for Applicant. 

KLINGE, Examiner in Chief: 

This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences dismissing the opposition filed by Minnesota Mining & Manufacturing 
Company, opposing registration by Henry M. Smith, doing business as Southern 
California Oil Tool Company, of the trade-mark “Scot” applied to “high pressure 
metal gaskets,” under the Act of 1905. This proceeding is therefore one under 
the Act of 1905. Both parties filed testimony and briefs. 

The notice of opposition was based upon opposer’s use of its well-known 
trade-mark “Scotch” since long prior to the applicant’s use of its mark “Scot” 
upon goods moving through the same channels of trade, and upon the further 
fact that opposer had manufactured and sold large quantities of fiber gasket 
material to the automotive trade, which also uses high pressure metal gaskets. 


It appears from the record that opposer first used its mark “Scotch” on 
adhesive tape in the late 1920’s and has applied its mark to other products such 
as masking paper and dispensers for such products. Opposer also manufactured 
and sold its fiber gasket material long prior to the time when applicant started 
in business, but has not used its mark thereon. While opposer admittedly has 


not applied its mark “Scotch” to its fiber gasket material, it is opposer’s position 
that it has the right to extend its mark where it has already extended its business, 
namely on fiber gasket material on which the notation “3M” is used. 


It is contended in opposer’s behalf that high pressure metal gaskets and 
fiber gaskets are very closely related in the automobile repair industry, repair 
shops commonly have both types of gaskets on hand, and sometimes use both 
types in the same job on the same motor. It is emphasized that several com- 
panies manufacture both metal and fiber gaskets, and, in many instances, assort- 
ments of both types are sold in the same package to the automotive jobber or 
manufacturer. It is urged that “Scotch” brand products are thoroughly 
identified in the automotive trade as indicating a product of Minnesota Mining 
& Manufacturing Company, such products having been extensively advertised 
through all types of advertising media including direct advertising of its 
“Scotch” brand masking tape which has been widely distributed to something 
like forty-five to fifty thousand automotive repaint shops. Although opposer 
has not used, and does not now use, its trade-mark “Scotch” on its fiber 
gasket material, the mark has been extended by opposer to its company line of 
pressure sensitive tapes, electrical insulating film, bonding film, sound recording 
tape and building material, as well as masking paper since the mark was first 
used on masking tape. Under these circumstances it is opposer’s position that 
it is likely that the automobile mechanic, for instance, familiar with opposer’s 
fiber gasket material and who is extremely familiar with opposer’s trade-mark 
“Scotch” would assume, were he to see the term “Scot” on high pressure metal 
gaskets which he uses and which are closely allied to fiber gaskets, that opposer 
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had extended use of a variation of its well-known trade-mark “Scotch” to 
another of its products, and therefore that such a person would be likely to 
be confused as to the origin of applicant’s metal gaskets and assume that they 
were made by opposer. 


The Examiner of Interferences was of the opinion that even though the 
marks are confusingly similar and opposer was the prior user of its mark on 
adhesive tape, the applicant’s right to registration cannot be affected simply 
because the applicant’s goods may possess the same descriptive properties 
as opposer’s fiber gasket material when the record shows and the opposer 
readily admits that it has never used the notation “Scotch” as a trade-mark 
for its gasket material, but has used instead the wholly dissimilar notation “3M”. 
Therefore the only issue considered by the Examiner of Interferences was 
whether opposer’s pressure sensitive adhesive tape on which the term 
“Scotch” was actually used and the high pressure metal gaskets of the ap- 
plicant, as broadly described in its application here involved, possess the same 
descriptive properties. 


In considering the question of what bearing the opposer’s manufacture of 
fiber gasket material, prior to the date of the applicant’s use of the mark “Scot” 
on its goods, might have on applicant’s right to registration, the Examiner of 
Interferences called attention to several decisions, the earliest of which was, 
Consumers Company v. Hydrox Chemical Company, 40 App. D. C. 284, 1913 
C. D. 432, wherein the applicant, Hydrox Chemical Company, sought registration 


of the notation “Hydrox” as a trade-mark for peroxide of hydrogen. Opposer, 
Consumers Company, had used the same notation as a trade-mark for distilled 
water and later for certain beverages containing the same, as well as peroxide 
of hydrogen, but did not extend the use of its mark to hydrogen peroxide, or 
anything else, prior to the use of the word as a trade-mark by the applicant. 
In the present case, it should be remembered, opposer has never applied its mark 
“Scotch” to gaskets of any description. The court went on to state as well- 
settled law, that a trade-mark is not acquired by the invention or discovery of 
a word, or symbol, or by advertisement. It only becomes a trade-mark by attach- 
ing or affixing it to certain articles of merchandise. The trade-mark so acquired 
does not apply to other articles not of the same descriptive properties. In the 
instant case, applicant’s high pressure metal gaskets are obviously not goods of the 
same descriptive properties, or even related goods, to any of opposer’s goods to 
which it has actually applied the mark “Scotch.” Another case in point cited by 
the Examiner of Interferences is Winthrop Chemical Company, Inc. v. Warren 
F. Wilhelm, 571 O. G. 520, 64 U. S. P. Q. 304, wherein the applicant, Wilhelm, 
sought registration of its trade-mark for a disinfecting solution. In that case, 
opposer relied upon its ownership of a similar trade-mark for crystalline vitamin 
D, registered prior to applicant’s first use of its mark. While it appeared from 
the stipulation of facts filed in that case that opposer’s mark was actually applied 
to its vitamin D preparation, and even though the opposer manufactured other 
goods including disinfectants to which its mark had not been applied, the Commis- 
sioner held that the goods to which both parties actually applied their marks were 
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not related goods, and therefore confusion in trade was unlikely, despite the fact 
that the goods were there, as here, sold to the same class of purchasers. In the 
case of The Scholl Mfg. Co., Inc. v. Barge Electric Shoe Cement Press, Inc., 470 
O. G. 953, 30 U. S. P. Q. 376, the applicant, Barge Electric Shoe Cement Press, 
Inc., sought registration of the word “Solvex” as a trade-mark for a chemical solu- 
tion for removal of adhesive cement from a shoe surface. Opposer was the owner 
and prior user of the same mark for a corn remedy. The opposer argued that the 
goods of the parties were of the same descriptive properties within the meaning 
of the Trade-Mark Act, being all in a class of foot appliances for use on the human 
foot. It appeared further that opposer manufactured numerous other articles 
some of which might conceivably be held to have characteristics common to 
applicant’s goods, but as they were not sold under the trade-mark there involved, 
the Commissioner was of the opinion that since the opposer had never used 
its mark on any goods of the same general class as those of the applicant, the 
opposition was dismissed, it being the Commissioner’s opinion that it must be 
made to appear that the related goods sold by the opposer were sold under the 
trade-mark for which protection is claimed. In that case the opposer urged as 
is here urged, that to grant registration to the applicant would violate opposer’s 
right to extend the use of its mark in the possible expansion of its business. The 
Commissioner recognized the soundness of the principle involved, but found no 
application thereof to the facts of that case for the simple reason, already noted, 
that opposer had never used its mark on any goods of the same general class as 
those for which registration was sought. That appears to be the fact here. The 
goods on which the present opposer used its mark are in no way related to 
metal gaskets, in my opinion. 

I do not think that because the opposer in the instant case had already 
extended its business to the field of fiber gasket material, but had not extended 
the use of its mark to such material prior to the time that the applicant entered 
the field, the applicant should be denied registration of its mark on high pres- 
sure metal gaskets simply because opposer’s fiber gasket material and the appli- 
cant’s high pressure metal gaskets may possess the same descriptive properties. 
The important point is that opposer’s masking tape and related products to 
which the mark “Scotch” was applied are totally unrelated to high pressure 
metal gaskets. 

Even though opposer’s products and those of the applicant are sold through 
the same channels of trade to the same class of purchasers and may be used to- 
gether, this fact does not endow such goods on which the respective marks are 
used with the same descriptive properties. Sholl Dental Laboratory Company v. 
McKesson & Robbins, Incorporated, 32 C. C. P. A. 1157, 150 F. 2d 718 [35 
T. M. R 264]; Kraft Phenix Cheese Corporation v. Consolidated Beverages, Lim- 
ited, 27 C. C. P. A. 803, 107 F. 2d 1004 [30 T. M. R. 52]. 


The decision of the Examiner of Interferences is affirmed. 
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THE BROWN-BROCKMEYER COMPANY v. WESTINGHOUSE 
ELECTRIC CORPORATION 


Commissioner of Patents—April 10, 1951 


OppoSITIONS—PLEADING AND PRACTICE—GENERAL 
Testimony and arguments involving marks not relied on in notice of opposition held 
improper. 
Applicant having taken no testimony, held limited to its filing date but only in con- 
nection with allegations of priority contained in notice of opposition. 
Opposer has burden of proving priority. 
TRADE-MARKS—DOMINANT FEATURE—PARTICULAR INSTANCES 
The word “Line” in the combination “B-Line,” held either of equal or of less signifi- 
cance than the letter “B” but not the dominant portion of the mark. 


TRADE- MAarKS—Marks Not CoNnFusINGLy SIMILAR—PARTICULAR INSTANCES 
“Life-Line” held not confusingly similar to “B-Line,” used on the same goods, under 
1946 Act. 


OpposITIONS—EvIDENCE—GENERAL 
On facts of record, opposer held to have failed to sustain burden of proving likeli- 
hood of confusion. 


Appeal from Examiner of Interferences. 


Trade-mark opposition by The Brown-Brockmeyer Company against West- 
inghouse Electric Corporation. Applicant appeals from decision sustaining notice 


of opposition. Reversed. 
Toulmin & Toulmin, of Dayton, Ohio, for Opposer. 


G. M. Crawford and Walter C. Mueller, of E. Pittsburgh, Pa., and James Atkins, 
of Washington, D. C., for Applicant. 
EDERICO, Examiner in Chief : 

This is an appeal by the applicant, Westinghouse Electric Corporation, 
from the decision of the Examiner of Interferences sustaining an opposition 
to the registration of its mark. 

The mark sought to be registered consists of the notation “Life-Line,” for 
electric motors. The application discloses the mark written in slanting letters 
with the first capital L larger than the second, and a bar extending under the 
remaining letters. The application was filed on August 29, 1947, and alleges 
first use of the mark on April 16, 1946, and first use of the mark in commerce 
among the several states on July 22, 1946. 

The notice of opposition states that opposer, The Brown-Brockmeyer Com- 
pany, has used the trade-mark “B-Line” in the advertising and sale of electric 
motors since prior to April 16, 1946, and that it is the owner of the trade-mark 
registration for the mark “B-Line,” registered July 13, 1926, and renewed, 
Registration No. 215,250. The opposition then states that the applicant’s mark 
“Life-Line * * * so nearly resembles the registered or known trade-mark ‘B-Line’ 
owned and used by opposer * * * as to be likely to cause confusion or mistake 
in the minds of the trade or public, or to deceive purchasers.” 
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The applicant took no testimony and acknowledges the opposer’s prior 
use of the trade-mark “B-Line.” Since the goods are the same, the only question 
properly involved in this proceeding is that of confusing similarity of the 
respective marks of the parties. 

Opposer states in its brief that “The Single question in this opposition is 
then, is applicant’s mark ‘Life-Line’ so similar to Opposer’s mark ‘B-Line,’ 
‘Line’ [and its copyright ‘Truly a Lifetime Motor’] as to cause confusion in 
the motor trade and thereby inflict damage on Opposer?” (The brackets are 
in the original.) Some of the testimony taken by opposer, and arguments in 
its brief, are concerned with the mark “Line” and the phrase “Truly a Lifetime 
Motor.” It appears that opposer, at some date not clearly shown by this record, 
adopted the word “Line” as one of its marks, and applied for its registration 
on November 22, 1947. Opposer has also obtained a registration on the Supple- 
mental Register of the phrase “Truly Lifetime Motors,” Registration No. 
508,311, registered August 5, 1949; this registration states that the mark was 
first used August 6, 1947, and was used in the form “Truly a Lifetime Motor” 
in February, 1947. Opposer also refers to a copyright of the latter phrase; this 
has reference to a copyrighted advertisement in which the phrase appears, but 
which is not of any date earlier than those alleged in the registration. The 
testimony and arguments of the opposer which involve the mark “Line” and 
the phrase “Truly a Lifetime Motor” are considered improper since the sole 
mark relied on in the notice of opposition is the trade-mark “B-Line.” The 
notice of opposition alleges nothing concerning a mark “Line,” or an expres- 
sion “Truly a Lifetime Motor,” and makes no claim of prior use with respect 
to these latter marks. While applicant took no testimony and hence is limited 
to its filing date, this limitation is only in connection with the allegations of 
priority contained in the notice of opposition. Since there are no allegations 
of prior use of “Line” and “Truly a Lifetime Motor” by the opposer in the 
notice of opposition, it cannot be assumed that opposer’s use of these expres- 
sions was prior to applicant’s use of its mark. If it be admitted, arguendo, that 
opposer could rely upon its use of these unpleaded expressions, it would still 
have the burden of proving that its use was prior. The record does not estab- 
lish that opposer’s use of the expressions mentioned was prior to applicant’s 
use of its mark; in fact the record strongly suggests that opposer adopted the 
two expressions after and with knowledge of applicant’s activities. 

The only question for determination hence is whether the respective marks 
“B-Line” and “Life-Line” are so similar as to be likely to cause confusion or 
mistake or deceive purchasers, and any evidence submitted by the opposer con- 
cerning other marks, and any arguments relating to other marks, can not be 
relied upon by the opposer. 

The examiner stated that in his opinion the word “Line” is the dominant 
part of opposer’s mark “B-Line” and there would be liklihood of confusion if 
this dominant part were used by some one else. No reason is stated for the 
examiner’s opinion that the world “Line” is the dominant part of opposer’s 
mark, and I am unable to agree with this opinion. 
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Before considering the question, some remarks must be made concerning the 
meaning of the word “line” in trade since there has been considerable discussion 
on this matter. Opposer states that the meaning of the word “line” in trade is “a 
supply of articles of the same general class,” citing an unabridged dictionary, 
and states that the word “line” is used in connection with dry goods and hard- 
ware, using the examples “a line of dry goods” and “a line of hardware,” in 
arguing that “line” is not descriptive of motors. Applicant essentially agrees with 
the opposer, that the word “line” is not descriptive of motors, but is a word 
generally used in connection with merchandise, having a well known meaning in 
trade. Various statements in the record by witnesses and others, illustrate the 
use of the word “line” as referring to a series of different sizes or styles or types 
of one article, put out by a manufacturer or dealer, for example expressions like 
‘a complete line,” “cheaper than other lines,” “line of motors,” etc., are found 
used. (A series of magazine clippings put in evidence by the opposer, Exhibit 17, 
shows a number of uses of the word “line” with this meaning; advertisements 
found in these clippings refer to Koppers’ “line of couplings,” General Electric’s 
“line of cords and plugs,” Link-Belt’s “line of . . . ball and roller bearings,” Foote 
Bros. “complete line” of speed reducers, and Lukens’ “line of stainless-clad 
steels.”) Incidentally this same meaning was referred to by Judge Bland, Charles 
of the Ritz, Inc. v. Elizabeth Arden Sales Corporation, 34 C. C. P. A. 1029, 161 F. 
2d 234, 73 U. S. P. Q. 413, where he characterized this usage of the word, as in 
the expression “‘a line of shirts,” as descriptive. 


9” 66 


In contending that the word “line” is the dominant part of opposer’s trade- 
mark “B-Line” it is stated that the word “Line” appears at the end of the mark, 
and that it takes up more space than the first part of the mark. These reasons 
do not seem very material. The relative numbers of letters are of no moment 
in the two short syllables and it could equally well be argued that “B” is domi- 
nant because it appears first in the mark. The usage of the word “B-Line” by the 
opposer is the various exhibits, advertisments and the like, show that “B” 
is always associated with “Line.” The mark is sometimes written entirely in 
capital letters, and sometimes in capital and lower case letters, in the latter 
event occasionally in script. Many advertisements carry a seal or monogram 
device with the B written as a very large capital letter and the “line” appearing 
in small letters beneath or at the right. To my mind the word “line” in the 
combination “B-Line” is either of equal significance to the letter “B,” or of less 
significance, but it is not dominant over the “B,” as far as appearance and usage 
are concerned. The meaning of the word “line” in trade would indicate that 
it is only a subordinate part of the mark in a combination such as opposer's 
mark. 


Considering the two marks as a whole, I do not believe that there would 
be any likelihood of confusion or mistake or deception of purchases. The deci- 
sion cited by the examiner, Auburn Rubber Corp. v. Hanover Rubber Co., 27 
C. C. P. A. 743, 107 F. 2d 558, 43 U. S. P. Q. 395, is not considered in point 
since in that case one mark was “2-Life” and the other “Nu-Life,” which marks 
not only have a common last syllable, but first syllables similar in sound. In this 
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particular case there is neither similarity in sound nor meaning in the first 


syllables of the respective marks. 

Opposer attempts to show several instances of actual confusion. One of 
these consists in a letter received by the opposer from a gentleman in China who 
owned a number of opposer’s motors. This letter contains the statements “What 
means B-Line? Is it means second class quality?” If this letter shows any con- 
fusion, it is in the meaning of opposer’s trade-mark. The foreigner apparently 
was sufficiently familiar with the English language to understand the meaning 
of the word “line” in trade, and also to understand the common use of the letter 
“B” to indicate second grade goods, but there is nothing to suggest any con- 
fusion as to origin or that the confusion in the writer’s mind was caused by 
applicant’s use of its mark. Opposer also introduced some correspondence show- 
ing a similar confusion concerning the meaning of opposer’s trade-mark, but 
there is no evidence that this confusion was caused by applicant’s use of its 
mark, nor is there any suggestion of any confusion as to origin. One of the 
letters, from opposer’s agent, states, “Incidentally, we get a lot of comment on 
the name B-Line in this regard,” suggesting that the difficulty with opposer’s 
mark is an obvious one. 

Opposer also urges that confusion is emphasized by certain allegedly similar 
advertisements. These are an advertisement of the opposer appearing in the 
November 1946 issue of Machine Design and Electrical Manufacturing and an 
advertisement of the applicant appearing in The Iron Age for September 11, 
1947, which opposer’s witness stated were similarly handled. Aside from the 
fact that both advertisements relate to motors, have three illustrations, and have 
the name of the company at the bottom, any resemblance between them is very 
remote and utterly of no consequence. 

All the testimony and arguments of the opposer have been carefully con- 
sidered, but it is not believed that opposer has established any confusion or 
likelihood of confusion or mistake or deception of purchasers. 

The decision of the Examiner of Interferences is accordingly reversed. 


VAN CAMP SEA FOOD CO., INC. v. WHIZ FISH PRODUCTS 
COMPANY, INC. 


Commissioner of Patents—April 12, 1951 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Salad of the Sea” held confusingly similar to “Chicken of the Sea,” used on iden- 
tical goods, under 1946 Act. 


TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
In determining question of confusing similarity the marks should be considered in 
their entireties. 


Appeal from Examiner of Interferences. 

Trade-mark cancellation proceedings by Van Camp Sea Food Co., Inc. 
against Whiz Fish Products Company, Inc. 

Respondent appeals from cancellation of registration. Affirmed. 
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Albert J. Fihe, of Burbank, Cal., for Petitioner. 
William G. MacKay, of San Francisco, Cal., for Respondent. 


KLINGE, Assistant Commissioner: 


This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 
ences sustaining the petition for cancelation filed by Van Camp Sea Food Co., 
Inc. seeking cancelation of registration No. 504,706, issued December 7, 1948, on 
the Supplemental Register of the Act of 1946 for the notation “Salad of the Sea,” 
applied to canned fish. 

Petitioner has filed testimony and both parties filed briefs, and were repre- 
sented at the hearing. 

Petitioner alleges prior use and ownership of the notation “Chicken of the 
Sea” for goods concededly identical in kind with those of the respondents. It is 
further alleged by petitioner that the marks of the parties so nearly resemble 
each other as to be likely to cause confusion or deception of purchasers when ap- 
plied to the goods of the respective parties hereto. 

The only issue here presented is whether or not the marks in question are 
confusingly similar, the identity of the goods of the respective parties and peti- 
tioner’s prior right to the use of his mark being undisputed. 

Respondent contends that the petitioner has not established statutory damage 
because of the difference in the marks as to sound, appearance, and significance 
and particularly since the only words in common, i.e., other than “‘of the sea” are 
the words “Salad” and “Chicken,” which are purely descriptive in character and 
open to public and fair use by anyone. It appears from the testimony submitted 
by the petitioner that the Van Camp Sea Food Company, Inc., has sold its “Chicken 
of the Sea” brand of goods all over the United States as well as in many foreign 
countries for over a period of some 24 years to the extent of over one million cases 
annually. That company has spent more than three quarters of a million dollars 
solely in advertising ‘Chicken of the Sea” tuna from which it would appear that 
the petitioner’s mark has been widely used and is well known. 

In support of its position respondent stresses with particular emphasis the 
case of Franco-Italian Packing Corporation v. Van Camp Sea Food Co., Inc., 
31 C. C. P. A. 1029, 142 F. 2d 274, 61 U. S. P. Q. 369, wherein the marks 
“Chicken of the Sea” and “Gem of the Sea,” both applied to tuna fish, were held 
not to be confusingly similar. In that case the court found that the initial portions 
of the two mark there involved, “Chicken” and “Gem” had nothing in common 
and since the phrase “of the sea” was descriptive in character, the marks were 
distinguishable. Another case referred to by the respondent is Van Camp Sea 
Food Co. v. Cohn-Hopkins et al., 56 F. 2d 797, 12 U. S. P. Q. 487, where the 
court decided that “Choice of the Sea” does not infringe “Chicken of the Sea” for 
the same goods. 

In considering the present marks the examiner held that the initial words 
“Chicken” and “Salad” are substantially alike in that both are food terms used 
in a figurative sense and hence are largely similar in significance and likely to be 
confused. Therefore, considering the marks in their entireties, it was the opinion 
of the examiner that the overall resemblances therebetween predominate over the 
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differences to the extent that their concurrent use on identical goods would be rea- 
sonably likely to cause confusion or deception of purchasers. 

Considering the marks as a whole, as I think they should be, similarity in 
sound between the two is believed to be too close to warrant a finding contrary 
to that of the examiner. It is believed that there is a definite relationship in 
the initial part of each of the two marks connoting food and such distinction as 
may be found between the terms “Chicken” and “Salad” is not sufficient to over- 
come the predominate resemblance to be found otherwise in the two marks when 
they are considered in their entireties. The impression in the mind of the average 
purchaser seeing the two marks on the same goods in the same stores would be 
that such goods stem from the same source. It is therefore my conclusion that 
the decision of the examiner is correct and that it should be sustained. 

The decision of the Examiner of Interferences is affirmed. 


EX PARTE CROSSETT LUMBER COMPANY 
Commissioner of Patents—March 26, 1951 


TRADE-MarK Act oF 1946—REGISTRABILITY—SECTION 2(d) 


TRADE-MARKS—CONCURRENT REGISTRATIONS—GENERAL 
Concurrent use proceedings need not be instituted where it is plain from the appli- 
cation that registration cannot be granted. 
On facts of record, concurrent registration of identical marks for identical goods 
refused, though the goods also carry the names of different cities, because confusion 
would be likely to result. 


Appeal from Examiner of Trade-Marks. 


Application for registration of trade-mark by Crossett Lumber Company. 
Applicant appeals from refusal of concurrent registration under 1946 Act. 
Affirmed. 


Emery, Holcombe & Blair, of Washington, D. C., for applicant. 
FEDERICO, Examiner in Chief: 


This is an appeal from the action of the examiner finally rejecting the appli- 
cation for registration of a trade-mark of the Crossett Lumber Company, Crossett, 
Arkansas. 


The trade-mark specified in the application is “Royal Oak” for oak flooring, 
the word “Oak” being disclaimed apart from the mark as shown. Registration 
is sought under the proviso in, section 2(d) of the Trade-Mark Act of 1946 (15 
U. S. C. 1052) which provides that the Commissioner may register as concurrent 
registrations the same or similar marks to more than one registrant under 
specified circumstances. The proviso in section 2(d), and a proviso in section 
1(a)(1) relating to the same subject, read as follows: 


“Provided, That the Commissioner may register as concurrent registrations the same 
or similar marks to more than one registrant when they have become entitled to use 
such marks as a result of their concurrent lawful use thereof in commerce prior to 
any of the filing dates of the applications involved and the Commissioner or a court 
on appeal determines that confusion or mistake or deceit of purchasers is not likely 
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to result from the continued use of said marks under conditions and limitations as 
to the mode or place of use or the goods in connection with which such registrations 
may be granted which conditions and limitations shall be prescribed in the grant of 
the concurrent registrations thereof; and concurrent registrations may be similarly 
granted by the Commissioner with such conditions and limitations when a court has 
finally determined that more than one person is entitled to use the same or similar 
marks in commerce. The Commissioner shall give not less than thirty days written 
notice to all applicants, registrants, and users specified by any of the parties con- 
cerned of any application for concurrent registration and of the time and place of 
the hearings thereon. When the Commissioner decides to grant a concurrent regis- 
tration the proposed registration shall be published in the Official Gazette of the 
Patent Office and the application shall be subject to opposition as hereinafter pro- 
vided for other applications to register marks. Concurrent registrations may be 
ordered by a court in an action under the provisions of section 4915, Revised Stat- 
utes, under such conditions and limitations as the court considers proper in accord- 
ance herewith.” 


Section 1(a)(1) * * * “Provided, That in the case of every application claiming 
concurrent use the applicant shall state exceptions to his claim of exclusive use, in 
which he shall specify, to the extent of his knowledge, any concurrent use by others, 
the goods or services in connection with which and the areas in which each concur- 
rent use exists, the periods of each use, and the goods and area for which the 
applicant desires registration.” 


The application for registration names as the concurrent user of the same 
mark the Fordyce Lumber Company of Fordyce, Arkansas, specifying three regis- 
trations owned by this company. Only one of these registrations need be noted; 


Registration No. 255,268, registered April 16, 1929 and renewed, for the mark 
“Royal Oak” for oak flooring, the word “Oak” being disclaimed apart from the 
mark as shown. Applicant requests a registration comprising the entire United 
States, and acknowledges that the Fordyce Lumber Company is entitled to 
use the same mark throughout the entire United States, but indicates that the 
registrant’s use of the mark should be limited to using the mark in conjunction 
with the term “Fordyce.” Applicant also acknowledges, although this limitation 
does not appear in the application, that its mark is to be used in conjunction 
with the word “Crossett.” It should be noted that the facsimiles submitted with 
the application are photographs of the underside of a piece of oak flooring on 
which the words “Royal Oak Crossett, Arkansas” appear. 

The statute requires notice of a time and place of hearings to be given 
to the named user, but the application has been rejected before giving such 
notice. Applicant objects to this procedure, urging that a concurrent use pro- 
ceeding under rule 22.1 of the Rules of Practice in Trade-Mark Cases should 
be instituted. However, the proceedings need not be instituted if it is plain from 
the application that the registration can not be granted. The usual practice in 
connection with an application to register as concurrent user is to examine the 
application ex parte and not to institute the proceedings and give the required 
notice when the application is not considered registrable under the conditions 
presented. 

The basis for rejecting the application is that a second registration for the 
same mark on the same goods can not be granted under the statute under the 
circumstances contemplated by applicant. The most common instances of con- 
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current registrations which arise are those which involve the use of the same 
or similar marks in different areas in the United States. While this differentiation 
is not present here, it may be assumed for the purpose of this case that the 
phrase “conditions and limitations as to the mode or place of use or the goods 
with which such registrations may be granted,” appearing in the statute, may 
permit concurrent registrations without any geographical differentiation, provided 
the other conditions of the statute are complied with. Applicant urges that 
the contemplated condition on the use of the mark by each party differentiates 
as to mode of use of the mark and, consequently, registration is authorized 
by the statute. However, the fact that the specified information additional 
to the mark itself is to be used on the identical goods is not seen to constitute 
a difference in the mode of use of the mark. 

If the distinction in the alleged mode of use is accepted as material, then the 
mark itself is not used for, and is not capable of, distinguishing the goods of 
the applicant from those of another, and the application would still have to be 
refused since the opening clause of Section 2 of the Trade-Mark Act only con- 
templates the registration of a trade-mark “by which the goods of the applicant 
may be distinguished from the goods of others.” Still assuming that the differen- 
tiation contemplated by the applicant can, be stated to be a difference in mode of 
use under the statute, the applicant is till considered to be unregistrable in view 
of the other requirements. Section 2(d) requires that it be determined that 
confusion or mistake is not likely to result from the continued use of the mark 
under the conditions specified. I do not believe that confusion or mistake is 
not likely to result from the use of the identical marks upon the identical goods, 
even though the goods also carry the names of different cities. 

The decision of the examiner refusing the application for registration and 
refusing to institute concurrent use proceedings is affirmed. 


EX PARTE CLARK EQUIPMENT COMPANY 
: Commissioner of Patents—April 6, 1951 


TRADE-MARKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—GENERIC TERMS 
“Trucloader” held phonetic misspelling of generic term which is name of the goods 


and therefore incapable of identifying or becoming distinctive of power operated indus- 
trial material handling trucks. 


TRADE-Mark Act oF 1946—REGISTRABILITY—SECTION 2(f) 
On facts of record, showing held insufficient to bestow trade-mark significance, 
under Section 2(f) of 1946 Act, upon generic term “Trucloader.” 

Appeal from Examiner of Trade-Marks. 

Application for registration of trade-mark by Clark Equipment Company. 
Applicant appeals from refusal of registration, under section 2(f) of 1946 Act. 
Affirmed. 

Walter E. Schirmer, of Buchanan, Mich., and Brown, Jackson, Boettcher & 

Dienner, of Chicago, IIl., for applicant. 

KLINGE, Examiner in Chief: 
This is an appeal from the decision of the Examiner of Trade-Marks refusing 
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registration of the trade-mark “Trucloader” for “power operated industrial ma- 
terial handling trucks,” on the Principal Register of the Act of 1946 under the 
provisions of section 2(f) thereof. 


The examiner’s refusal to register the mark is based upon the ground that 
the mark cannot function as an index of origin, since it is but the phonetic equiva- 
lent of the goods (truck loader). 

The mark is somewhat distinctively displayed in that the cross at the top of 
the “T” is extended above the full length of the word, the letter “K’”’ has been 
omitted from the word “Truck” and the “A” in “Loader” has an arcuate left 
leg and a straight right leg. So far as the issue in the present appeal is con- 
cerned, it is substantially the same as that considered in applicant’s copending 
application, Serial No. 528,258, decided concurrently herewith. 


It is considered unnecessary to review all of the points here presented, since 
they were stated in the appeal in application Serial No. 528,258, decided concur- 
rently herewith. The affidavit and exhibits filed in the present application have 
been given consideration, but I find them insufficient to bestow trade-mark signifi- 
cance under the provisions of section 2(f) of the Act of 1946, upon the phonet- 
ically misspelled, generic term “Trucloader.” It is considered that the term is but 
the name of the goods, and therefore incapable of identifying and hence becoming 
distinctive of the applicant’s goods. 

The decision of the Examiner of Trade-Marks is affirmed. 


EX PARTE CLARK EQUIPMENT COMPANY 
Commissioner of Patents—April 6, 1951 


TRADE-MARKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—GENERAL 

Use of distinctive lettering cannot obviate fact that mark is generic term for the 
goods and incapable of functioning as a trade-mark. 

Fact that words are used in combination not found as single word in dictionary or 
elsewhere does not relieve mark of generic nature where it is in fact merely the name 
of the goods. 

TRADE-MARKS—REGISTRABILITY—EFFECT OF Prion REGISTRATION 

Prior registration under 1920 Act held not binding on Patent Office where mark 

is in fact generic and incapable of distinguishing applicant’s goods. 
TRADE-MarkK Act OF 1946—REGISTRABILITY—SECTION 2 (f) 

On facts of record, showing submitted held insufficient to bestow trade-mark signifi- 
cance, under Section 2(f) of 1946 Act, upon generic term held incapable of becoming 
distinctive of applicant’s goods. 

TRADE-Marks—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—GENERIC TERMS 

“Carloader” held generic name of industrial power operated fork trucks, incapable 


of becoming distinctive and incapable of functioning as a trade-mark for such goods. 
Appeal from Examiner of Trade-Marks. 


Application for registration of trade-mark by Clark Equipment Company. 
Applicant appeals from refusal of registration, under section 2 (f) of 1946 Act. 
Affirmed. 
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Walter E. Schirmer, of Buchanan, Mich., and Brown, Jackson, Boettcher & 
Dienner, of Chicago, Ill., for applicant. 


KLINGE, Examiner in Chief: 

This is an appeal from the decision of the Examiner of Trade-Marks refusing 
registration to the applicant of the notation “Carloader,” used in connection with 
industrial power operated fork trucks, on the Principal Register of the Act of 1946 
under the provisions of section 2(f) thereof. 

Use of the mark by the applicant in intrastate commerce is claimed since 
February 28, 1938, and use in interstate commerce since April 4, 1938. Applicant 
has alleged substantially exclusive and continuous use of the mark in commerce 
among the several states for five years next preceding the filing date of the 
present application and evidence has been supplied in an attempt to establish proof 
of distinctiveness of the mark as applied to the applicant’s goods. This evidence 
will be referred to hereinafter. 

The decision of the examiner refusing registration of the mark is based on 
the ground that “Carloader” does not function as a mark of origin, but is merely 
the name of the goods to which the mark is applied. It was the position of the 
examiner that fork trucks often serve in the role of a carloader, and a number 
of publications were cited to show that this term is one which is widely used by 
manufacturers of similar goods and therefore may not serve as a badge of origin. 

The sole rejection, therefore, upon which registration has been refused and 
which is here for review, is whether or not the applicant’s mark is generic, and 
hence incapable of functioning as a trade-mark. 

The goods in question is described by the applicant as a four-wheeled, steer- 
able vehicle, self-powered, having a seat for the operator and controls by which 
the machine is operated. At one end of the truck are a pair of masts within 
which there is carried for vertical movement a pair of horizontal-spaced apart 
arms which are called a fork. The fork is adapted to be placed, for example, 
under a pallet on which a pile of boxes is disposed. When the fork is raised, the 
load is raised. The operator may then carry the load to wherever it is to be de- 
posited, at any desired level within the vertical movement of the fork. The ma- 
chine is capable of moving any number of a variety of articles, but is not adapted 
for handling loads such as loose gravel, rock, coal, and similar materials. 

Applicant makes a point of the fact that the mark as shown in the applica- 
tion drawing and on the specimens accompanying the application is somewhat 
distinctively displayed in that the initial letter “C” is continued at its lower por- 
tion with a line underscoring the entire word, and the “A’s” have an arcuate 
left leg and a verticle right leg, all of the letters being so arranged that the 
mark is one continuous word. It is my view that if the mark is a generic term for 
the goods incapable of functioning as a trade-mark, the use of distinctive lettering 
cannot obviate that fact. It is believed that the average purchaser would give little 
heed to the style of lettering; Ex parte International Harvester Company, 462 
O. G. 679, 27 U. S. P. Q. 455. 

Applicant also urges that there is no such word as 
aminer has found none. Nevertheless, the mere fact that the words “car 


‘ 


‘carloader” and the ex- 
” and 
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“loader” are not to be found as a single word in any of the references cited by 
the examiner, or in dictionaries or technical works, cannot relieve the mark of 
its generic nature. In re Bailey Meter Co., 26 C. C. P. A. 1136, 102 F. 2d 843, 41 
U. S. P. Q. 275 In the cited case the applicant contended that “Boiler Meter” is 
not the name of any device because it is not found in the dictionary, trade catalogs, 
trade journals, etc. From this premise, the applicant there concluded that the 
mark does not name the device to which it is applied. The court held, however, 
that this argument ignores the fact that the product of applicant was a meter and 
that it was used in connection with boilers; therefore, it was a boiler meter. The 
court stated in that case [29 T. M. R. 295]: 


“* * * Words used in combination may not be found in the dictionary, or else- 
where, in the precise combination used but it does not follow from this that they are 
not the correct nomenclature for particular things. * * * 

“The fact that appellant may have been the first and only one to adopt and use 


the mark sought to be registered does not prove that the mark is not descriptive. 
* * *” 




















It is also argued that applicant’s mark meets the definition of a trade-mark be- 
cause it was used to identify his goods and distinguish them from those manu- 
factured or sold by others. While the term may have been adopted and used 
by applicant for that purpose, the question here presented is whether the word 
sought to be registered is capable of performing that function. If, as the examiner 
has held, the word “Carloader” is truly generic, being but the name of the goods, 
then it cannot serve the function of a trade-mark, and is not entitled to registration. 
The term “Carloader’” is a word which combines two well-known descriptive 
words and is therefore one readily understood in all its implications by the average 
person. This is particularly so with respect to the generic meaning of the term as 
applied to a device capable of loading a car, a capability inherent in applicant’s 
machine. The fact that such loaders may have capabilities other than that which 
the name clearly implies or indicates, is beside the point. Jn re Bailey Meter Com- 
pany, supra. A name for certain types of goods need be neither exhaustively 
descriptive nor the only name which may be applied to the goods in order that it be 














generic in scope. 





Applicant contends further that the word “Carloader” is not generic, but 
on the contrary, the generic name of the goods in “fork lift trucks” or “industrial 
power operated fork trucks” which terms applicant is not seeking to register. It 
seems to me, however, that the word it does seek to register is even more generic 
in its broad implication than the more limited descriptive phrases used by the appli- 
cant to describe its goods. The term is so generic in fact as to not only describe 
the applicant’s machine but the goods of others of a similar character and function. 
At this point reference may be made to patent No. 2,264,512, assigned to the 
present applicant, which discloses an industrial truck which fully answers the 
description of the applicant’s goods in this case. The device disclosed in the patent 
is said to be employed for loading and unloading box cars and for handling and 
tiering merchandise in warehouses, mercantile buildings, industrial plants, ship- 
yards, freight depots and the like, functioning as a portable elevator for picking 
up, moving and tiering merchandise and the like. The specification of that patent 
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makes it clearly apparent that the device, being close coupled to provide a very 
sharp turning radius, facilitates its entry into freight cars to pick up or discharge 
merchandise thereinto. I can think of no more apt name for this machine insofar 
as its function of loading cars is concerned than the generic term “Carloader.” 


Applicant also mentions the grant of a trade-mark registration to applicant 
under the Act of 1920, for the same mark on the same goods from which it is 
argued that the trade-mark is not generic, since generic words were not permitted 
registration under the Act of 1920. Even so, descriptive marks were registrable 
under that Act and I am unable to see how the grant of that registration can be 
binding upon the Patent Office in the present case, if the mark is in fact generic 
and incapable of registration. 


Finally, it is argued that even if the trade-mark is held originally to have 
been merely descriptive, it has acquired secondary significance, and is registrable 
pursuant to section 2(f) of the Act of 1946. It is stated in the brief that the 
fork lift trucks on which applicant employs its mark have been sold in all states 
in the United States, and are in use in more than forty foreign countries and in 
all continents of the world. It is also stated that, not only has the public become 
acquainted with the product through its widespread sales, but the mark is generally 
known in the trade by virtue of widespread advertising in many forms and to a 
large extent in a number of the best known periodicals, both popular and trade 
magazines, to the extent of approximately $337,000.00 in the last five years. 
There are of record affidavits and exhibits in support of this contention which 
have been considered. The showing submitted in this record is deemed insufficient 
to bestow trade-mark significance, under the provisions of section 2(f) of the Act 
of 1946, upon the generic term “Carloader” when, as here, the term is but the 
name of the goods and hence is incapable of becoming distinctive of the applicant’s 
goods. Ex Parte American Map Company, Inc., 633 O. G. 1024, 85 U. S. P. Q. 
51. In Ex parte Silent Hoist & Crane Co., Inc., 643 O. G. 1069, 88 U.S. P. Q. 
225, the term ‘““Krane Kar” applied to automotive hoists or cranes was held to be 
but the phonetic misspelling of “crane car,” a term which aptly designates by 
name the goods of the applicant as well as similar goods of others, and is therefore 
inherently incapable of functioning as a trade-mark to distinguish applicant’s goods 
in commerce. Another recent case involving unregistrability of a generic term 
is Schneider v. Youngberg Bros., decided March 26, 1951 where the term 
“CheeSliceR” applied to a device for cutting cheese and other flaccid materials 
was refused registration under the provisions of section 2(f) of the Trade-Mark 
Act of 1946. I consider the term “Carloader” to be the generic name of the 
applicant’s goods and one which others have an equal right to use at any time 
on similar loaders, of which there are many, and that such a term cannot be 
exclusively appropriated by anyone. Barber-Colman Co. v. Overhead Door Cor- 
poration, 20 C. C. P. A. 1118, 65 F. 2d 147, U. S. P. Q. 501. 


In view of what has been said it is my conclusion that registration of the 
term “Carloader” was properly refused by the examiner. 


The decision of the Examiner of Trade-Marks is affirmed. 
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